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THe TRADE-MARA REPORTER 


Part I 


SOME ASPECTS OF THE ECUADOREAN TRADEMARK LAW* 


By Roque Bustamante** 


Trademark cases and practice in Ecuador are regulated by the 
‘‘Ley de Marcas de Fabrica’’ (Law on Trademarks) which was 
enacted on September 26, 1928. The courts strictly adhere to this 
statute in all trademark matters, and only Congress can overrule 
and amend it. The Courts have no broader competence than to 
interpret the trademark law, when the text is obscure. Where 
the wording is clear, each provision must be applied even if the 
intention of the law might have been different. Thus, judicial 
precedents have a secondary function and Ecuadorean judges and 
tribunals must consider the written law first. no matter what prece- 
dents may exist in connection with each case. 

This, of course, is part of the civil law system in contrast to 
the principles of the common law. 

In addition to the trademark statute Ecuador signed and 
ratified in 1910 the Pan-American Convention on Trademarks. 

Defimtion of a Trademark. The translation of Art. 1 of the 
Ecuadorean trademark law reads as follows: ‘‘Art. 1: A trade- 
mark is every sign, symbol, word, phrase or special characteristic 
designation, used to distinguish goods and denote their origin.’’ 
From articles 1, 2 and 3 it can be seen that industrial products 
only can be covered by a trademark. Thus, only the manufacturer 
or producer can register a mark. To date lack of careful examina- 
tion as to whether or not the applicant is a manufacturer has been 
the practice. No evidence is required in filing an application, and 
the applicant is not requested to file a statement to this effect. On 


* This article is a condensation of the author’s thesis submitted to the New York 
University Law School for a Master’s degree in Comparative Law. 

** Doctor of Laws degree, University of Quito; partner in the firm of Quevedo & 
Ponce y Carbo, Quito, Ecuador. 
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the other hand, the Panamerican Convention of Buenos Aires 
(1910) states that a trademark (Marca de Fabrica 0 de Comercio) 
is every sign, symbol or special name that the ‘‘merchants or 
industrialists’? adopt to distinguish their products from those 
manufactured by others. 

Litigation with regard to this point has not been brought 
before the courts; but in any event Article IV of the Panamerican 
Convention might be a good basis for a mere dealer to register 
a mark in Ecuador, and the Ministry of Economy will not stop him 
from registering a mark unless somebody else files a petition or 
an opposition alleging the fact. 

A new project which is pending in Congress is much broader 
in this respect and provides that ‘‘the industrial production, the 
goods which are in commerce, agricultural products as well as 
those of the cattle and forest industries, and names of magazines, 
newspapers, etc. can be covered by a trademark.’’ Likewise, the 
new project states that any person, natural or juristic. can obtain 
a trademark registration without being a manufacturer, producer 
or merchant. However, we don’t know whether this project is 
likely to pass as a law of the republic. 

Unregistrable Marks and Names. Art. 1 of the law and Article 
IV of the Panamerican Convention of Buenos Aires (1910) state 
what can be registered as a trademark, and Art. 6 of the law indi- 
cates what cannot be registered. This article reads as follows: 

Art. 6. The following marks shall be refused registration: 


a) Letters, words, names, insignia and symbols be- 
longing to a nation or municipalities, foreign coun- 
tries or cities and the Red Cross; 
b) Marks consisting of immoral matter; 
c) The name of a person, natural or juristic, if it is 
not presented in distinctive form; 
d) Names, words and the distinguishing elements 
already registered and used by another person, or 
those which resemble them and are of the same class; 
e) The name or picture of a person, without his con- 
sent or the consent of the heirs if he is decee 
The new project is broader in this respect and Art. 1 giv. a list 
of what can be registered as a trademark. This list includes uames 
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of products, persons, symbols, monograms, engravings and prints, 
seals, vignettes, special color combinations, fancy and coined 
words, letters and numbers and combinations thereof, containers, 
packages of goods, geographical names, provided they do not indi- 
cate the origin of the product, distinguishing elements which do 
not correspond to the product necessarily and any other sign by 
which the industrial property can be distinguished, commercial 
and agricultural products as well as those of the cattle, forest and 
extractive industries, and the names of newspapers, magazines, etc. 

The new project also establishes 8 specific prohibitions adding 
basically the refusal to register colors and generic, descriptive or 
common words or expressions as will be discussed later. 

It may be said that the present policy of the Ministry of 
Economy permits registration of most of the goods indicated in 
Art. 1 of the new project, and an application is very seldom re- 
fused automatically. However, we doubt whether a registered 
mark which does not comply strictly with the provisions of the 
present law, can be fully protected, especially if an opposition is 
filed against a similar mark. ‘lhe court might hold that a mark 
although registered, does not meet all the requirements and can- 
not, therefore, furnish real grounds for an opposition. It might be 
said also that the new project goes too tar in this pot. Un the 
other hand, it is obvious that the Ministry of Economy should 
automatically reject applications inciuded in the prohibitions of 
paragraphs a) and b) of Article 6. 

Colors. Under the 1908 statute ‘‘colors of goods’’ were 
refused registration. The 1914 amendments do not include colors 
in the list of prohibitions of Art. 6. ‘This fact may be construed 
in the assumption that it is now possible to register colors in 
accordance with the present statute. However, color is not men- 
tioned in Art. 1 for trademark registration. With regard to this 
problem Art. 1 is a real provision and not merely a definition. The 
proposed Art. 1 expressly states that it will be possible to register 
as a trademark the ‘‘combination of colors in a special combina- 
tion’’; naturally, this would be the color of designs, labels, etc. and 
not the color of the goods. 

Undoubtedly, certain colorful designs easily become typical 
characteristics of a mark and faithfully comply with the purpose 
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of distinguishing goods. Therefore, although the color in itself 
can never be a mark belonging exclusively to one person, a special 
combination of colors in a distinctive arrangement should be 
allowed to be registered as a trademark. In a Civil Law country, 
this should be included in the Law, however. This is why the new 
project has an express statement on this point. Despite these 
facts, in the case The Coca-Cola Company v. Pepsi-Cola Company, 
the Superior Court of Pichincha listed the color of the trademarks 
as they were used, among the things which made them similar. 

In the case Jaboneria Nacional S.A. v. Industrias Ales C.A., 
the Supreme Court held that the two marks were not confusingly 
similar. It was expressly stated that one mark had a green-yellow 
background while the other had a dark green background, and 
that the shade of red used for the letters in one mark was dif- 
ferent from the letters used for the other mark. 

Classification of Marks. There are no provisions in the Ecua- 
dorean Law regarding these points, and there is no classification 
of marks whatsoever. Associated and Standardization Marks 
have no meaning under Ecuadorean Law. There is only a single 
register and the original registration is recorded in a book in the 
order of registration. In addition, there is an alphabetical list in 
a book called ‘‘Index,’’ available for searches. 

Foreign Trademarks. It is a general and constitutional rule 
in Ecuador that aliens enjoy the same rights as nationals with 
few exceptions stated in the Constitution. 

Regarding trademarks, a mark itself and not only its owner 
is deemed national or foreign in accordance with Art. 4 of the 
law. A mark is considered national when it covers goods manu- 
factured within the Republic of Ecuador and foreign when the 
goods are made abroad. It is the place of manufacture which 
determines the nationality of the mark. Therefore, an alien may 
own a national mark and vice versa. 

The governmental fees or taxes for registration, renewal, etc., 
are twice as high for a foreign mark. A foreigner may register 
any legal mark directly or through an attorney. Besides that, a 
foreign company operating in Ecuador in some way or another is 
required to have a representative to answer oppositions, lawsuits, 
ete. 
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Generic and Descriptive Marks. The Ecuadorean law has 
almost no provisions regarding generic and descriptive words and 
words that have passed into common use with a specific meaning 
or are suggestive. We have seen that Art. 6 of the Law lists the 
marks not permitted to be registered as trademarks. Neither 
generic nor descriptive words or words that have passed into com- 
mon use are included in this list and there is no other provision 
refusing registration of such expressions. 


The refusal to register these words should have been precisely 
stated in the law. Otherwise, it might be construed that the law 
permits their registration. This does not seem quite logical and 
yet the only provisions which might indicate that generic or 
descriptive words cannot be registered as trademarks, are those 
contained in the definitions of Articles 1, 3 and 5 of the law. We 
therefore arrive at the conclusion that a trademark is something 
used to distinguish goods and denote its origin. A generic or 
descriptive word cannot distinguish one product from another of 
the same class. On the other hand, it is important to point out 
that a refusal to register generic and descriptive words seems to 
have intentionally been omitted from the Ecuadorean law. Indeed, 
the 1908 statute included within the list of prohibitions of Art. 6, 
two of which expressly refused registration of ‘‘words or expres- 
sions that are generally used to designate an article or which do 
not have any character of novelty in connection with the article 
on which it is used.’’ ‘‘Designations which, generally, are used to 
indicate the nature of the article, its kind or quality.’’ 


A small number of amendments came into force in 1914, with 
one of them eliminating this prohibition from the 1908 law. The 
1928 statute, which is in force now, confirmed the 1914 amend- 
ments. Consequently, there is the possibility that congressmen at 
that time thought that registration of generic or descriptive words 
must be permitted. 


Art. 6 of the proposed legislation does not provide for regis- 
tration of generic words, prices, qualities, weights and measures, 
etc., descriptive words as well as those which are generally used 
to indicate the nature of the products or the class to which they 
belong. But Art. 15 would provide that registered marks which 
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have become popular or generic after registration will not be 
deemed of common use. 

Art. V of the 1910 Convention of Buenos Aires prohibits the 
adoption and use as trademarks of the general classification of 
goods. However, I do not think that this prohibition can be 
applied now in Ecuador, since the last paragraph of Art. V states 
that this provision has to be in compliance with the requirements 
of the domestic law. 


The rules regarding oppositions filed by interested persons 
in a trademark registration do not consider generic words. Art. 19 
expressly provides that any person who owns a prior registra- 
tion and has used a mark or believes that an application violates 
the provisions of Art. 6 can file an opposition. 

Moreover, the Ministry of Economy is not likely to refuse 
registration of a mark on the ground of generic character. For 
instance, the word ‘‘jabén’’ (soap) has been registered several 
times as a part of trademarks for soaps without any disclaimer. 
Of course, in spite of this fact, nobody seems to have intended to 
stop registration of the same word by another person. In the 
conflict between JaBON DE ROSAS and JABON ROSAS DEL suR, the word 
‘‘jJabon’’ was undoubtedly considered part of both trademarks. 
The owner of saBOn DE Rosas had duly registered this mark and 
widely used it for many years. Nobody objected to this registra- 
tion and the registrant was confident in his exclusive rights. 
Therefore, he filed an opposition against application for saBONn 
ROSAS DEL sUR. Both marks were to be used for soaps. Defendant 
consistently claimed that saB6N DE Rosas was merely descriptive 
since it meant a soap made of roses, with roses being the com- 
ponent scent to the soap. This argument could also imply that 
JABON ROSAS DEL SUR was descriptive, meaning that the soap was 
made with this type of roses. If that were the case, neither 
JABON DE ROSAS NOr JABON ROSAS DEL SUR could have been permit- 
ted to obtain registrations unless the law was interpreted as to 
permit registration of descriptive and generic words and expres- 
sions. Despite this specific point of the defendant, the courts 
did not even consider that ‘‘jabén’’ was a mere generic word 
and that it should not be proper for a trademark. Likewise, the 
courts did not consider the descriptiveness of the phrase saBon 
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DE ROSAS although they admitted that the defendant proved that 
JABON DE ROSAS although they admitted that the defendant proved 
that saBON DE ROSAS Was descriptive since soap was called very 
often by the name of one of its components. The Courts simply 
based their decisions only on the actual resemblance or difference 
between the labels and the lowest court even stated that saB6n DE 
ROSAS was a different phrase from JABON ROSAS DEL SUR. 

Following are a few other examples of the use of ‘‘jabén’’ 
as a part of trademarks: 


JABON MARAVILLA (‘‘maravilla’’ meaning wonder, marvel) 
JABON TROPICAL (Tropical soap) 
JABON ALEMAN (German soap) 


There are other obvious descriptive phrases and words duly 
registered in Ecuador. We do not think that the registrants tried 
to obtain exclusive rights in them. In most cases they seemed 
to have been rather afraid of some action against the use of 
those words as trademarks and therefore registered them with- 


out intending to stop others from using the same when selling 
similar products. 


As a conclusion, we might say that although our law does 
not expressly prohibit registration of generic, descriptive and 
common words, they would not comply with Arts. 1, 3 and 5 of 
the Law and the owners might be unable to fully enjoy the exclu- 
sive rights despite the registration. Moreover, although formal 
oppositions would not be available, an informal petition of any 
person might cause a rejection of an application to register these 
words, by the Ministry of Economy. 

Goods That Can Be Covered by a Trademark. From articles 
1, 2, 3, 4, 9, 12 and 16 it is understood that only an industrial 
product can be covered by a trademark. This point is closely 
related to the problem of knowing who can register a mark. As 
it has been said our law seems to exclude merchants or mere 
dealers despite the Panamerican Convention of Buenos Aires. It 
must be added that the word ‘‘industry”’ is broadly applied even 
to agricultural products. 

Service Marks. As a consequence of the above provisions, it 
appears that services cannot be protected by a trademark. Thus 
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we do not have any provision which may allow the registration 
or certification of collective marks. 

On the other hand, there is no classification of goods for 
registration purposes nor for administrative purposes. The appli- 
cant may include all the goods he pleases in his application and a 
single application for one trademark may cover for instance auto- 
mobiles, shoes and cosmetics. Services might be included in any 
broad list like that and the mark will be easily registered although 
we cannot ascertain whether such a registration would fully pro- 
tect the owner in a conflict to be decided by the courts. 

Specification of Goods in the Application. The specification 
of goods is very important for the problem of oppositions based on 
similarity or prior registration of a trademark. Indeed, the owner 
of a prior registration or the owner of a similar mark can success- 
fully file an opposition only when the marks in conflict cover 
articles of the same nature. There is no definite way of knowing 
when the goods are of the same nature and that point is left to 
the courts. 

In practice, some applicants use long lists of articles while 
others use very broad expressions such as ‘‘medicinal products’’ 
or ‘‘pharmaceutical preparations.’’ 


Sometimes the word ‘‘ete.’’ has been added to long lists of 
goods in applications for registration. Occasionally, this has been 
the matter of oppositions since the word ‘‘ete.’’ may include goods 
which have already been covered by the same or a similar mark. 


Newspaper, Magazines and Moving Pictures. It has been dis- 
cussed whether the name or title of a magazine, newspaper, etc., 
might be considered a valid trademark. Many people consider 
that magazine and newspaper production is an actual industry and 
that there is no reason to refuse this type of product to be covered 
by a trademark. On the other hand, it has also been said that a 
magazine is the product of the mind and should be protected by 
the Copyright Law. It should perhaps be emphasized that an 
article of a magazine is the product of the mind which is to be 
protected by the Copyright Law, but the title of the magazine 
which distinguishes a specific type of paper and denotes its origin 
has all the characteristics of a trademark. Such a title or name 
may be just a mere fancy word that can never be considered the 
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artistic and literary work of the intellect. The purpose of that 
title or name is to distinguish the magazine from other magazines 
or newspapers. 

In 1944, the Patent and Trade-Marks Office decided that all 
trademark registrations for magazines and newspapers should be 
declared void. It appears that this Office has not continued that 
policy. 

Our Law on Copyrights (1887) also states that the owner of 
a newspaper has the right to stop anybody from using the same 
name for another newspaper. The same principles might be 
applied to moving pictures. Nevertheless, titles of moving pic- 
tures are occasionally registered as trademarks in Ecuador and 
there have been no conflicts in these cases whatsoever. 


Acquisition of Rights. Our law is very different from the 
American Law where the ‘‘use in commerce’’ is very important to 
enable a person to register a mark, to stop somebody else from 
registered the same or a similar mark, etc. 


In Ecuador, prior use is not necessary to obtain registration. 
Hence, the owner of a trademark has the exclusive right only when 
he obtains a registration. As a matter of fact, the person who 
has only used a trademark is not tts owner, no matter how long 
the mark has been used. Art. 9 clearly states that neither the 
manufacturer nor the producer can exercise the rights which are 
granted by the Law on Trade-Marks, if the trademark is used 
without registration. 


An opposer cannot file an opposition against an application 
for the registration of a trademark based on the ground of prior 
use alone. Oppositions based on the fact that two trademarks are 
identical or similar must be filed with evidence of prior registra- 
tion as well as of use. In other words, 1) Use alone gives no 
rights to the user of a trademark; 2) Registration alone gives full 
rights to the owner of a trademark to use it, but not to file an 
opposition against an applicant who intends to register the same 
trademark or a similar one; 3) Registration alone gives full rights 
to the owner to stop the use of an imitation; an imitation is con- 
sidered a crime and consists in using without registration a mark 
identical or similar to another which is duly registered. 





THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


Use in Ecuador. The title of Chapter II of the Law on Trade- 
Marks is ‘‘Use and Property of the Mark.’’ There, it is stated 
that although the use and registration of a trademark are volun- 
tary as a general rule, they may be compulsory when the public 
welfare so requires. This means that a manufacturer or producer 
is not obliged to register a trademark to cover his goods as a rule 
nor to use a trademark when registration has already been 
obtained. 

Art. 7 grants the authorities sufficient power to compel people 
to register and use a specific trademark. Nevertheless, up to now 
we have not heard of any case of compulsory use or registration. 

Art. 10 states that the property of a mark consists in the right 
to use it, exclusively, for the goods to which such mark is destined. 
The word ‘‘exclusively’’ gives the owner the right to fully distin- 
guish his goods and to stop anybody else from using his mark. 

A mark can be used on the goods, envelopes, or containers, 
and the application to register the mark must contain a detailed 
description of it. The trademark is supposed to be used in the way 
it has been described; when the mark consists of a device this 
provision is clearly applied. When the mark consists only of a 
word or phrase we do not think that the law can be interpreted as 
to compel the registrant to use it only with the type of letters, 
position, etc. appearing in the registration. Nevertheless, many 
applicants in order to avoid misunderstandings, state that the 
word to be registered can be used in any way, color, distribution 
of letters, type of letters, ete. 

The new project does not have any substantial change or 
amendments regarding use of trademarks and only Art. 12 adds a 
reference to advertisements indicating that a trademark may also 
be used in advertisements. 

As explained above, use is necessary, together with registra- 
tion, to entitle the owner of a mark to file an opposition; surpris- 
ingly, this point has been very seldom mentioned in litigation 
regarding oppositions and opposers have not insisted too much in © 
proving the use. On the other hand, defendants have generally 
preferred to allege lack of proper registration of the opposer’s 
mark than registration without use. In any case, it is important 
to point out that Art. 19 of the law permits to oppose a registra- 
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tion when the opposer has prior registration and use. Hence Art. 
6 prohibits through number 4 the registration of marks that have 
already been registered and used by another person or that 
resemble marks with prior registration and use. 

The 1908 statute considered as owner of a mark the first user, 
and use was necessary to avoid expiration of the registration. 
Consequently, Art. 19 permitted the prior registrant ‘‘or’’ user to 
file an opposition. The important word ‘‘or’’ implied that use 
alone was also a good ground to file an opposition. In accordance 
with this provision, Art. 6 number 7, of the 1908 statute prohibited 
registration of marks that had been registered ‘‘or’’ used before 
by another person. 

The 1914 statute amended Art. 19 in such a way that opposi- 
tions could be filed by the owner of a mark that was already regis- 
tered and used. Amazingly, Art. 6 also gave ground for opposi- 
tions and number 7 still said that registration or use of a mark 
would constitute a prohibition to register the same mark or an- 
other similar by a different person. The 1928 statute changed 
the word ‘‘or’’ by the word ‘‘and’’ in Art. 6 too, and therefore, 
the provisions did not include any contradiction any more and 
Ecuador became definitely a country where registration was more 
important than use. 

The fact that the change of the word ‘‘or’’ by the word ‘‘and”’ 
was one of the few amendments of 1914 and 1928, shows that 
congressmen believed that it was necessary to restrict the rights 
acquired by use alone and this was in accordance with the general 
Law of Ecuador where customs, uses, etc., are of very little impor- 
tance. Maybe the coincidence of the other provisions of the 1914 
and 1928 statutes with the provisions of the 1908 law, made some 
translators overlook the change of the word ‘‘or’’ by the word 
‘‘and.’’ It has been noted that the ‘‘Patent and Trade-Mark 
Review’’ of New York states that in Ecuador ‘‘if anyone alleges 
that the mark sought to be registered belongs to him by reason of 
prior registration or use, or contravenes Article 6, he may oppose 
its registration.’’ This is an obvious error of the translation of 
the Ecuadorean Law and the same error can be found in the book 
‘*Trade-Marks Throughout the World,’’ page 233. On the other 
hand, both translations or references seemed to be taken from an 
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English translation of the Ecuadorean Law made by the Char- 
tered Institute of Patent Agents of London, England, in its Sup- 
plement No. 248, issued in March 1929. This incorrect translation 
might have induced many readers in English-speaking countries to 
believe that use alone was enough in Ecuador to oppose an appli- 
cation to register the same mark or a similar one. 

Registration Procedure. The Trade-Marks Office in Ecuador 
is a Department of the Ministry of Economy, which is one of the 
eight Departments forming the Executive Branch'of Government 
under the President of the Republic. 

The application must be rather simple. Art. 16 of the law 
points out the following statements which must be expressed in 
the application as requirements for its validity: 

1. The name and domicile of the owner of the mark; 

2. A detailed relation or description of the mark, indi- 
cating what peculiarities of the essential parts the owner is 
reserving ; 

3. The goods to be covered by the mark; 

4. The nationality of the mark; 

5. The country and the city or place where the goods are 
manufactured. 


The owner of the mark may apply himself or through an 
attorney who must hold a Power of Attorney duly executed by 
public instrument. An instrument is public when it has been 
executed by a competent official clerk or authority, i.e., the docu- 
ment executed by or before a Notary Public. 

The list of goods may be just a broad mention of one class 
of goods, for instance, ‘‘pharmaceutical products’’ or ‘‘all kinds 
of foods’’, ete. But it can also be a detailed specification of the 
goods. Broad expressions are more likely to arouse oppositions. 

When we say ‘‘nationality of the mark’’ we do not mean 
the nationality or citizenship of the owner but the place where 
the goods are manufactured which must be stated in addition. 

The following items must be enclosed with the application: 

1. Duly executed Power of Attorney if the applicant 
does not appear himself; 
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2. Twenty prints of the mark; 

3. An electrotype of the mark (Length or width not less 
than 15 millimeters nor more than 100 millimeters. Height: 
from 20 to 30 millimeters). 


The Power of Attorney must be authenticated or legalized. 
Authentication or legalization consists in the certification issued 
by a diplomatic or consular agent of Ecuador. 

When there is no diplomatic or consular agent of Ecuador 
in the place where the Power of Attorney is to be executed, the 
nearest one should be approached. Otherwise, certification might 
be obtained from a consular or diplomatic agent of a ‘‘friendly 
Nation”’ or, if this is impossible, from the first authority of the 
place that has judicial authority. 

Some people believe that the legalization or authentication 
made by the diplomatic or consular agent of Ecuador is not suf- 
ficient and that his signature must be again authenticated by the 
Minister of Foreign Affairs. Nevertheless, the Law (Art. 211 of 
the Code of Civil Procedure) provides that the signature of the 
Ecuadorean diplomatic or consular agent is sufficient; that is our 
opinion and it has been accepted by the Trademarks Office. 

Once the application is found in order and in accordance with 
the above requirements, its publication in the Official Gazette is 
ordered. Art. 18 says that the Minister will not order the publi- 
cation if the application violates Art. 6 of the Law. As already 
explained the Ministry very seldom rejects an application auto- 
matically. The opposition of a private person is almost neces- 
sary to obtain a rejection. Although an obvious or extreme vio- 
lation of paragraphs 1 and 2 of Art. 6 is very likely to be rejected. 

If, after four publications, there are no oppositions, registra- 
tion is ordered and recorded in the books. The interested party 
may obtain as many copies as he wishes. 

Opposition. Prior registration and use, and violation of 
Art. 6 of the Law are sufficient grounds for any person to file an 
opposition against an application to register a trademark. As 
stated in the chapter ‘‘ Acquisition of Rights,’’ this is one of the 
few cases where use is important and must be proved. Thus, we 
explained that use alone gives no right to the owner of a trade- 
mark and that registration is necesary. Hence, registration seems 
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to be very important and gives the owner full rights to use the 
mark at any time. Likewise, there is no period of time within 
which the mark must be used. The owner of the mark is not com- 
pelled to use the mark if he does not want to and yet he is still the 
owner and does not lose his rights of property. Thus, registration 
is always valid within its legal term whether it has been actually 
used or not. However, if the owner wants to file an opposition 
based on his prior rights, he has to prove prior use, also. In 
practice, the actual use is very seldom discussed, and the declara- 
tion of two witnesses is generally accepted. 

The opposer can also claim violation of Art. 6, although some 
prohibitions seem to concern the Ministry of Economy rather than 
private parties. The problem is that the Minister of Economy 
very seldom rejects an application, but, on the other hand, opposi- 
tions can also be filed on the ground of violation of any paragraph 
of Art. 6. It is our opinion that the Minister ought to be in a 
position to reject an application to register a generic word based 
on Articles 1, 3 and 5 and that private persons should also be 
allowed to file a petition in these cases. 

In accordance with Art. 19 the opposition against an applica- 
tion to register a mark is a claim. The applicant is served with 
a notice of opposition and a term is fixed within which the appli- 
cant (defendant) is supposed to answer. If the applicant does 
not accept the opposition, the Ministry is to send the proceedings 
to a Provincial Court where the case may be decided by the short- 
est procedure for a lawsuit. This point may have important con- 
sequences but there has not been a decision by the courts. 

Once the proceedings reach the Court, a ‘‘hearing of Concilia- 
tion’’ is called by the Judge; in accordance with the specific pro- 
cedure such a hearing must start ‘‘with the defendant’s reply to 
the claim.’’ Therefore, the prior reply to the Ministry of Economy 
is disregarded to some extent and has been valid only to show 
that the applicant did not accept the opposition. 

While an opposition or a lawsuit are pending, the opposed 
mark cannot be registered. Therefore, the applicant acts as the 
party moving to seek a prompt and favorable decision which will 
enable him to obtain registration. This is in contrast to the usual 
law principles according to which the plaintiff is always the mov- 
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ing party. This is why abandonment may be declared only against 
the opposer. 

The problem of whether or not the brief of opposition is a 
claim, is of special importance regarding the default of the appli- 
cant in answering an opposition within the term fixed by the 
Ministry of Economy. It is generally considered practice in 
Keuador that the default of the defendant in answering a regular 
demand is a mere denial of the facts and legal grounds of such a 
demand and the lawsuit must continue in default of the defendant. 
This is very practical in any case where the plaintiff is the actual 
moving party. However, in trademark opposition cases, the op- 
poser or plaintiff would not be interested in moving the case, and 
he would not move the case in absence of the defaulted defendant. 
Then, the case would be likely to continue pending indefinitely and 
the opposer should move the case from time to time in one way 
or another in order to avoid abandonment. 

On the other hand, if the opposition is not considered a formal 
claim, the applicant’s applicant’s silence might be interpreted as 
lack of interest in contesting, which is true in many cases. 

The present policy of the Ministry of Economy permits the 
opposer to accuse the default of the applicant and ask for a rejec- 
tion of the application and a closing of the case. This is done 
upon petition of the opposer and there has been no objection to 
this policy up to now, although we cannot know what the opinion 
of the Supreme Court on this point might be. 

The rights of a registrant are fully proved by copies of the 
registration, renewal, assignments, etc. Use is generally proved 
by witnesses and the exhibition of the products. Of course, it 
might also be proved by documents, private or public, testimony 
of the opposing party and so on. In cases of similar marks under 
litigation a ‘‘judicial inspection’’ takes place as a rule and the 
actual resemblance may be determined by the court. Expert opin- 
ions are often used, although the court is not obligated to accept 
these reports if they are contrary to the court’s opinion. 

Cancellation Procedure. This action is established by Art. 22 
of the law which reads as follows: Art. 22.—Any person who 
believes that a registered trademark is causing him damage may 
apply for cancellation of the registration of that mark; however, 
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the statute of limitations will run five years starting from the date 
of registration. This action will be discussed in an ‘‘ordinary”’ 
suit. 

There are almost no precedents regarding the way in which 
these provisions should be interpreted. Therefore, it is rather 
difficult to ascertain when a trademark is ‘‘causing damage’’ to a 
person. Anyhow, damage must be proved by the plaintiff. We 
cannot conceive of all the cases where damage can be found but it 
seems reasonable that very important damage would be the con- 
fusion caused in the public. Confusion is not noticeable some- 
times when one of the marks is only in process of being registered. 
It is the actual use of two similar marks that shows whether they 
are really similar as to cause confusion. Therefore, cancellation 
action seems a good remedy since it may be taken during the five 
years following the registration of a mark. On the other hand, 
trademark owners do not use this remedy frequently because of 
the long procedure required for an ‘‘ordinary”’ suit. 

Effect of Registration. There is a very important provision 
regarding the effects. Art. 28 reads: The effects of the registra- 
tion date back to the filing date. 

In our opinion the word ‘‘effects’’ is too broadly used. This 
point was referred to the Attorney General of Ecuador in 1947 by 
the Ministry of Economy. The opinion of the Attorney General 
was that this provision must be construed only as referring to 
the rights of the applicant to use the trademark and distinguish 
his products before the mark is registered. However, if the appli- 
cation cannot mature into registration the applicant does not 
acquire any rights in the trademark. 

The Attorney General’s opinion was very important and 
ended an old interpretation of Art. 28 whereby the registration 
term of twenty years was supposed to begin on the filing date. 
The Ministry of Economy accepted the opinion of the Attorney 
General and stated: The rights in a trademark are twenty years; 
once this term expires the registration lapses unless it is renewed, 
in time; this is in accordance with Art. 30 of the Law on Trade 
Marks. Regarding the expiration, the twenty years term must be 
counted from the Registration Date, because the terms for the 
rights to expire start only when those rights exist and are legally 





Vol. 45 T. M. R. ECUADOREAN TRADEMARK LAW 17 


accepted. A trademark is legally accepted only when the decree 
ordering the registration is duly recorded in accordance with Art. 
27 of the Law. 

This is the present policy of the Trade-Mark Department of 
the Ministry of Economy. However, in the Registration and 
Registration Certificates of Trade-Marks registered before 1947, 
the date of expiration is fixed counting twenty years from the 
filing date. Although the Ministry is applying the registration 
date rule even for these earlier cases, an objection might even- 
tually occur if a renewal of that sort is discussed during a law- 
suit. Consequently, it is advisable that trademark owners file 
their application for renewal before the end of the twenty years’ 
period from the filing date, just as a matter of safety. 

The renewal of a trademark is valid for an additional 15 
years and may be indefinitely renewed thereafter. 

The new project limits the duration of the registration to 
ten years, and each renewal is valid for another ten years. If 
not properly renewed, the trademark expires, although the new 
project provides that the expired mark cannot be registered again 
except by the last owner. 

Exclusive Rights. As pointed out before registration alone 
gives the registrant the property of the mark and only the regis- 
trant may enjoy the rights granted by the Law on Trade-Marks. 
Art. 10 of the Law expressly states that the property of a mark 
consists in the exclusive right to use it to cover the corresponding 
goods. The exclusive use of a mark is undoubtedly the main pur- 
pose of the law, and that the mark distinguishes the goods from 
others of the same classification. This right is enforced by per- 
mitting the owner of a mark to bring actions against the per- 
sons who intend to register or use the same mark. This right 
includes also the permission to act against applicants or users 
of similar marks. Art. 43 says: There is legal similarity between 
two or more marks whenever one or more of their parts are con- 
fusing at first sight. 

There has been a tendency in the courts to consider the entire 
marks to see if they are similar or different, despite the fact that 
Art. 43 expressly states that similarity between one or more parts 
is sufficient to consider that the two marks in conflict are similar. 
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An unfortunate consequence of this definition of similarity 
has been to lead the courts to decide cases by comparing the two 
marks in discussion when they are placed together. The con- 
sumer very seldom compares two trademarks and is rather care- 
less in examining the marks, but when he sees or hears them 
separately, he is more likely to be confused. 

Besides, it has been said that since the definition of similarity 
refers to the ‘‘first sight’’ the phonetic similarity should be dis- 
regarded. Our opinion is that the expression ‘‘first sight’’ in 
Spanish has a common meaning of ‘‘first impression’’ and that 
phonetic similarity must be considered seriously since it is very 
important in some marks. The Supreme Court has frequently 
referred to the phonetic aspect. A good example is the case 
TANGEE V. ZANDE (The George Luft Co. Inc. v. Zande Cosmetics 
Co. Inc.). The Court went so far as to study the pronunciation 
of the letter ‘‘Z’’ in Ecuador, which was different from the pure 
Spanish pronunciation. 

The new project is very specific in its Art. 2. It provides that 
every mark must be clear and precise, and different from the 
marks already registered; the similarity might be visual, phonetic, 
orthographic, similarity of symbols or forms, figures, designs 
or colors. This provision also indicates how the phonetic simi- 
larity must be examined. Thus, it states that the Courts ought 
to consider the marks one after another and not simultaneously 
noting the similarities and not the differences, without consider- 
ing the details. It adds that in case of doubt the decision will 
favor the registered mark. This article does not mention the 
goods. 

Assignment. Trademarks can be assigned to another person 
or entity but the assignment must be expressly registered. Other- 
wise, it has no value whatsoever. The Law provides (Art. 12) 
that the assignment can take place only when the entire manu-: 
facture is assigned. Thus, the assignment of factory, labora- 
tories, etc., will produce the assignment of all the trademarks 
unless the contrary is specifically stated in the contract of the 
assignment. Generally, a document stating the assignment is suf- 
ficient to obtain registration of the assignment. The procedure 
is rather simple and no publications in the papers are necessary. 
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There are no express provisons in the law. The Trade Mark 
Office applies the same rules as regards assignments 


Disclaimer. There are no provisions in the law. Our Trade 
Marks Office accepts applications of disclaimer or specific dis- 
claimers in the original applications to register a mark. Thus the 
application to register or the registration can be amended and the 
errors of the Office may be corrected. If the amendment changes 
the mark itself, it will not be admitted and a new registration or 
new publication is necessary. It is imposssible to change the 
words or designs, ete. that form the mark. The list of goods can 
be amended if certain goods are omitted, but they will not be ad- 
mitted if goods are added to the list. 


Trade Names, Designs, Etc. Chapter IV of the Law on Trade- 
Marks (Arts. 33, 34, 35, 36 and 37) refers to commercial names and 
provides that the name of a manufacturer or producer, commercial 
name, names of corporations, names of designations of an enter- 
prise or establishment that deal with specific goods are considered 
a property for the purposes of this law. 


The person who wants to establish an industry, commerce or 
business that have been used by another person, with the same 
name or designation, must amend or modify it as to make them 
clearly different. Amazingly, there is no registration of commer- 
cial names, designations, etce., despite the importance our Law 
gives to registration. Registration of the name of a dealer in 
commerce at the Registry of Property might be a proof of the 
use of the name though. The rules about commercial names, desig- 
nations, etc. might eventually be used to protect exclusive use of 
slogans, services, etc. since our law makes no special provisions 
in this regard. 


The new project provides for the registration of commercial 
names and the commercial or industrial company with a fancy 
name would be obliged to register this name as a trademark. Reg- 
istration would give exclusive rights to use the name. Art. 51 
would prohibit the registration of a name which must be different 
from the trademarks relative to goods in connection with the 
activities of the owner of the name. There would also be many 
rules intending to avoid deception of the public and legal actions 
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similar to the actions for trademark infringement would be 
established in favor of the owner of a commercial name. 


In the case Ciba Societe Anonime v. Compatia Anonima CIF, 
the Superior Court (Second Instance) held that the controversy 
between the marks crpauerna and cir-atern could be solved by 
applying the provision of Art. 34 of the Law on Trade-Marks 
regarding commercial names. Their point was based on the fact 
that portions of the marks were also used in the name of the 
owners. The two first syllables of cipaterna form the word cra 
which is part of the plaintiff’s name (Ciba Societe Anonyme) and 
the word cir which is a part of the mark cir-aucrn is also part 
of defendant’s name. Of course, the case was not a controversy 
of names but a controversy of trademarks. Logically, the Supreme 
Court revoked the lower decision and stated that Art. 34 is not 
applicable because a commercial name is one thing and a trade- 
mark is another. The former is the name adopted by an enter- 
prise and used to designate it, while the trademark is the distinc- 
tive mark stamped on the goods to distinguish them and their 
origin from other articles of the same classification. 


Criminal Aspects of the Law. Some infringements regarding 
trademarks are considered crimes in Ecuador and a punishment of 
a fine from $500,00 (sucres Ecuadorean currency) to $1,000,00 
plus imprisonment from 6 months to one year are applied. Some 
of the crimes are: 


1. Imitation of a trademark, providing that imitation is 
the use of a mark identical or confusingly similar to another, 
the latter being registered but not the former. 

2. The selling, offering, buying or storing imitations, or 
trademarks without the consent of the owner. 

3. The use of imitated trademarks, or the selling of them 
in bad faith. 

4. The manufacture or commerce of products with false 
indications regarding the nature, quantity, quality, origin; or 
regarding rewards, titles, etc. claimed to be granted for those 
products. This prohibition is extended to the statement of 
‘Registered Trade Mark’’ when the trademark has not been 
actually registered. 
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5. The fixing or stamping of labels, advertising, etc. of 
trademark on products that are not covered by it, or the addi- 
tion of commercial names, designations, etc. belonging to 
another. 
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REGISTRABILITY OF PACKAGES AND CONFIGURATION 
OF GOODS ON THE SUPPLEMENTAL REGISTER: 
DESIGN PATENT vs. TRADEMARK REGISTRATION 


By Russell L. Law * and Philip D. Junkins ** 


The following article is reprinted here with the permission of The George 
Washington Law Review in which it first appeared in October 1954. We 
believe that the subject discussed and the views expressed by the authors may 
be of special interest to our readers.—Eb. 


Introduction 


One of the innovations of the Trade-Mark Act of 1946' is the 
provision for registration on the Supplemental Register of ‘‘pack- 
ages’’ and ‘‘configuration of goods.’’ Among the unique problems 
of registrability that have been presented by the inclusion of these 
terms in the statute is that of possible conflict with the provisions 
of the patent statute’ relating to design patents.’ Although the act 
has been in effect for seven years these problems remain unsettled. 
The purpose of this note is to consider the interpretations of the 
Lanham Act* provisions relating to such marks—whether a design 
patent is a bar to registration on the Supplemental Register and 
whether the common-law doctrines of functional and nonfunctional 
features of goods® and dress goods’ interact with the Lanham Act 
to permit registration of packages and configuration of goods even 
after the expiration of a design patent. 

Unlike the problem recently before the Supreme Court in 
Mazer v. Stein,’ in which it is intimated that under certain cir- 
cumstances ‘‘works of art’’ may be proper subject matter for con- 
temporaneous copyright and design patent, it is to be recognized 
that the problem here concerns statutes having wholly different 
Constitutional origins. The Patent Statute owes its origin to the 
power of Congress to promote the useful arts,* whereas trade-mark 
legislation originates within the broad power of Congress to regu- 





*Of the firm Mead, Browne, Schuyler & Beveridge, Washington, D. C.; member, 
District of Columbia bar. 
** Patent Dept., The Lummus Co., New York. 
60 Stat. 427 (1946), 15 U.S.C. § 1051 et seq. (1952). 
35 U.S.C. §1 et seq. (1952). 
Id. at §171. 
See note 1 supra. 
See RESTATEMENT, TorvS, §§ 741-742 (1938). 
OPPENHEIM, UNFAIR TRADE PRACTICES 256 (1950). 
347 U.S. 201, 100 USPQ 325 (44 TMR 389) (1954). 
. U.S. Const. Art. I, § 8: ‘*The Congress shall have Power . . . To promote the 
Progress of Science and useful Arts, by securing for limited Times to Authors and 
Inventors the exclusive Right to their respective Writings and Discoveries. .. .’’ 
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late commerce.’ For the purpose of this note, however, the prin- 
cipal distinction is assumed to be that while patent law is wholly 
statutory in origin, trademark registration law, in many respects, 
is primarily a mere codification of the common law with provision 
for recordation of alleged trademark property rights. Thus, if a 
particular device (mark) would be protectible as such at common 
law, and no specific language appears in the statute in prohibition 
of registration thereof, it is arguable that registration of such a 
device is a matter of right rather than of privilege. 


I 
The Statutory Provision 

The terms ‘‘package’’ and ‘‘configuration of goods’’ appear 
only in Section 23 (Supplemental Register) of the statute’® and 
‘‘marks’’ as defined therein are registrable under appropriate 
circumstances. Although it may be contended that such a mark 
is also registrable on the Principal Register when it acquires 
secondary meaning under the provisions of Section 2(f), such a 
contention is beyond the scope of this note; therefore the terms 
‘‘registration’’ and ‘‘registrability’’ as hereinafter employed will 
be understood to have reference only to registration on the Sup- 
plemental Register established by Section 23 of the Act. The sole 
criterion of registrability of a mark on the Supplemental Register 
in the language of Section 23, is that ‘‘such mark must be capable 
of distinguishing the applicant’s goods.’’ It is assumed for the 
purpose of this note that marks of the character discussed have 
not been previously registered on behalf of others since such regis- 
tration would constitute an absolute statutory bar to registration 
under Section 2(d) of the statute. If the nature of a particular 
mark is such that it possesses the inherent or proven capability of 
distinguishing particular goods, by the express terms of the statute, 
such mark should be registered. The contention has been advanced 
that a ‘‘package’’ or a ‘‘configuration of goods’’ which has orig- 
inally been protected under the provisions of the design patent law, 
is thereafter, as a matter of law, prohibited from assuming regis- 





9. U.S. Const. Art. I, §8: ‘*The Congress shall have Power . . . To regulate 
Commerce with foreign Nations, and among the several States, and with the Indian 
Sees... » »** 

10. 60 Srar. 435 (1946), 15 U.S.C. § 1091 (1952). 

11. See Ex parte Minnesota Mining & Manufacturing Co., 92 USPQ 74 (42 TMR 
164) (Pat. Off. 1952). 
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trable status under the Trade-Mark Act. There is nothing in 
Section 23 of the Lanham Act upon which this contention can be 
based. The interpretation of the Lanham Act and the design 
patent statutes should therefore be explored to ascertain the 
validity of this contention. 


Absence of Judicial Interpretation 

Although seven years have elapsed since the effective date of 
the statute’* the opportunity has not yet arisen for judicial inter- 
pretation of that part of Section 23 relating to registrability of 
‘‘nackage’’ and ‘‘configuration of goods,’’ for no court has had 
before it the precise problem explored in this note since the statute 
became law. There have, however, been several expressions of 
varying views as to what the Act means. There are those who 
contend that the inclusion of the terms ‘‘package’’ and ‘‘configura- 
tion of goods’’ in the statute does not provide justification for 
registration of alleged marks when such marks are not of the 
character protected under common-law trade-mark doctrines.** 
Others assert that rigid construction of the statutory terms by the 
Commissioner of Patents at the outset has gone far to reduce the 
effectiveness of a provision designed to create new and broad 
registration rights for marks that had been denied the advantages 
of registration in earlier legislation. Since reconciliation of the 
opposing views is impossible, a critical examination of the contrary 
rationales is desirable. 


Patent Office Construction 
The Commissioner of Patents has been called upon to construe 
with particularity the meaning and scope of the terms ‘‘package’’ 
and ‘‘configuration of goods’’ on only a few occasions since the 
enactment of the statute.** Until recently, the decisions have been 


12. July 5, 1947. 

13. See Derenberg, annual reports re Administration of Lanham Trade-Mark Act 
of 1946, particularly First, Second and Seventh Year Reports (1948, 1949 and 1954) 
reported in 38 TMR 831 (1948), 39 TMR 651 (1949), 44 TMR 991 (1954), and also 
published in pamphlet form by The Bureau of National Affairs, Inc.; also Derenberg, 
Copyright No-Man’s Land: Fringe Rights in Literary and Artistic Property, 1953 
CopyrRiGHT PROBLEMS ANALYZED 220 (1953). 

14. But see Ex parte The Boye Needle Co., 100 USPQ 124 (44 TMR 603) (Pat. 
Off. 1954) ; Ex parte B. F. Goodrich Co., 98 USPQ 197 (43 TMR 882) (Pat. Off. 1953) ; 
Ez parte E. D. Bullard Co., 97 USPQ 238 (Pat. Off. 1953); Ex parte B. F. Goodrich 
Co., 97 USPQ 279 (43 TMR 775) (Pat. Off. 1953); Ex parte Boyle-Midway, Inc., 92 
USPQ 391 (42 TMR 451) (Pat. Off. 1952); Ex parte Chadbourn Hosiery Mills, Inc., 
91 USPQ 297 (42 TMR 81) (Pat. Off. 1951); Ex parte Oshkosh Trunk and Luggage, 
86 USPQ 325 (40 TMR 1020) (Pat. Off. 1950). 
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uniformly adverse to the applicant and consequently adverse to 
those recommending broad registration rights predicated upon 
inclusion of the terms in the statute. Assistant Commissioner 
Daniels, in Ex parte Mars Signal-Light Co., offered the first view 
of the Patent Office policy when registrability of a mark in the 
nature of a sealed beam lamp for locomotives (an alleged ‘‘con- 
figuration of goods’’) was asserted. He stated: 
. . . It may be that a fine line of demarcation between the 
subject matter of design patents and ‘‘configuration of goods’’ 
cannot be drawn, but where, as here, the subject matter is of a 
nature which would clearly be subject to protection under the 
Patent Law if otherwise eligible, it would seem clear that the 


appearance of the article should not be registered as a trade- 
mark. 


The Trade Mark Act of 1946 clearly was not intended to 
repeal the law as to design patents and it is not believed that 
an alternate form of protection, without limitation as to time, 
could have been intended. . . .* 

Thus, the concepts of patentability and registrability were sharply 
defined as conflicting principles at the‘outset. In determining reg- 
istrability little, if any, consideration was given the question of 
whether the applicant’s ‘‘mark’’ was capable of distinguishing his 
goods. 

In a subsequent case, Ex parte Minnesota Mining & Mfg. Co.,** 
registration of a ‘‘sleigh-shaped’’ cellophane tape dispenser on the 
Principal Register was refused by Examiner in Chief Federico on 
the primary ground that the article was not a ‘‘trade-mark”’ of the 
character inherently registrable on the Principal Register. How- 
ever, tacit approval of the Mars Signal-Light rationale is apparent 
in the supportive ground of rejection based upon the applicant’s 
then current design patent disclosing the identical article. It fol- 
lows that an attempt to register the article as a ‘‘package’’ or a 
‘‘eonfiguration of goods’’ on the Supplemental Register would 
have met with little success. 

In these cases two substantial precedents have been estab- 
lished in opposition to registration of the types of marks discussed 
herein. It is to be noted, however, that in neither of the cases did 


15. 85 USPQ 173, 176 (40 TMR 377) (Pat. Off. 1950). 
16. 92 USPQ 74 (42 TMR 164) (Pat. Off. 1952). 
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the Commissioner consider the sole statutory test to determine 
registrability under Section 23, namely, was the mark sought to 
be registered capable of distinguishing the applicant’s goods? It 
is perhaps to be inferred that both cases stand for the proposition 
that, as a matter of law, a ‘‘package”’ or ‘‘configuration of goods,’’ 
once patented or of patentable character, is incapable of distin- 
guishing goods. 

However, an indication of the more liberal view of Assistant 
Commissioner Leeds is found in Ex parte Caron Corporation 
and its predecessor Ex parte Extraction and Chemical Company, 
Inc.* In the latter case, a unique bottle (package), having an odd 
and unusual conformation, was registered notwithstanding an ex- 
pired design patent disclosing a bottle having a similar, though 
not identical, configuration. Emphasis in the holding is directed 
to the question of capability of the ‘‘package’’ to distinguish the 
applicant’s goods, ‘a question which is defined in the decision as 
one of fact to be determined in each case. 

The problem explored here was anticipated in the Caron case. 
A design patent disclosing, a particular bottle design (package) 
had been issued in 1929 in the name of the (trade) mark applicant 
as assignee. Five years after expiration of the patent an applica- 
tion was filed to register the identical bottle as a ‘‘package’’ for a 
particular class of goods on the Supplemental Register. Registra- 
tion was allowed.’*® The Mars Signal-Light and the Minnesota 
Mining & Mfg. cases were distinguished and certain court deci- 
sions which had theretofore been deemed to control the issue were 
discussed. Although the Caron holding appears to be grounded 
upon the fact of exclusivity of use of the mark by the applicant 
subsequent to expiration of the patent, a salutary result of the dis- 
cussion therein was to direct attention to the interesting dichotomy 
found in the statute concerning ‘‘trade-marks’’ of a non-technical. 
character which, through exclusive use, have acquired ‘‘distinc- 
tiveness,’’ i. e., secondary meaning, and those ‘‘marks’’ which are 
merely ‘‘capable of distinguishing’’ goods. An appreciation of 





17. 100 USPQ 356 (44 TMR 336) (Pat. Off. 1954). 
18. 99 USPQ 313 (44 TMR 433) (Pat. Off. 1953). 
19. See also Ex parte Strohmeyer & Arpe Co., 102 USPQ 123 (44 TMR 1236) 
(Pat. Off. 1954) and Ez parte S. C. Clayton Co., 102 USPQ 256 (44 TMR 1244) (Pat. 


Off. 1954). 
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the importance of this statutory division, together with a realiza- 
tion that a registration on the Supplemental Register would not 
in any event have provided substantive protection to the regis- 
trant with respect to the subject matter, apparently persuaded the 
Assistant Commissioner to allow the registration. 


In a more recent decision, however, registration has been 
refused a ‘‘configuration of goods’’ in the nature of a corrugated 
slice of pickle.*® Although perhaps inconsistent with the Caron 
rationale, no attempt will be made here to reconcile this with the 
other cases discussed since, among other things, the Jongleux 
situation involves a mechanical patent rather than a design 
patent.” 


From the foregoing it will be noted that Patent Office policy 
has undergone a pronounced change with respect to registrability 
of marks such as those discussed herein. Initially, tests of design 
patentability and rules of substantive design patent law were con- 


sidered appropriate. A more practical approach to the problem 
has developed, one wholly consonant with the statute, wherein the 
capability of an applicant’s mark to distinguish his goods is rec- 
ognized as a question of fact. It is submitted that such an inquiry, 
in and of itself, is the sole test to determine registrability of such 
marks. If, unon a showing that an alleged mark does, in fact. dis- 
tinguish applicant’s goods. registration should follow as of right. 
Proof that a particular mark does distinguish goods a fortiori 
proves that the mark is capable of so doing. The burden upon 
the anplicant established bv precise and unambiguous statutory 
language is clearly met in such a situation. 


20. Ex parte Jongleux & Lundquist, Inc., 101 USPQ 77 (44 TMR 835) (Pat. Off. 
1954). 

21. Examiner in Chief Federico has refused registration of a ‘‘configuration of 
goods’’ in the nature of a steel floor plate having raised patterns on the surface thereof 
although he anparentlv conceded that the snhiect matter presented for registration 
distinguished the applicant’s goods. The Examiner in Chief said: ‘‘Even though other 
designs may he used and there may be some asnects of arbitrariness in the individual 
design, the primary purpose of the design is utilitarian and it must be characterized as 
functional, and for this reason considered unrevistrable. The fact that the design is 
recognizable is not sufficient to make it registrable, for if this were the criterion then 
every article made bv one manufacturer in a form somewhat different from articles of 
like kind made by others would be registrable as an alleged mark.’’ Ez parte Alan 
Wood Steel Co., 101 USPQ 209 (44 TMR 866) (Pat. Off. 1954). The authors are 
prompted to ask the question: Why rot nermit registration of every article made in a 
form somewhat different from articles of like kind if the configuration of the article 
does, in fact, distinguish the product? 
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Why then, have the opposing theories of registrability arisen? 
The language of the Trade-Mark Act of 1946 admits of little, if any, 
ambiguity and nothing expressly appears in the patent statute in 
contravention thereof. It is conceded that registration of a mark 
previously protected by a design patent appears, upon initial con- 
sideration, to run contrary to the fundamental concept of the pat- 
ent statute and of the Constitutional provision for exclusive rights 
for ‘‘limited times.’’ This will be given further consideration to 
ascertain whether the construction of the trade-mark statute 
should be wholly independent of patent concepts. 


II 
Congressional Purpose 


In determining the ‘‘Congressional intent’’ of any legislation, 
various sources may be examined. Legislative hearings, debates, 
views expressed by parties actively engaged in the promotion of 
contemplated legislation, opinions of those eminent in the field—all 
may assist in formulating the elusive ‘‘intent’’ behind a particular 


statute. In determining the intent of the Trade-Mark Act of 1946, 
the point of departure under the ‘‘ plain meaning’’ rule must be the 
Statute itself, Section 45 of which reads: 


The intent of this chapter is to regulate commerce within the 
control of Congress by making actionable the deceptive and 
misleading use of marks in such commerce; to protect regis- 
tered marks used in such commerce from interference by State, 
or territorial legislation; to protect persons engaged in such 
commerce against unfair competition ; to prevent fraud and de- 
ception in such commerce by the use of reproductions, copies, 
counterfeits, or colorable imitations of registered marks; and 
to provide rights and remedies stipulated by treaties and con- 
ventions respecting trade-marks, trade names, and unfair com- 
petition entered into between the United States and foreign 
nations.” 


Judicial limitation has been placed upon portions of the fore- 
going language,”* but the fact remains that, in the absence of some 
evidence to the contrary, Congress intended to promote and foster 
the aims of the statute as above defined. For what reason, then, 

22. 60 Srav. 444 (1946), 15 U.S.C. § 1127 (1952). 


23. See The American Automobile Ass’n v. Spiegel, 205 F.2d 771, 98 USPQ 1 (43 
TMR 1070) (2d Cir. 1953), cert. denied, 346 U.S. 887 (1953). 
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did Congress include the terms ‘‘package’’ and ‘‘configuration of 
goods’’ in the particular enumeration of ‘‘marks’’ which may be 
registered under the provisions of Section 23? 

No specific answer to the preceding inquiry is discernable in 
the legislative history relating to Section 23. Throughout the 
hearings, however, there does run a common theme; viz., the new 
statute was to be more comprehensive concerning rights to regis- 
tration than its predecessors, and the broad, common law concepts 
of unfair competition were to be integrated therein wherever 
possible. 

Also of obvious importance is the fact that, by its terms, Sec- 
tion 23 was to provide a continuation of certain provisions of the 
Act of 1920,%* whereby non-technical trade-marks were deemed 
registrable for the principal purpose of assisting citizen owners 
in enforcing their rights in foreign countries. It is not without 
significance that the altruistic purpose of the Act of 1920, although 
much maligned as a result of alleged perversion in practice, was 
fully adopted and incorporated in the new statute. 

Accordingly, the conclusion is inevitable that the terms ‘‘ pack- 
age’’ and ‘‘configuration of goods,’’ among others, were included 
in Section 23 as illustrative of the type of marks subject to regis- 
tration thereunder. However, the terms themselves were not sim- 
ply conjured up from the imagination of those interested in the 
proposed legislation. Therefore, perhaps the origin of these 
terms may bring to light the purpose for, and intent with which, 
they were utilized. It is probable that the terms under considera- 
tion, as well as other of the remaining terms which appear in Sec- 
tion 23, were chosen to exemplify the broad nature of ‘‘marks’’ 
which have been the subject of trade-mark and unfair competition 
litigation at common law. In view of the expressed intent of the 
statute in its entirety, it is reasonable to believe that it was in- 
tended that all ‘‘marks’’ in which common-law property rights 
had been recognized where to be registrable on either the Prin- 
cipal or the Supplemental Register as an aid in the suppression 
of unfair competition. An examination of certain leading cases 
and accepted principles of the common law appears to substan- 
tiate this contention. 


24. 41 Srar. 533 (1920), 15 U.S.C. $§ 121-128 (1952). 
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III 
The Common Law 










It is an established principle of our jurisprudence that no 
trader may pass off his goods to the public as those of another. 
To do so is to compete unfairly and courts will enjoin such com- 
petition. Unfair competition embraces a multitude of sins, too 
numerous to discuss at length here. However, two particular doc- 
trines of the common law are enlightening in attempting to explain 
the use of the terms ‘‘package’’ and ‘‘configuration of goods’’ in 
the present statute. In fact, it is arguable that the term ‘‘pack- 
age’’ owes its origin to the theory of ‘‘dress of goods’’ and that 
the doctrine of ‘‘functional and non-functional features’’ of goods 
is the basis for inclusion of the term ‘‘configuration of goods’’ in 
the statute. 

There have been countless cases before the courts in which 
plaintiffs asserted that the shape or appearance of goods had 
come to identify and distinguish them in the public mind. To a 
degree, the contention is within the broad concept of secondary 
meaning ordinarily associated with ‘‘weak”’ or non-technical trade- 
marks which are merely descriptive of the goods, geographically 
descriptive thereof, or simply the surname of the manufacturer. 
To the extent that the plaintiff must allege and prove that the 
shape or appearance of his product has acquired a special sig- 
nificance, the assertion of the right to protection must be predi- 
cated upon a fact situation tending to establish that the shape or 
appearance of the goods does distinguish them in the minds of 
consumers. 

There have been exclusive rights asserted in the shape or 
appearance of a cereal biscuit, medicinal tablets,” a washing 
machine,” a clock,** a coffee mill,” and a loaf of bread,® to name 



























25. Kellogg Co. v. National Biscuit Co., 305 U.S. 111 (1938) (28 TMR 69) (relief 
denied). 

26. Smith, Kline & French Laboratories v. Waldman, 69 F.Supp. 646, 72 USPQ 
316 (E.D. Pa. 1946) (relief denied); but cf. Ross-Whitney Corp. v. Smith, Kline ¢ 
French Laboratories, 207 F.2d 190, 99 USPQ 1 (44 TMR 274) (9th Cir. 1953). 

27. Maytag Co. v. Meadows Mfg. Co., 35 F.2d 403 (7th Cir. 1929) (relief denied), 
cert. denied, 281 U.S. 737 (1930). 

28. Mastercrafters Clock & Radio Co. v. Vacheron & Constantin-Le Coultre Watches, 
Inc., 119 F.Supp. 209, 100 USPQ 432 (43 TMR 1101) (S.D.N.Y. 1954) (relief denied). 

29. Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 Fed. 240 (2d Cir. 1904) 
(relief granted). 

30. George G. Fox Co. v. Hathaway, 199 Mass. 99, 85 N.E. 417 (1908) (relief 
granted). 
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but a few. Although a majority of the decisions appear to be 
adverse to the plaintiffs, the two tests applied by the courts are of 
interest. First, every court confronted with the problem has stated 
at the outset that the conduct of the defendant in copying the shape 
or appearance of plaintiff’s goods will not be permitted if such 
conduct results in confusion or deception of the public. The second 
test, and the one pertinent here, has evolved from the attempts of 
the courts to balance the equities in each case. Under it, the 
defendant is permitted to copy slavishly the shape or appearance 
of the plaintiff’s goods if such shape or appearance is the result 
of functional design and if, in doing so, he does not pass off his 
goods as those of the plaintiff.” 

On the other hand, if the appearance or shape of plaintiff’s 
goods is the result of non-functional design, viz., the function, pur- 
pose, utility or production of the article is not thereby enhanced or 
simplified, the courts have been more reluctant to justify the 
actions of the defendant. Only recently in Ross-Whitney Corp. v. 
Smith, Kline & French Laboratories,” the action of the trial court 
in preliminarily enjoining the defendant from simulating the arbi- 
trary shape of the plaintiff’s medicinal tablets was sustained, a 
salutary holding in view of the considerable, apparently contrary 
precedent.** The decision is not completely without support, how- 
ever, and enuugh has been said to illustrate that while many such 
claims have been asserted, more than a few have been sustained. 


It is the group of cases referred to above which must be con- 
sulted in determining the purpose for the inclusion of the term 
‘configuration of goods’’ in the statute. It is believed that the 
term embraces the area defined by these cases and that the term 
must be construed in the light thereof. Litigants have asserted 
rights in the shape and appearance of varied goods; it is these 
alleged rights which are exemplified in the provision for registra- 
tion of ‘‘configuration of goods’’ on the Supplemental Register. 

To the extent that a doctrine of ‘‘dress of goods’’ exists at 
common law, the foregoing comments are equally appropriate 





31. For an encouraging case involving a once patented toggle switch, see Detroit 
Stamping Co. v. West Point Manufacturing Co., 102 USPQ 116 (E.D. Mich. 1954). 

32. 207 F.2d 190, 99 USPQ 1 (44 TMR 274) (9th Cir. 1953). 

33. Accord, The Haeger Potteries, Inc. v. Gilner Potteries, 102 USPQ 106 (8.D. 
Calif. 1954). 
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concerning the term ‘‘package.’’ Little argument is necessary, 
however, since the Patent Office has recognized this theory as evi- 
denced by the many registrations already issued which disclose 
various boxes, containers, bottles and the like as marks capable of 
distinguishing goods. Apparently the term ‘‘package’’ presented 
comparatively little difficulty in interpretation as compared to the 
term ‘‘configuration of goods.’’ In this connection, it is interest- 
ing to note that since the effective date of the statute, only two 
registrations disclosing marks in the nature of a ‘‘configuration 
of goods’’ have been issued.* 

The foregoing substantiates the contention that the subject 
terms were included in the statute to indicate defined areas in 
which protection of the courts had been requested, and in certain 
instances extended, in the past. Therefore, it must then be deter- 
mined whether or not the broad patent concept of dedication 
stemming primarily from the Constitutional provisions for exclu- 
sive rights only for ‘‘limited Times’’ operates to limit registra- 
bility of certain ‘‘marks’’ when no express language appears in 
either statute to limit trademark registration. Under the circum- 
stances, a comparison of the philosophies of the respective 
statutes, together with a brief review of the law of design patents, 
is appropriate. 

IV 
Conflicting Philosophies 

The patent laws and trademark legislation are predicated 
upon diametrically opposed theories. By operation of the patent 
statute the ability of a patentee to exert a negative ‘‘monopoly’’ 
power is created. Not until issuance of the patent, however, may 
the patentee exclude others from the field; and he may exclude 
all others thereafter only if the subject of the patent possesses 
‘‘invention’’ and the patent is otherwise valid. If the patent lacks 
even a single condition upon which it is issued, the patentee is 
wholly without standing to urge any right in or to the subject 
matter thereof. 

On the other hand, the trademark statute, when considered 
broadly, ‘‘creates’’ few substantive or quasi-property rights. A 


34. Trade-Mark Regs. Nos. 514,953 and 549,072. 
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trademark is a creature of the common law and rights therein and 
thereto exist independently of federal legislation, notwithstanding 
that certain advantages do inure to the benefit of registrants under 
certain provisions of the Trade-Mark Act of 1946. Essentially, 
the owner of a mark used in commerce which may be regulated by 
Congress is entitled to the same degree of substantive protection 
in the courts whether his mark is registered in the United States 
Patent Office or not. 


Thus, while it is obvious that important procedural advan- 
tages are incident to registration, the registration of a mark on 
the Supplemental Register, does not confer any substantive rights 
upon the registrant. From the grant of a patent, however, arise 
the substantive rights, en toto, claimed by the patentee; and no 
colorable claim to any right can exist without the valid grant. The 
following comments may serve to illustrate further the nature of 
the substantive patent rights arising from the grant. 


Scope of a Design Patent 


Article I, Section 8, Clause 8, of the Constitution of the United 
States vests Congress with the power to grant to inventors the 
exclusive rights to their discoveries in order to promote the 
progress of the useful arts. The statutes enacted by Congress in 
exercise of this power illustrate by provisions relating to design 
patents that Congress intends to encourage the decorative arts.” 


The purpose of the design patent is quite different from that 
of the mechanical patent in that designs are accorded patent pro- 
tection to encourage ornamentation apart from factors of utility 
which are the dominant features of other inventions.” An orna- 
mental design is within the category of a ‘‘useful art’’ as 
designated in the Constitution, and the subject matter of a design 
patent is directed to the ornamental configuration for an article of 
manufacture. ‘‘The invention is not the article and is not the 
design per se, but is the design applied.’’’ The protection 
afforded by the design statute is for articles which possess new 





35. Rev. Strat. § 4929 (1874); 35 U.S.C. §171 (1952): ‘‘Any person who has 
invented any new, original and ornamental design for an article of manufacture. . 
may ... obtain a patent therefor.’’ 

36. In re Faustman, 33 C.C.P.A. (Patents) 1065, 155 F.2d 388, 69 USPQ 541 
(1946). 

37. Ex parte Cady, 1916 Com. Dec. 62. 
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and artistic quality pertaining to commerce, but not justifying 
their existence upon any functional utility. 

The presence of invention is essential to the granting of a 
design patent,** and, in determining whether a design is the sub- 
ject of invention, the same standards are applied as in the case of 
a mechanical patent.** However, the following critical distinction 
must be kept in mind. In the case of a mechanical patent, novelty 
must reside in the structure of a machine, article of manufacture 
or the constitution of a composition of matter, whereas in the case 
of a design the inventive novelty resides in the shape or configura- 
tion or ornamentation as determining the appearance or visual] 
aspect of the object or article of manufacture. 

Section 289 of Title 35 of the United States Code, as enacted 
July 19, 1952, provides the patentee or owner of a design patent a 
broad remedy for infringement. This section, which is a revision 
of previous enactments, states that: 

Whoever during the term of a patent for a design without 
license of the owner, (1) applies the patented design, or any 
colorable imitation thereof, to any article of manufacture for 
the purpose of sale, or (2) sells or exposes for sale any article 
of manufacture to which such design or colorable imitation has 
been applied shall be liable to the owner. . . . (Emphasis 
added. ) 

A literal interpretation of this section of the present Patent Law 
would appear to provide a patentee with protection against any use 
of the design in connection with any article of manufacture. The 
question of actual scope of protection has been passed upon by the 
courts in only a few instances. In the greater number of cases a 
finding of invalidity of the patent or no infringement in view of 
similarity of defendant’s design to prior art, has precluded further 
determination. 

The United States Court of Appeals for the Second Circuit, 
however, in Jacob Elishewitz € Sons Co., Inc. v. Bronston Brothers 
é& Co.,*’ substantiates a literal interpretation of the aforementioned 

section in its holding that it constitutes infringement for a defend- 
ant to use the plaintiff’s patented designs for braid on an article 


38. Scoville Mfg. Co. v. United States Electric Mfg. Corp., 31 F.Supp. 115, 44 


USPQ 397 (30 TMR 255) (S.D.N.Y. 1940). 
39. White v. Leanore Frocks, Inc., 120 F.2d 113, 49 USPQ 686 (2d Cir. 1941). 


40. 40 F.2d 434, 5 USPQ 295 (2d Cir. 1930° 
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of manufacture not specified in the plaintiff’s patents when the 
design is visible when used on the manufactured article. In the 
Elishewitz case plaintiff owned two design patents for a weave of 
material. Defendant was held to infringe the design when he 
manufactured hats in which the weave design was visible. 

The District Court, Southern District of New York,’ appears 
to have further defined the scope of protection afforded a patented 
design in holding that a patent on a two-dimensional design (em- 
broidered textile fabric design) can be infringed by a three-dimen- 
sional representation (applique design) which copies the patented 
design. The District Court for the Eastern District of New York,” 
still later, held that in determining whether a design patent is 
infringed, functional features are to be excluded from considera- 
tion. 

In determining infringement of a valid design patent and 
thereby effectively determining the scope of the patent, the ques- 
tion is whether the alleged infringing article of manufacture has 
the same appearance to the general observer interested in the 
subject or to prospective purchasers as the appearance of the 
design disclosed in the patent.* Stated in another manner, the 
test is whether the respective designs have substantially the same 
effect on the eye of ordinary observers giving such attention to 
the matter as purchasers usually give.“ 

Case law and the statute support the conclusion that the scope 
of protection afforded the patentee under a valid design patent 
is extremely broad. He may preclude others from making any use 
of his design regardless of the non-analogous character of the 
article in connection with which such use is made. This is the 
true negative patent ‘‘monopoly’’; under it every use of the validly 
patented design is prohibited. 


Prolongation of Design Patent ‘‘Monopoly’’ 


It has been held that upon expiration of a statutory design 
patent ‘‘monopoly,’’ the subject matter thereof is dedicated to the 


41. Amrein Freudenberg Co. v. Garfield, 6 F.Supp. 19, 21 USPQ 312 (8.D.N.Y. 
1934). 
42. Rowley v. Tresenberg, 37 F.Supp. 90 (E.D.N.Y.), aff’d, 51 USPQ 401 (2d Cir. 
was 
3. Man-Sew Pinking Attachment Corp. v. Chandler Machine Co., 33 F.Supp. 950, 
46 USPQ 182 (D. Mass. 194 
44. Seymour Troy, Inc. Vv. " Arnold Constable g Co., 40 USPQ 463 (8.D.N.Y. 1939). 
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public and no subsequent private right therein may be asserted.* 
Two qualifications which appear in like holdings must, however, be 
considered. The first qualification concerns the recognition by the 
courts of the broad equitable principle that, notwithstanding any 
patent consideration, one party may not copy the design (‘‘pack- 
age’’ or ‘‘configuration of goods’’) of another when the result is 
‘‘passing off’’ or obvious unfair competition. The further quali- 
fication is implied in the frequently used language to the effect that 
a party may not prolong the design patent monopoly after expira- 
tion thereof by asserting quasi-property rights in the subject 
matter under the guise of ‘‘trademark’’ rights. It is the latter 
proposition to which the present remarks are directed. 

The classic argument in opposition to the view stated in this 
note is based upon time-honored concepts of patent law in relation 
to the Constitution. The issuance of a patent is often compared to 
the making of a ‘‘contract’’ with the Government in which the 
consideration is found in the creation and exchange of a negative 
monopoly, limited as to time, in return for the accumulation of 
knowledge which becomes available to the public upon termination 
of the monopoly. Advocates of the argument insist that all pro- 
prietary rights in and to a design covered by a patent, particularly 
if the design (articles of manufacture) possesses but a single use, 
e. g., a stocking, a clock or the like, cease immediately upon expira- 
tion of the patent for the reason that the rights arise only by 
virtue of the patent, and to permit continued assertion therein 
renders nugatory the Constitutional limitation, namely, that the 
exclusive rights exist only for ‘‘limited Times.’’ Therefore, and 
in view of the Constitutional limitation, the design patentee must 
perform his part of the ‘‘contract’’ by assenting to the use of his 
design by the public following the termination of his statutory 
monopoly. It is conceded that this argument is accepted as valid 
by some of the most learned members of the Patent and Trade- 
Mark Bar. 

It is suggested that registration of a ‘‘package’’ or ‘‘configu- 
ration of goods’’ on the Supplemental Register, whether the sub- 
ject is then under design patent or not, is not an extension or 
prolongation of the design patent monopoly. A Supplemental 


45. See note 25 supra. 











Vol. 45 T. M. R. REGISTRABILITY OF PACKAGES 37 


registration is not evidence of any true monopoly, 7. ¢., exclusivity, 
since the statute does not confer exclusive rights for such marks 
but merely provides a remedy for such rights as may exist under 
common law.** The only condition precedent to issuance of such a 
registration.is that the alleged mark be capable of distinguishing 
goods. It has been pointed out that the true design patent mo- 
nopoly is extremely broad, enabling the patentee to enjoin others 
from making any use of the patented design. In view thereof, it 
is not understood how a registration of a mark on the Supple- 
mental Register can be said to prolong this monopoly since the 
registration, in itself, confers no substantive rights upon the 
registrant. It is, in the final analysis, merely a recordation of an 
alleged claim. Whether the claim may easily be defeated in subse- 
quent litigation should be of no consequence to Patent Office 
officials when considering, ex parte, the question of registrability 
for the reason that every registration issued by the Patent Office 
is, to some degree, subject to attack in litigation. 

Further, use and registration of a mark necessarily implies 
lawful use of the mark in connection with particular goods. The 
identical mark may, under certain circumstances, be registered on 
behalf of another in connection with different goods. Therefore, 
even if a Supplemental registration were construed as conferring 
substantive rights upon the registrant, the foregoing limitation 
is obviously present. The scope of design patent protection is 
comprehensive. A Supplemental registration affords no ‘‘ protec- 
tion’’ to the registrant (except a federal forum for the assertion 
of common-law rights, if any); therefore, no monopoly, or any- 
thing comparable to the statutory patent monopoly, is prolonged 
or continued by the registration. Even if it be argued that a reg- 
istration enables the registrant to assert continued rights in and 
to a particular design, it is believed that the substance of the 
patent monopoly is not thereby extended. 


The Statutes Compared 
A final point concerning ‘‘patentability’’ vis-d-vis ‘‘registra- 
bility’’ is worthy of note. Through an interplay of the applicable 
statutory provisions, one who adopts and uses a mark of the char- 


46. Armstrong Paint and Varnish Works v. Nu-Enamel Corp., 305 U.S. 315, 39 
USPQ 402 (29 TMR 3) (1938). 
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acter herein discussed must, in the normal situation, wait a period 
of one year before obtaining registration thereof. During this 
period he must use the mark in connection with particular goods. 
Thus, the mark is registrable only upon lawful use in commerce 
for one year. 

Assuming arguendo that the same mark is patentable as a 
design, an application therefor must be filed within six months 
from the date of first use, whether such use be a commercial one 
or not. It is therefore obviously impossible, in the normal situa- 
tion, to obtain registration of a mark and thereafter a design pat- 
ent on the same subject. It is only the reverse situation which 
may arise; namely, issuance of a design patent followed by reg- 
istration of the subject as a mark. 

Superficially, it thus appears that the user of the mark has 
an option to elect either design patent or registration. If he ini- 
tially elects Supplemental registration, he is thereafter precluded 
from obtaining a design patent since the public use or sale con- 
cept of patent law is clear. But note that he has the registration 
in this situation for whatever it may be worth. Why, then, must 
he sacrifice the registration if he chooses design patent first? 

The design patent confers the negative monopoly. The Sup- 
plemental registration is merely evidence of use of the mark in 
connection with particular goods and confers nothing of substance. 
There is no significant inconsistency in contemporaneous design 
patent and Supplemental registration; the objects and purpose 
of each are considerably different. 


Conclusion 


Nothing in the Trade-Mark Act of 1946 prohibits registration 
of a mark which distiriguishes goods for the reason that such mark 
is currently the subject of a design patent. If a particular ‘‘pack- 
age’’ or ‘‘configuration of goods’’ is not, and has never been, the 
subject of a design patent, and such mark can distinguish goods, 
it is clearly registrable. If the mark is disclosed in an expired 
design patent and on the date of filing application for registration 
therefor it distinguishes goods, it too, is clearly registrable. 
Therefore, in the absence of statutory or clear Constitutional pro- 
hibition, a current design patent should not operate to bar regis- 





Vol. 45 T. M. R. REGISTRABILITY OF PACKAGES 39 


tration of the identical subject matter as a mark if it distinguishes 
the goods of the applicant. 


Inasmuch as the issuance of a Supplemental registration con- 
fers no substantive rights upon the registrant, issuance of the reg- 
istration is not in basic conflict with the Patent Statute or patent 
clause of the Constitution. The statutory monopoly created by 
issuance of the design patent will cease to exist upon expiration 
of the patent. The subject matter thereof becomes publici juris 
and anyone may thereafter freely use the subject if by doing so he 
does not compete unfairly. And it is doubtful whether the courts 
would allow a continued claim to the subject matter based solely 
upon a current Supplemental registration. 


Further, it is to be noted that a Supplemental registration, 
although it is some evidence of use of a mark in connection with 
certain goods, is not evidence of any substantive right to use the 
mark in connection with the goods. Any such substantive right 
must be proved in court before the owner will prevail against an- 
other, and the registration (unlike a registration on the Principal 
Register) is of no material assistance to him in establishing his 
proof. The registration, therefore, may not be utilized to preclude 
others from adopting and using a particular design upon expira- 
tion of a patent disclosing the design. Under certain circum- 
stances a design patentee may be permitted to assert a continued 
right in the subject of his expired design patent, but his ability to 
do so successfully would be determined wholly apart from any 
Supplemental registration disclosing the same subject matter 
which may have been issued to him. 


In conclusion, it may be reasonable to ask the question: Why, 
if a Supplemental registration of a ‘‘package’’ or ‘‘configuration 
of goods’’ is perhaps defeasible upon expiration of a design patent 
disclosing the same subject, would anyone seek such a registra- 
tion? Several answers suggest themselves. First, the registra- 
tion may be necessary to enable the owner of the mark to assert 
some claim thereto in foreign countries. Second, the registration 
may simply provide a convenient form of notice to the owner’s 
domestic competitors that his device or mark has come to distin- 
guish or identify his goods, an attribute which transcends design 
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patent concepts and is wholly unrelated thereto. However, it sub- 
mitted that the answer to the question, whatever it may be, is im- 
material to the subject under inquiry. The Trade-Mark Act of 
1946 provides for registration of ‘‘packages’’ and ‘‘configuration 
of goods’’ on the Supplemental Register; the motive or purpose 
of the applicant in seeking registration of such a mark should not 
be questioned. If his mark distinguishes his goods, the applicant 
should be entitled to a registration whether or not the mark is the 
subject of current design patent. 
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PROPOSED AMENDMENTS TO THE 
AUSTRALIAN TRADE MARKS ACT OF 1948' 


Although the present Trade Marks Act of Australia was 
passed as recently as 1948 (being at that time an amendment to 
the Trade Marks Act of 1905), the Attorney General of the Com- 
monwealth recently appointed a committee of six outstanding 
experts to consider amendments to and a revision of the now 
prevailing act. This committee, headed by the Honorable Arthur 
Dean, a Judge of the Supreme Court of Victoria,® has now pre- 
sented its report, which is available in book form from the Govern- 
ment Printing Office at Canberra. 


The report suggests numerous important changes in the law, 
both with regard to substantive law and procedure. Among other 
things, it introduces for the first time a Part B to the Register, 
similar to that provided for under the British law. For the first 
time, also, it includes, in substance, the British provisions with 
regard to the registration of so-called ‘‘defensive’’ marks. With 


some minor changes, the British law and procedure with regard to 
assignments and so-called ‘‘registered users’’ is incorporated in 
the report. 


Perhaps the most interesting features of the report, however, 
are those proposals which the committee has expressly rejected. 
The first one of these was a redefinition of the concept of infringe- 
ment of trademark so as to cover situations such as that involved 
in the well known British case of Irving’s Yeast-Vite Ltd. v. Horse- 
nau (1934), 51 R.P.C. 110, in which the plaintiff had sought to 
enjoin the use of the phrase ‘‘a substitute for YEast-vITE’’ as an 
infringement of the yvEast-vite trademark. Contrary to the present 
British Trade Marks Act, the recommendation is made by the 
Committee that no definition of trademark infringement should be 
recommended which would go that far. 

Furthermore, the report goes on record as being opposed to 
the registration of service marks. In that respect the report 
follows existing British law and particularly the well known deci- 


1. This material has been made available to the Association through the courtesy 
of Messrs. Clement Hack & Company of Melbourne. 

2. An article by Mr. Justice Dean was reprinted in The Trade-Mark Reporter, vol. 
44, No. 2, p. 107 (February 1954), on ‘‘ Modern Problems in the Law of Trade Marks.’’ 
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sion by the House of Lords in Aristoc Ltd. v. Rysta Ltd. (1945), 
A.C. 68; 62 R.P.C. 65. 

Of particular interest, in view of the controversial nature of 
the question, is the committee’s decision not to make any recom- 
mendation with regard to resale price maintenance of trademarked 
products. The committee felt that the Commonwealth Parliament 
could not constitutionally deal with this matter but that it should 
be left to legislation by each state. 

Finally, a proposal so to define trademark infringement as 
to cover all goods ‘‘which are so closely allied to those specified 
in the registration that the public would suppose that those other 
goods were of his (the registered proprietor’s manufacture) ’’ 
was also rejected on the ground that this matter should better be 
left to the law of passing off and on the further ground that con- 
siderable protection would be afforded to trademark proprietors 
under the proposed new bill if the provisions relating to defensive 
trademarks were incorporated in the revision. 

W. J. D. 
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NOTES FROM THE PATENT OFFICE 
Changes in the Trademark Office 
By Katharine |. Hancock* 


During 1954 the Trademark Division lost, by retirement, sev- 
eral employees of long standing, who were well known to many 
of the persons who conducted business with this Office. Mr. Harry 
Barbour had been with the Trademark Division for 45 years, and 
at the time of his retirement in April, 1954, he was supervisor of 
Trademark Division I. Mr. Grover Summers, who had worked in 
the Trademark Division for 31 years, retired in July, 1954, and at 
that time was supervisor of Trademark Division IV. Mr. Roger 
Platt, an examiner in the Trademark office for 32 years, retired in 
February, 1954. 

A reorganization of the trademark examining divisions was 
completed during the fall of 1954. The number of divisions has 
been reduced from four to three, and classes of goods have been 
reallocated among the three divisions on the basis of as logical a 
grouping of subject matter as possible, in keeping with an even 
distribution of the total number of cases. As a result of the re- 
organization there has been considerable change in the classes 
assigned to the various divisions, as well as in the individual exam- 
iners handling specific classes. 

This change was first reflected in the trademark report in the 
Official Gazette of the Patent Office for October 26, 1954. 

The divisions and the classes assigned thereto at present are 
as follows: 


Division I, Mr. John R. Sterba, Supervisor. 

Class 5, Adhesives 

Class 12, Construction materials 

Class 13, Hardware and plumbing and steam-fitting sup- 
plies 

Class 14, Metals and metal castings and forgings 

Class 16, Protective and decorative coatings 

Class 19, Vehicles 

Class 21, Electrical apparatus, machines, and supplies 

Class 23, Cutlery, machinery, and tools, and parts 
thereof 

Class 24, Laundry appliances and machines 


* Trademark Examiner, U. 8. Patent Office; Member District of Columbia Bar. 





Class 25, 
Class 26, 
Class 27, 
Class 28, 
Class 30, 
Class 31, 
Class 33, 
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Locks and safes 

Measuring and seientific appliances 
Horological instruments 

Jewelry and precious-metal ware 
Crockery, earthenware, and porcelain 
Filters and refrigerators 

Glassware 


Class 34, Heating, lighting, and ventilating apparatus 


Class 35, 


Belting, hose, machinery packing, and non- 
metallic tires 


Division II, Miss Olive M. Keys, Supervisor. 


Class 6, 
Class 18, 
Class 22, 
Class 46, 
Class 51, 
Class 52, 


Chemicals and chemical compositions 
Medicines and pharmaceutical preparations 
Games, toys, and sporting goods 

Foods and ingredients of foods 

Cosmetics and toilet preparations 
Detergents and soaps 


Service mark Classes 100, Miscellaneous 


101, Advertising and business 
102, Insurance and financial 

103 Construction and repair 

104, Communication 

105, Transportation and storage 
106, Material treatment 

107, Education and entertainment 


Division III, Miss Mildred Racknor, Supervisor. 


lass 
Class 
Class 


Class 
Class 
Class 


Class 


Class 10, 
Class 11, 
Class 15, 
Class 17, 
Class 20, 
Class 29, 
Class 32, 
Class 36, 


Raw or partly prepared materials 

Receptacles 

Baggage, animal equipments, portfolios, and 
pocketbooks 

Abrasives and polishing materials 

Cordage 

Smokers’ articles, not including tobacco 
products 

Explosives, firearms, equipments, and projec- 
tiles 

Fertilizers 

Inks and inking materials 

Oils and greases 

Tobacco products 

Linoleum and oiled cloth 

Brooms, brushes and dusters 

Furniture and uphostery 

Musical instruments and supplies 
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Class 37, Paper and stationery 

Class 38, Prints and publications 

Class 39, Clothing 

Class 40, Fancy goods, furnishings and notions 

Class 41, Canes, parasols and umbrellas 

Class 42, Knitted, netted and textile fabrics, and sub- 
stitutes therefor 

Class 43, Thread and yarn 

Class 44, Dental, medical and surgical appliances 

Class 45, Soft drinks and carbonated waters 

Class 47, Wines 

Class 48, Malt beverages and liquors 

Class 49, Distilled alcoholic liquors 

Class 50, Merchandise not otherwise classified 

Authority has been obtained to destroy files of registrations 
which expired two years ago, or two years after they are canceled 
under Sec. 8 of the Trade-Mark Act of 1946 or are surrendered 
for cancellation under Sec. 7 of that Act, and to destroy files of 
applications which became abandoned two years ago. However, 
no file which has at any time been involved in any appeal or inter 
partes proceeding, in any court or Office tribunal, will be destroyed. 

The files of all existing registrations, and all other retained 
registration files, are being moved from their present location in 
the patent record room near the patent search room to a location 
in the Trademark Division. An area for the exclusive accommo- 
dation of these records has been set aside close to the trademark 
search room. The files of trademark registrations which bear 
numbers beginning with the 500,000 series have already been trans- 
ferred. The remaining older files are in the process of being 
checked in order to separate those which will be destroyed from 
those which will be retained. 

After a brief period of transition for completing the transfer, 
all requests for registered trademark files will be filed in the 
Trademark Division in the trademark record room. It is believed 
that the work of all who use these files will be expedited by their 
location in proximity to other trademark records. 


a 
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PATENT OFFICE 
COPIES OF TRADEMARK REGISTRATION 


Effective January 1, 1955, the overprinting on copies of trade- 
mark registrations of data concerning renewals, cancellations, 
publications under Sec. 12(c), affidavits accepted under section 8, 
and affidavits filed under section 15 will be discontinued. The 
underlying reason for discontinuance is that it is not possible for 
the department heretofore responsible for the overprinting to 
achieve current status in connection with entering the data, with 
the result that incomplete copies of registrations have been and 
would continue to be supplied on orders from the public. 

An alternative service will be provided and after January 1, 
1955, printed copies of trademark registrations may be obtained 
with a record of all effective actions taken as of the date of mailing 
stamped thereon. Such copies will be known as ‘‘status copies”’ 
of registrations, as distinguished from ‘‘printed copies’’ and 
should be so identified in orders therefor. The charge for such 
copies will be fifty cents ($.50). 

Simultaneously with the offering of the alternative service, six 
types of certified copies of trademark registrations. will be 
available. 

The following schedule sets forth the types of copies available 
to the public, together with the fees therefor, on and after January 
1, 1955: 

Uncertified copies available 


I Oe a oo nos cares canue S05 hae wmeew se 4's $ .10 
SEE 4s Chek Ree. Geant: a eaeb eves saanae e$n6 6s 50 
Certified copies available 
Registration in full force and effect, omitting title......... 1.10 
Registration in full force and effect, showing title......... 2.10 
Registration issued and canceled.................0.eeeeee 1.10 
Registration issued and expired................eeeeeeeees 1.10 
EN I c. 5c is'n'a 0 Sede v tals Wea sn ees 0% ip cus ee 
ee Ce... uae ple reeds cseevese 2.50 


DarPHne LEEDs, 


Dee. 14, 1954. Assistant Commissioner of Patents. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Canada 
Trade Names and Passing-Off 


In Barratt v. Auto Electric Service (Pacific) Ltd., 21 C.P.R. 
II, 30 (1954), the plaintiff sought an injunction and damages based 
upon Section 17 of the Companies Act (British Columbia) and the 
common law right against ‘‘Passing-off.’’ The plaintiff has con- 
ducted a business for the last five years in the city of Vancouver 
dealing in many articles and services under the name AUTO ELEC- 
TRIC SERVICE. The parent Company of the defendant was incor- 
porated in Ontario in the year 1918 under the name avuTo ELECTRIC 
SERVICE LTD. The defendant, a British Columbia corporation, 
changed its name in 1953 to AUTO ELECTRIC SERVICE (PACIFIC) LTD. 
Although the plaintiff is in the retail business and the defendant is 
principally a distributor, the plaintiff was able to submit evidence 
of 187 alleged instances of confusion between January 1 and 
April 6, 1954. 


MacFarlane, J. sitting in the British Columbia Supreme 
Court, held that the Companies Act was inapplicable as the name 
sought to be enjoined is not identical to the name used by the 
plaintiff; but this holding did not affect the common law right of 
an action for passing-off. 


The defendant’s defenses to the cause of action for passing-off 
were: , 
(a) The words auTo ELECTRIC SERVICE had been used since 
1918 in Ontario by the defendant’s parent Company as part of 
its corporate title: The Judge held that the use of a name in 
one part of the country is not sufficient to establish priority 
in another part of the country; and even though the good will 
attached to the plaintiff’s name might be local, e.g. in Van- 
couver, the defendant is not entitled to come into that locality 
and create confusion. 


(b) The words auTO ELECTRIC SERVICE are merely descrip- 
tive words, that is descriptive of the nature of the business 
done and by reason of that the plaintiff cannot acquire any 
exclusive or proprietary right in them; that they have no 
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secondary meaning and can acquire none: The Judge held 

that it was indisputable that the plaintiff was established in 

business in Vancouver under the name of aUTO ELECTRIC 

SERVICE; and that the words aUTO ELECTRIC SERVICE do in fact 

distinguish the plaintiff’s firm. These words were distin- 

guished from expressions such as ‘‘motor car garage,’’ 

‘‘haberdashers’’ or ‘‘television services.’’ 

The Judge held that the plaintiff was entitled to an injunction 
requiring the defendant to cease using the words auTO ELECTRIC 
SERVICE and requiring the defendant to change its name and the 
plaintiff was also entitled to damages because of the inconvenience 
to which he had been put even though the evidence did not support 
the claim that the plaintiff had suffered specific monetary loss. 


Germany 
Transformation of a “Free Mark” into a Trademark 


In its decision of December 24, 1953 the German Trademark 
Office held that, although the word kramBamButi had been declared 
common to the trade in respect of alcoholic beverages within the 
meaning of Article 4 of the Trademark Law by a decision of the 
Patent Office of June 15, 1896, kramBAMBULI is no longer common 
to the trade and has again become a trademark which qualifies 
for registration. The Patent Office accepted the evidence sub- 
mitted by the applicant in the form of Affidavits executed by 
German trade associations and organizations interested in the 
protection of trademarks and terms of origin. These organizations 
confirmed that at the present time the word KRAMBAMBULI is not 
known in interested business circles as a generic term, but that it 
was and is used exclusively by the applicant, and that the ‘‘free’’ 
or common use of the word had ceased many years ago. 


Germany (Western) 
Licensing of Trademarks 


The Court of Appeals for West Berlin (Kammergericht) con- 
firmed, in a decision dated June 4, 1954, that License Agreements 
covering trademarks are enforceable under the German law. 

Company A, a cheese manufacturer, was in effect destroyed 
during the war. After the war, it granted a license to Company B 
to manufacture cheese, in accordance with the standards of Com- 
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pany A, and to apply the trademarks which had been registered 
before the war by Company A. Subsequently, the Licensee had 
difficulty in making the product and purchased the cheese from 
Company C, causing the trademark of Company A to be affixed 
thereto. Company A, the Licensor, complained of this practice 
and sought an injunction to prohibit Company B from continuing 
to use its mark. The Licensee defended by contending that the 
practice was either within the scope of the license, or that the 
license was invalid, on the basis that the German law requires a 
trademark registrant to have a business establishment, and Com- 
pany A had not yet succeeded in re-establishing its own business 
at the time the license was granted, or up to the date of the suit. 

The Court held, on appeal, that the license was enforceable 
and that the defendant should be enjoined from continuing to use 
the Licensor’s trademarks. 


India 
Opposition Proceedings 

At 41 TMR 520 we published a speech delivered by Sherwood 
KE. Silliman, Esq. entitled ‘‘The Privy Council’s Latest Decision 
on the Law of Infringement and Descriptive Trade Marks.’’ This 
speech dealt with the case of Cecil de Cordova and others v. Vick 
Chemical Company, Privy Council Appeal No. 47 of 1948 in which 
‘‘it was held that KarsoTH vAPoUR RUB appearing on the label of 
a vapourising ointment, infringed vick’s vaporusB and that in 
Jamaica, British West Indies, where the action arose, the words 
‘yapour rub’ are not descriptive of such ointment.’’ The full text 
of the Privy Council decision is reported at 41 TMR 560. 

The English manufacturers of KARSOTE VAPOUR RUB applied 
for registration of their label in India, and Vick applied for reg- 
istration of their trademark vaporus. In cross-opposition pro- 
ceedings the Registrar in India reached substantially the same 
conclusions as were reached by the Privy Council. 


Sweden 
Cancellation Proceedings 
In 1940 AB Astra obtained a registration for the word 
SULFATHIAZOL as a trademark in respect of compound for medical 
purposes and pharmaceutical drugs. A competitor of Astra, 
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AB Pharmacia, brought an action to cancel the registration of 
SULFATHIAZOL on the ground that the word was generic. The Court 
of First Instance upheld the validity of the suLFaTHtazoL registra- 
tion in the name of Astra on the ground that Astra had used the 
word extensively in Sweden and no other pharmaceutical manu- 
facturer had used the word commercially in Sweden. 

Pharmacia appealed from this decision, and the Court of 
Appeal requested an opinion from the Patent Office before render- 
ing its decision. The Patent Office stated that after Astra had 
filed the suLFATHIAZOL application in Sweden but before the reg- 
istration issued, the word suLFaTHIAzoL had been declared a non- 
proprietary term in the United States. If this fact had been 
known, the Patent Office stated that it would have been a factor 
leading to disallowance of the suLFaTHIAzoL application. The 
Patent Cffice further stated that since there is a considerable ex- 
port of pharmaceuticals to Sweden from the United States, along 
with the attendant circulation of American periodicals and scien- 
tific literature, the fact that suurarHtazo: had become a non- 
proprietary term in the United States would indicate that the 
same result should occur in Sweden. The Patent Office also dis- 
counted the exclusive use of suLFaTHIAZOL by Astra on the ground 
that competition by other Swedish Companies was prevented, be- 
cause no third party could in any case have obtained a pharma- 
ceutical license to sell a product similar to the one sold by Astra 
under the name suLFATHIAZOL so long as such registration sub- 
sisted. The Patent Office admitted that there was nothing in the 
trademark legislation of Sweden explicitly permitting the cancella- 
tion of a trademark registration on the ground that after the reg- 
istration the trademark had become generic. However, it was 
stated that when a mark loses its capacity to distinguish, there is 
authority under the general principles of the Trade Mark Act to 
cancel the registration thereof. 

The Court of Appeal followed the opinion of the Patent Office 
and ordered the cancellation of the suLFaTHIAzoL registration; 
and this judgment was upheld by the Supreme Court. 


Cancellation Proceedings 


After the suLFATHIAZOL case reported above was decided, a 
similar case arose in connection with the trademark EaRL GREY’s 
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MIXTURE registered in 1939 in respect of food products and 
assigned in 1950 to the plaintiff Aktiebolaget Robert Jackson & 
Co. Ltd. A Mrs. Gurli Sorensen began to use EARL GREY as a 
trademark for tea and when Jackson sued her for infringement 
Mrs. Sorensen counter-claimed for cancellation of Jackson’s 
registration. 

The case was brought before the Town Court of Malmo and 
the Court asked the Patent Office for its opinion. It was alleged 
that EARL GREY’S TEA Or EARL GREY’S MIXTURE had become common 
to the trade in England after Mr. Earl Grey imported a certain 
mixture of tea from China and several different English com- 
panies began to sell the same mixture of tea under the name EARL 
crEy. The Patent Office advised that after an investigation it 
was decided that before the registration of EARL GREY’S MIXTURE in 
Sweden those words had for many years been used as a generic 
term in England. The same state of facts did not exist in Sweden. 
However, since most tea sold in Sweden is imported from England 
or via England, the Patent Office stated that if the facts had been 
known the application to register EARL GREY’S MIXTURE would not 
have been granted. 

Notwithstanding the Patent Office opinion the Town Court of 
Malmo refused to order the cancellation of the registration of 
EARL GREY’S MIXTURE. They distingiushed the suLFaTHIAZOL case 
on the ground that in the field of medicine there is a public interest 
in having international conformity in the use of names for phar- 
maceutical preparations, but there is no such interest in the tea 
trade. The Court further held that the fact that Grey was a sur- 
name was not sufficient for cancellation, first because the word 
EARL was also part of the trademark and ‘‘the family character of 
GREY in Sweden has been put in the background’’; and, second, 
GREY is an English surname and in England it has another meaning 
other than that of a surname and this other meaning is well known 
to the Swedish public. 

Mrs. Sorensen took an appeal to the Court of Appeal and the 
decision was reversed on the basis of the Patent Office opinion and 
the cancellation of the registration for EARL GREY’S MIXTURE was 
ordered. Jackson petitioned for an appeal to the Supreme Court 
but certiorari was denied. 
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LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 
Fisher, Thomas E. 
The New Ohio Trade-Mark Law. (Cleveland Bar Association Journal, v. 26, 
no. 1, November 1954, pp. 3, 15-16.) 


The Protection Afforded Literary and Cartoon Characters through Trademark, 
Unfair Competition, and Copyright. (Harvard Law Review, v. 68, no. 2, December 
1954, pp. 349-363.) 


* Copies of these articles and legal notes are available in the Association’s library. 





THE TRADEMARK REPORTER 


Part Il 


ESQUIRE, INC. v. LEWIS et al., doing business as 
ESQUIRE SPORTSWEAR CO. 


D.C.,$.D.N. ¥. — July 27, 1954 


CouRTS—PLEADING AND PRACTICE 


Issues with reference to infringement of a registered trademark may be quite 
different from those relating to charges of unfair competition or the unfair use 
of an unregistered trade name and therefore claims for infringement and unfair 
competition should be stated separately and the cause of action for trademark 
infringement should identify the trademark. 


Action by Esquire, Inc. v. David Lewis, Mac Lewis, and Arthur 
Lindsay, doing business as Esquire Sportswear Co., for trademark infringe- 
ment and unfair competition. Defendants move for order requiring plain- 
tiff to serve amended complaint and to make complaint more definite. 
Motion granted in part and denied in part. 

Cravath, Swaine & Moore, of New York, N. Y. for plaintiff. 


Henry L. Burkitt, of New York, N. Y. for defendants. 
Dawson, District Judge. 

This is a motion for an order requiring plaintiff (1) to serve an 
amended complaint which will separately state and number each claim for 
relief; and (2) requiring plaintiff to make its complaint more definite 
and certain. 

The amended complaint alleges that it is ‘‘a suit for unfair trading 
and for infringement of a trade mark registered in the United States 
Patent Office.’’ It is not clear from the amended complaint which of the 
allegations relate to the charge of trade mark infringement and which 
relate to the charge of unfair competition. The trade mark is not described, 
nor is its registration number given. 

The issues with reference to infringement of a registered trade mark 
may well be quite different from those relating to charges of unfair com- 
petition or the unfair use of an unregistered trade name. A clear presenta- 
tion of the issues would seem to indicate that the claims for infringement 
of the registered trade mark and the claims for unfair competition should 
be separately stated. Rule 10(b), Federal Rules of Civil Procedure. See 
Italian Swiss Colony v. Ambrose & Co., Limited, 94 F.Supp. 896, 88 USPQ 
472; Brooks Bros. v. Brooks Clothing of California, 60 F.Supp. 442, 65 
USPQ 301 (35 TMR 99), affirmed 158 F.2d 798, 72 USPQ 66, certiorari 
denied 331 U.S. 824, 73 USPQ 550. 
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It is, therefore, ordered that the plaintiff amend its complaint 
separately to state the causes of action for infringement of a registered 
trade mark and for unfair competition. The cause of action for infringe- 
ment of a registered trade mark shall identify the trade mark and its 
registration. 

The balance of the motion which seeks to make the complaint more 
definite and certain is denied. 















MIDWEST FUR PRODUCERS ASSOCIATION et al. v. 
MUTATION MINK BREEDERS ASSOCIATION et al. 


No. 528 — D.C.W.D. Wisconsin — December 4, 1954 


TRADE-MaRK AcT oF 1946—-REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MIDWEST, for furs, is not confusingly similar to MMBA or EMBA for similar 







goods. 
TRADE-MaRK AcT oF 1946—REGISTRABILITY—GENERIC TERMS 
TRADE-MAaRK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
The names SILVERBLU, SILVERBLUE, SILVER BLU, SILVER BLUE, ROYAL PASTEL, 
as applied to mink and mink fur are accepted by the public as being generie or 
descriptive. 
TRADE-MaRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Where a name is commonly applied to live animals, there cam be no valid 
claim to the use of the name as a trademark for the fur of such animals. 










REMEDIES—]NFRINGEMENT— DEFENSES 
Defendant, through its members, having sold breeding stock to plaintiffs 
ander stated names, is estopped to claim that names cannot now be used by those 


who purchased breeding stock under such names. 
‘TrapE-Mark Act or 1946—TITLE—ABANDONMENT 
Defendant has over a substantial period of time consented to use of names 
by legal strangers, and has offered to license and licensed anyone to use names 
upon payment of stipulated royalty; such conduct is unlawful and improper, 
amounts to abandonment of any trademark rights, and ereates estoppel against 
assertion of trademark rights. 


CANCELLATION—IN GENERAL 
SILVERBLU is generically descriptive as used for mink pelts and garments, and 


registrations therefor are ordered cancelled. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Names having been found generically descriptive, defendant is enjoined from 
1) claiming they are its exclusive trademarks; 2) preventing their use by others; 


and 3) seeking to register them as trademarks. 

Action by Midwest Fur Producers Association, K. T. Orr and Chester 
A. Noltimier v. Mutation Mink Breeders Association and Harvey Schroeder 
for cancellation of trademark registration, injunction, and declaratory 
judgment as to validity of trademark registrations. Judgment for plaintiffs. 
Lee Loevinger, of Minneapolis, Minnesota and Horace W. Wilkie, of Madi- 


son, Wisconsin for plaintiffs. 
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Gerrit P. Groen, of Chicago, Illinois and Joseph G. Werner, of Madison, 

Wisconsin for defendants. 

Stone, District Judge. 

This is an action to secure a declaratory judgment declaring the rights 
of the parties and determining the validity of alleged trade marks, to 
secure an injunction against restraints of trade and unfair competition, to 
secure cancellation of a trade mark, and for other relief. It arises under, 
and jurisdiction is conferred upon the Court by Title 28, United States 
Code Annotated, Sections 1331, 1332, 1337, 1338, and 2201, and Title 15, 
United States Code Annotated, Sections 26, 1119 and 1121. 

Prior to trial the parties stipulated to first litigate and submit to the 
Court those issues arising out of the last Amended Complaint, save and 
except Counts 5,.6, 7, 8, 11 and 12 thereof, and paragraphs 5, 6(e), 6(f), 
6(g) and 7 of the Prayer for Relief therein, and the Answer to the Amended 
Complaint, save and except paragraph 96 thereof, and the Counterclaim, 
save and except paragraphs 2 and 3 of the Prayer therein, and the Reply 
to the Counterclaim, save and except paragraphs 14 and 15 thereof, reserv- 
ing, however, the right to later litigate the other issues raised by the plead- 
ings after the Court has rendered its decision if they are unable to agree 
upon a final disposition of the points of controversy remaining between 
them. 

The action was tried before the Court without a jury, at Wausau, 
Wisconsin ; plaintiffs appearing by Lee Loevinger of Minneapolis, Minne- 
sota, and Horace W. Wilkie of Madison, Wisconsin; and defendants 
appearing by Gerrit P. Groen of Chicago, Illinois, and Joseph G. Werner 
of Madison, Wisconsin; and the Court having considered the evidence and 
briefs submitted by the parties hereto, and being fully advised in the 
premises, does hereby make the following: 


Frinpinos or Fact 


1. Midwest Fur Producers Association, a plaintiff herein, is a Minne- 
sota non-profit cooperative association, incorporated in 1948. It is some- 
times called, and is herein referred to, as ‘‘Midwest.’’ The members of 
Midwest are producers of farm or ranch raised fur-bearing animals, 
ineciuding mutation mink, and one of its purposes is to assist its members in 
marketing their fur pelts. 


2. K. T. Orr, a plaintiff herein, is an individual who is a resident and 
citizen of the State of Minnesota. He is engaged in raising mutation mink 
of various kinds and selling the pelts therefrom, and is a member and 
officer of Midwest. The pelts sold by Orr each year amount to substantially 
more than $3,000 in value. 

3. Chester A. Noltimier, a plaintiff herein, is an individual who is a 
resident and citizen of the State of Minnesota. He is engaged in raising 
mutation mink of various kinds and selling the pelts therefrom, and is a 
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member of Midwest. The pelts sold by Noltimier each year amount to 
substantially more than $3,000 in value. 


4. Mutation Mink Breeders Association, a defendant herein, is a coop- 
erative association incorporated in Wisconsin on March 24, 1942, under the 
name ‘‘Silver Blu Platinum Mink Association.’’ It later changed its cor- 
porate name to ‘‘Mutation Mink Breeders Association.’’ It is sometimes 
referred to as ‘‘MMBA’”’ and also as ‘‘EMBA,”’ and will be referred to by 
such terms herein. The members of MMBA are producers of farm or 
ranch raised mutation mink. 


5. Mink in the natural state has fur of a dark brown color. Such 
mink are commonly known in the fur trade as ‘‘standard’’ or ‘‘dark’’ 
mink. Such mink have been bred on fur farms or ranches for more than 
twenty years, and the trade in the pelts of such mink has been an important 
element in the fur trade during that period of time. 


6. In the breeding of dark mink occasionally mutations will occur 
which have fur of a different color than the standard or dark mink. Such 
mutations will usually breed true, according to Mendelian principles of 
heredity or genetics, so that strains of mink with substantially different 
colored fur than the standard or dark mink may be developed. Such 
genetic lines are known variously as ‘‘strains,’’ ‘‘breeds’’ or ‘‘color 
phases.’’ The term ‘‘strain,’’ ‘‘breed’’ and ‘‘color phase,’’ with reference 
to mink, apart from their scientific usage, are used interchangeably. The 
strains of mink which have fur that is colored differently than the standard 
or dark mink are known as ‘‘mutation mink.’”’ 


7. The common generic names, platinum, pastel, gunmetal, ruby-eyed 
pastel and sapphire were all adopted and used prior to the advent of 
MMBA’s trade mark, and they are still in use. The principal segments 
of the fur trade are the producers, auction companies, brokers, dealers, 
manufacturers and retailers. The producers are the fur farmers or ranch- 
ers, including those who are members of Midwest and MMBA. Auction 
companies are enterprises to which the producers ship their pelts, who 
perform various services such as sorting and grading the pelts, and who 
periodically hold public auctions at which the pelts are sold. Brokers are 
enterprises to which producers ship their pelts to be sold and who operate 
by disposing of the pelts by negotiations and private sale rather than by 
public auction. Dealers buy pelts, usually in quantity, sort and store the 
pelts if necessary, and sell the pelts to manufacturers or retailers. Manu- 
facturers make fur pelts into fur garments. Retailers sell the fur garments 
to the public. The functions of these various segments of the trade are 
not necessarily mutually exclusive. Some retailers do their own manu- 
facturing and buy pelts directly from auction houses, brokers, or even fur 
farmers. Some manufacturers buy pelts from auction houses, brokers or 
fur farmers. Some dealers buy directly from fur farmers. In general, the 
categories mentioned herein are recognized as being the various branches of 
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the fur trade. There are approximately 6,100 mink farmers in the United 
States, 3,482 of which are members of MMBA;; 1,300 reside in Wisconsin, 
650 of which are members of MMBA. MMBA determines what mink pelts 
may be sold through its organization. When mink pelts are sold at auction 
through MMBA it furnishes the purchasers with silk labels bearing its 
trade mark for use by manufacturers on the ultimate garment. In pre- 
paring pelts for sale at MMBA sales, the pelts are graded and classified 
as to color. They usually fall into four grades. Its trade marks are 
applied to the better-grade pelts only, usually Grades 1 and 2, and then 
placed on exhibit at auction house display rooms. Low grade pelts from 
MMBA members when sold do not bear the MMBA trade marks. In 1948, 
MMBA adopted the overall house mark EMBA and used it in direct adver- 
tising along with its secondary marks as EMBA SILVERBLU and EMBA ROYAL 
PASTEL. Prior to its adoption of the overall mark EmBa pelts sold at EMBA 
sales were stamped with trademarks such as Silverblu, Royal Pastel, and 
others. Now only the overall house mark EmBa is applied in a permanent 
manner, and tags and silk labels are furnished purchasers bearing its 
specific secondary marks, which are designed to follow the pelts through 
from the initial salesroom to the retailer. The total value of mutation 
mink pelts marketed through MMBA in 1944 was $350,000; in 1953 it 
exceeded $24,000,000. The New York Auction Company has handled 
MMBA sales for more than ten years past. MMBA determines what mink 
pelts may be sold through its organization. The only charge made to its 
members for sales is 144 per cent of pelt sales receipts. There is no mem- 
bership fee. MMBA expends 90% of its annual income, approximately 
$200,000, advertising mutation mink in this country and abroad. It adver- 
tises nationally in ‘‘Vogue,’’ ‘‘Town and Country,’’ and ‘‘Harper’s 
Bazaar.’’ Throughout its advertising it has stressed its trade marks, using 
them with each new color phase of mutation mink when the color phase was 
stabilized and available in marketable quantities. 


8. The two largest fur auction companies are located in New York, 
N. Y. The third largest fur auction company is located in Minneapolis, 
Minnesota. There is also a fur auction company in Seattle, Wash. Most 
of the fur brokers, dealers and manufacturers of the United States are 
located in New York, N. Y. 


9. A very large proportion of the fur pelts produced and sold by 
members of Midwest and MMBA, amounting in the aggregate to millions of 
dollars worth annually, are shipped in interstate commerce from the State 
in which such pelts are produced to some other State, principally the State 
of New York, either for sale or processing and manufacture or for both. 


10. Mutation mink have appeared from time to time on fur farms 
during almost as long a period as mink have been bred on farms. How- 
ever, the first commercial breeding of a mutation strain began about 1941 
or 1942. 
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11. The first commercially important strain of mutation mink was 
known originally as ‘‘platinum,’’ and later as ‘‘silverblu’’ or some variant 
of that term, and ‘‘silverblu platinum.’’ 

12. Under the original By-laws of MMBA the members consisted of 
persons engaged in breeding ‘‘silverblu platinum mink’’ and one of the 
purposes of the organization was to improve the methods of breeding 
‘‘silverblu platinum mink.’’ These By-laws were not changed until 1951, 
when they were superseded by new By-laws which referred to ‘‘mutation 
mink’’ and omitted any reference to any particular kind of mutation. 

13. Prior to 1940 fox, rather than mink, was commercially the most 
important of the ranch furs. At this time there were varieties or color 
phases of fox known as ‘‘silver fox’’ and as ‘‘blue fox’’ and as ‘‘ platinum 
fox.’’ Late in the 1930’s a variety of fox which was called ‘‘silverblue’’ 
was developed, and garments made from the pelts of this variety of fox 
were advertised and sold under the name ‘‘silverblue’’ at least as early 
as mink pelts or garments were sold under any similar name. 

14. The name SILVERBLUE or SILVERBLU was first suggested for use 
referring to mink or mink pelts in 1941 by a fashion stylist to whom the 
fur had been described as ‘‘silvery blue’’ by certain fur farmers. The 
name apparently came to mind because of the color of the fur, and it soon 
gained wide acceptance because of its descriptive quality. 

15. The fur of the platinum or silverblue mink was described by some 
of the first breeders as ‘‘silvery blue,’’ and similar descriptions have been 
given on innumerable occasions by breeders, advertising men, members of 
MMBA and others. Many advertisements of MMBA describe this kind of 
fur as ‘‘grey’’ or ‘‘silvery’’ combined with ‘‘blue”’ or ‘‘bluish.’’ The 
color connotations of the term ‘‘silver blue’’ are descriptive of the appear- 
ance of the mutation mink known as silverblu, and of the pelts from said 
mink. 

16. In 1942 the term SILVERBLU or SILVER BLU began to be applied to 
the variety of mink which had before that been known as platinum. The 
term was used in all variations, with and without a hyphen, as one word 
and as two separate words, and with and without an ultimate ‘‘e.’’ The 
term SILVERBLU, in all of its variations, was also used both by itself and 
in combination with the word ‘‘platinum.’’ 

17. The term sILVERBLU and its variants were first used, so far as 
mink are concerned, to refer to the live animals of a certain strain or breed 
of mutation mink. This usage began in 1942 and has continued ever since. 
Breeding stock have been known, advertised and widely sold under the 
name SILVERBLU and its variants, and many of the members of MMBA 
have sold breeding stock under such names. Members of Midwest have 
purchased breeding stock under such names from MMBA members and 
others. Live animal shows and books and discussions of genetics have used 
this term to refer to a strain or breed of mink. 
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18. The first use of the name sILVERBLU in connection with the sale 
of a mink garment was on January 1, 1943. 

19. The circumstances of the first sale of a mink garment under the 
name SILVERBLU were that the pelts to make the garment were selected by 
a representative of one of the auction companies and were donated for this 
purpose by the individual fur farmers who owned the animals; the manu- 
facturing was done by a commercial manufacturing firm and the cost was 
paid for by Fromm Brothers, a leading fur ranch of Marathon County, 
Wisconsin. The garment was sold at a New Year’s eve party in New York 
City on January 1, 1943. Mr. Edward Fromm acted as an auctioneer and 
the garment was sold to a theatrical producer. The proceeds of the sale 
were donated to a charitable cause. The fur farmers who donated the 
pelts to make the coat were at that time members of MMBA, but Fromm 
Brothers were not. 

20. The first use of the name sILVERBLU in connection with the sale of 
mink pelts was on January 19, 1944. On this date a number of pelts 
belonging to individual fur farmers were sold at an auction company in 
New York City under that name. 

21. One of the purposes of those who first formed the Silver Blu 
Platinum Mink Association was to control the breeding and marketing of 
silverblu platinum mink and pelts. The original By-laws required that 
all members agree to sell breeding stock only to persons who would agree 
to join the association ; and the forms of bill of sale for the sale of breeding 
stock which were furnished by the association to its members contained 
an agreement by the purchaser to join the association. This attempt to 
require all breeders of silverblu platinum mink to join the Silver Blu 
Platinum Mink Association was found to be impractical and was abandoned. 

22. As another method of controlling the trade in mutation mink, the 
Silver Blu Platinum Mink Association, then known as Silverblu Mink 
Breeders Association, sought to claim exclusive trade mark rights in the 
name SILVERBLU as applied to mink, including both live mink and pelts. 
On April 12, 1944 the association filed applications to register the name 
SILVERBLU as a trade mark for live mink animals, mink pelts and fur gar- 
ments. In these applications the association claimed use of the name on 
live animals and pelts since March 14, 1942, and on fur garments since 
January 1, 1943. 

23. The registrations sought by these applications were refused on the 
grounds, among others, that the name sILVERBLU is the name of a breed of 
mink, and there can be no trade mark rights in an organic animal which 
is reproductive, and that the name is merely descriptive. 

24. Thereafter the applications for registration were amended by the 
Silverblu Mink Breeders Association to eliminate the claim of use of the 
name silverblue for live animals and to seek registration under the Act of 
Congress of March 19, 1920, rather than the 1905 Trade Mark Act, and the 
association, through its attorneys, represented to the Patent Office that the 





THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


name was not used to refer to a variety or breed of mink and that no other 
person, firm, corporation or association than the applicant had the right to 
use the name. 


25. On August 14, 1945, the Patent Office registered the name SILVER- 
BLU as a trade mark under the Act of Congress of March 19, 1920, of 
MMBA for mink pelts and fur garments. The numbers of said registra- 
tions are, respectively, No. 415,719 and No. 415,720. 


26. Although there has been no consistency in the form of the term 
SILVERBLU, a number of variants having been used, this name has been and 
is generally and almost uniformly used in the fur trade to designate a par- 
ticular strain or breed of mutation mink and the pelts derived from it. 
Until the beginning of the controversy between MMBA and Midwest 
SILVERBLU was practically the only name used in the fur trade for that 
particular type of mink or pelt. However, the word PLATINUM has been 
used in the industry interchangeably with stLvERBLU to identify the silver- 
blue pelts and garments. 


27. Since the beginning of its controversy with Midwest, and par- 
ticularly since the inception of this action, MMBA has made some effort to 
have the term PLATINUM used in place of SILVERBLU as a generic name for 
the type of mink and pelt. The auction companies, which are dependent 
upon MMBA and its members for a very large share of their business, have 
acceded to the request of MMBA to use PLATINUM as the generic name 
rather than sILVERBLU. However, the rest of the fur trade continues to use 
the term SILVERBLU as the common name for a particular type of mutation 
mink with a greyish-bluish fur and for the pelts derived from this type 
of mink. 


28. In the retail trade the term sILVERBLU is used exclusively as the 
name under which the garments are sold which are made of fur of this 
type of mink. Aside from so-called co-operative advertisements inserted by 
MMBA itself with the cooperation of various retailers, the word PLATINUM 
has not been used at all with reference to mink in recent years in retail 
advertising. 


29. In the retail fur trade, the word sILVERBLU or SILVERBLUE is clearly 
used to designate a particular color or shade of fur. The term is widely 
used to advertise not only mink, but also muskrat and other kinds of fur. 
Not infrequently the term will appear in a single advertisement with refer- 
ence to both mink and muskrat fur garments. In addition to the use of 
this term for a certain type of fox fur, previously mentioned, the word 
SILVERBLUE appears in the unabridged dictionary as the name of a breed 
of rabbit. 


30. Both the fur trade generally and the general public understand 
the term SILVERBLU or SILVERBLUE to indicate fur of a particular shade of 
color, and particularly mutation mink fur of a particular kind. 
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31. Prior to 1950 MMBA charged a small membership fee of those 
joining the association. The total revenue from this source was not large. 
The principal source of revenue for the association was derived from a 
deduction made by the auction companies in addition to their regular fees, 
from the sales price of mutation mink pelts sold by them, which deduction 
was remitted to MMBA. This deduction was a small percentage of the 
sales price, and the actual percentage varied from time to time and was 
different for various types of mutations. The deduction was made pur- 
suant to contracts executed between MMBA and the auction companies. 
MMBA sought to have the pelts of all members sold through these auction 
companies, and the members of MMBA agree to market their pelts with the 
auction companies which have such contractual arrangements with MMBA. 


32. Until the spring of 1950, the auction companies with which MMBA 
had contracts sold the pelts of both members of MMBA and non-members 
of MMBA at the same times and in the same sales and under the same 
names. The various types of mutation mink pelts were sold as SILVERBLU, 
ROYAL PASTEL and the other respective names claimed by MMBA as trade 
marks, regardless of whether the producer of the pelts was or was not a 
member of MMBA. The same deduction from the sales price of the pelts 
was made for the account of MMBA regardless of whether the producer of 
the pelts was or was not a member of MMBA. If any producer who was 
not a member of MMBA objected to the deduction and requested its return 
to him, then the money would be refunded. This arrangement was with 
the full knowledge, consent and participation of MMBA. 


33. In 1950 MMBA decided that beginning with the 1950-1951 selling 
season, which started in December, 1950, the pelts of members of MMBA 
should be sold at separate ‘‘MMBA sales,’’ and that the pelts of producers 
who were not members of MMBA should not be sold in such sales. At the 
same time MMBA dropped all membership charges and permitted any 
producer of mutation mink to become a member of the association by sign- 
ing an agreement to market his mutation mink pelts through the agencies 
with which MMBA had contractual arrangements and to permit a deduction 
from the sales price of his mutation mink pelts to be made by the selling 
agencies and remitted to MMBA. 


34. On May 12, 1949, MMBA filed two applications for registration of 
SILVERBLU as a trade mark for mink pelts and fur garments, respectively, 
seeking registration on the Principal Register under the 1946 Trade Mark 
Act. MMBA claimed use of this name in interstate commerce since March 
14, 1942, on peits and since January 1, 1943, on garments. In this applica- 
tion, MMBA represented that ‘‘applicant has had substantially exclusive 
and continuous use of the trade mark in commerce for more than five years 
next preceding the date of filing of this application.’’ In support of the 
application MMBA also filed an affidavit alleging, among other things, that 
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‘*Silverblu pelts and garments have been sold extensively throughout the 
United States and some foreign countries since 1942.’’ 

35. In response to the applications and representations made in sup- 
port thereof, MMBA was granted registration of the name SILVERBLU as a 
trade mark for fur garments on March 13, 1951, and for mink pelts on 
September 11, 1951, said registrations being numbered respectively No. 
539,283 and No. 547,777. 

36. The representations on which MMBA sought and secured registra- 
tion of the term sILVERBLU as a trade mark under the several applications 
and registration numbers above referred to were false and untrue in each 
of the following particulars, among others: 


(a) The siLveERBLU is and has been used as the common and generic 
name for a particular breed or variety of mutation mink since long prior 
to the first application for a trade mark thereon, and has been so used by 
members of MMBA and by MMBA itself. 

(b) The name sILVERBLU was not used exclusively either by MMBA or 
by members of MMBA at any time prior to its said trade mark application. 
Representatives of MMBA sought to have the Fromm Brothers relinquish 
their right to use of the name sILVERBLU on fox in order to strengthen 
MMBA’s claim to the name, but Fromm Brothers refused to give up their 
rights, although this fact was never disclosed by MMBA to the Patent 
Office. Prior to 1950 MMBA did not claim to have exclusive use of the 
name SILVERBLU since it acquiesced in the sale of pelts by mutation mink 
producers who had no connection with MMBA through the auction houses 
under this name and accepted deductions from the sales price of the pelts 
of such non-members. Substantially all of the mutation pelts of this kind 
were sold under the name SsILVERBLU prior to 1950. 

(ec) That the first sale of pelts under the name sILVERBLU was on Jan- 
uary 19, 1944. MMBA, however, claimed the use of this name on pelts since 
March 14, 1942 and filed an affidavit claiming that smLveRBLU pelts had 
been sold exclusively throughout the United States and some foreign 
countries since 1942. These representations are false and untrue. 

(d) The first garment sold under the name of sILVERBLU was sold on 
January 1, 1943. This is the date of claimed first use on garments by 
MMBA in its application. Nevertheless, it filed an affidavit in support of 
its application in which it alleged that garments had been sold extensively 
throughout the United States and some foreign countries since 1942. 

(e) The first sale of a SILVERBLU garment was made on January 1, 
1943, at a party in a New York hotel in New York City, N. Y., where those 
physically present bid on, and one of them purchased, the garment there 
sold in circumstances set out above. It was not sold by MMBA in inter- 
state commerce on said date as claimed by MMBA. 

(f) In its several applications, MMBA has claimed that the name 
SILVERBLU has been used by it, a corporate entity, in the sale of pelts and 
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garments. MMBA had no title to or interest in the garment sold on 
January 1, 1943, and did not claim or receive any of the proceeds of the 
sale. Likewise, MMBA had no title to or interest in any of the pelts sold 
on January 19, 1944, and it sold no pelts prior to that date. No other 
MMBA transactions support its claim of use by MMBA of this name in a 
proprietary sense. 

37. The name sILVERBLU is the common, generic and descriptive name 
for a strain or breed of mutation mink and the pelts derived therefrom, 
and is generally used, recognized and understood as such by fur breeders, 
the fur trade and the public. 

38. The name ROYAL PASTEL is also claimed by MMBA as a trade mark 
for mink pelts. On April 15, 1946, the association filed an application 
under No. 500,999 for registration of the name ROYAL PASTEL as a trade 
mark for mink pelts, claiming use of such name by it since February 15, 
1946. No registration has issued for this name. 

39. On February 15, 1946, a sale of mink pelts under the name ROYAL 
PASTEL was held at an auction company in Seattle, Washington. The pelts. 
which were sold at this sale included the pelts of a number of fur pro- 
ducers who were then members of MMBA. None of the pelts sold at this. 
sale were pelts which belonged to MMBA itself, and, except for the deduc- 
tions made from the sales price for its account, the proceeds of the sale 
did not go to MMBA. 

40. That live mink were sold for breeding purposes under the name 
royal pastel at least as early as 1945 and prior to the first use claimed by 
MMBA on February 15, 1946. The name was also used with reference 
to live mink exhibited in mink shows in 1945, and was established among 
mink farmers and breeders as the common name of the particular muta- 
tion, prior to 1946. 

41. During the latter part of the year 1945, and prior to the claimed 
first use by MMBA, there was at least one sale of a number of mutation 
mink pelts under the name royal pastel. This sale was at Seattle, Wash- 
ington, by a mink farmer who was not a member of MMBA at the time. 

42. Throughout the period from 1945 down to the time of trial, the 
name royal pastel has been commonly used for live mink by those in the 
fur trade. Breeding stock have been widely sold, by members of MMBA 
and others, under this name, and have been commonly purchased, by 
members of Midwest and others, under this name. 

43. The name ROYAL PASTEL has been widely used by retail furriers 
for mink garments made of the pelts of animals known by that name, 
regardless of whether or not the fur was produced by a member of MMBA. 

44. The retail furrier ordinarily does not know the source of the furs 
in the garments which are handled by him; and it is impossible to tell in 
most cases what the source of the furs in any particular mink garment is. 

45. There are a number of different varieties of mutation mink of the 
so-called ‘‘pastel’’ type, all having fur of a light brownish color. These. 
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types include the stewart pastels, the green-eye pastels, the topaz and 
others. The royal pastel is one among the several varieties of pastel muta- 
tion mink. There is no general use by which this variety of mutation 
mink can be differentiated from other varieties of the pastel type other 
than the name ROYAL PASTEL. 

46. The name royal pastel is the common and generic name for a 
strain or breed of mutation mink and the pelts derived therefrom, and is 
generally used and recognized as such by the fur breeders, the fur trade 
and the general public. 

47. The name Topaze is also claimed by MMBA as a trade mark for 
mink pelts. This name is the French form of the English word ‘‘topaz.”’ 
It is formed by simply adding an ‘‘e’’ to the English form of the word. 
It is generally pronounced as and understood to be the same as the English 
word ‘‘topaz.’’ 

48. On June 22, 1951, MMBA filed an application to register the 
name TOPAZE as a trade mark for mink pelts, claiming that MMBA had 
first used the name in interstate commerce on May 31, 1951. No regis- 
tration has issued for this name. 

49. Prior to the time of the claimed use by MMBA of the name 
TOPAZE for mink pelts, the names ‘‘topaz’’ and ‘‘topaze’’ had both been 
used to designate a particular variety of mutation mink. The name was 
used on live animals and in the advertising of breeding stock long prior to 
its use on pelts. 

50. The English word ‘‘topaz,’’ as well as the French word ‘‘topaze,’’ 
means a brown color of yellowish red-yellow hue. This is obviously de- 
scriptive of the color of the fur of certain mutation mink, and the word 
has been used by MMBA in advertising as a descriptive term for mutation 
mink fur. 

51. The variety of mutation mink known as ‘‘topaz’’ is one of the 
pastel type of mutations, and there is no term in general use by which this 
type of mutation mink can be differentiated from other varieties of the 
pastel type except the term ‘‘topaz’’ or ‘‘topaze.”’ 

52. Since the topaz mutation of mink is a relatively recent one, it 
has not been as widely sold or become as well known as the names silverblu 
or royal pastel. However, the name as used and understood by breeders 
and in the fur trade, is used and understood in a generic sense to desig- 
nate a particular variety of mutation mink. 

53. The name topaz or ‘‘topaze’’ is the common and generic name for 
a strain or breed of mutation mink and the pelts derived therefrom. 

54. The name BLUFROST is also claimed, and has been registered, as a 
trade mark by MMBA for a certain kind of mutation mink pelts and 
garments. 

55. The variety of mutation mink pelts designated by the name BLU- 
FROST are no longer of any commercial importance, and the name is con- 
sequently not widely used. 
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56. The name BLUFROST when it has been used has clearly been used 
to designate live animals of a particular strain or breed of mutation mink, 
and clearly is a generic term designating a particular strain or breed of 
mutation mink. 

57. There is no other name known even to those who are well informed 
in the fur trade, including the officials of MMBA, which could legally be 
used to designate mutation mink pelts of the kind known as blufrost. The 
name BLUFROST is the only available generic name for pelts of that par- 
ticular type. 

58. Midwest has sponsored the sale of mutation mink pelts under the 
names silverblu and royal pastel. 

59. K. T. Orr is in the business of breeding mink and selling the 
pelts from his mink. He also sells breeding stock. He breeds silverblu 
mink, royal pastel mink, and topaz mink among other types. He has sold 
pelts under the names SILVERBLU and ROYAL PASTEL and he seeks to sell pelts 
under the name Topaz. He also advertised and offered breeding stock 
under the names SILVERBLU, ROYAL PASTEL and TOPAZ. 

60. C. A. Noltimier is in the business of breeding mink and selling 
the pelts from his mink. He breeds silverblu mink and royal pastel mink 
and has sold the pelts of these animals under such names. 

61. MMBA has objected to the use of the names silverblu, royal pastel 
and blufrost by the plaintiffs, and has effectively prevented the plaintiffs 
from using those names in connection with mutation mink or mutation 
mink pelts by its claims of trade mark rights therein. 

62. By claiming and seeking to register the name TOPAZE as a trade 
mark for mink pelts, MMBA has indicated that it is taking and will take 
the same position with reference to the use of that name by plaintiffs as 
it does with reference to the use of the other names mentioned above. 
Plaintiffs will not be able to sell any pelts through the auction houses, 
at least, under the name topaz or ToPAzE so long as MMBA maintains its 
claims to the name. 

63. There exists a clear controversy between plaintiffs and MMBA 
regarding the names SILVERBLU, ROYAL PASTEL and TOPAZ. 

64. MMBA also claims the term EmBa as a trade mark. This term 
is a coined term formed by substituting an ‘‘E’’ as the initial letter in 
the letters which otherwise stand for the name of the association, 
M. M. B. A. The term or mark EmMBA has come in the fur trade to be 
understood as standing for and representing the Mutation Mink Breeders 
Association. Plaintiffs do not challenge the validity of mempBa as a trade 
mark or seek to use that term or mark, and plaintiffs have not used that 
term or mark. 

65. In advertising and sales which it sponsors, MMBA commonly 
uses its name, or the term MIDWEsT, along with other designations of the 
mutation pelt which it is advertising or selling. 
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66. In advertising and sales which it sponsors, Midwest commonly 
uses its name, or the term MIDWEsT, along with other designations of the 
particular mutation pelts which it is advertising or selling. 

67. No one could be misled or confused as between mutation mink 
pelts identified as emBA and those identified as mipwestT regardless of 
whether either or both are called sILVERBLU Or ROYAL PASTEL or some other 
name identifying the type of fur. No one has ever been misled or confused 
as between the pelts sold by the plaintiffs and those of MMBA or its 
members. Such confusion could not and has not taken place. 

68. MMBA is not in the business of owning or breeding mink or of 
owning, selling, distributing or dealing in mink pelts or garments. It never 
owned, sold or commercially dealt in any pelt or garment under the name 
SILVERBLU or under the name ROYAL PASTEL. 

69. MMBA bases its trade mark claims upon the activities of its mem- 
bers. The members of MMBA have sold very large quantities of mink pelts 
under the names SILVERBLU and ROYAL PASTEL, and somewhat more limited 
quantities under the name Topaz or ToPAZzE. No member of MMBA has 
sold or distributed or is in the business of selling or dealing in mink gar- 
ments under the names SILVERBLU, ROYAL PASTEL Or TOPAZ Or TOPAZE. 

70. The names SILVERBLU, ROYAL PASTEL and TOPAZ as applied to mink 
and mink fur do not by themselves indicate any source or origin of goods 
to the general public, but are accepted by the public as being generic or 
descriptive names of types of fur. 

71. The purpose and effect of the claim by MMBA to exclusive trade 
mark rights in the names SILVERBLU, ROYAL PASTEL and TOPAZ is to require 
all mink producers who desire to sell pelts under any of such names to pay 
a fee or royalty to MMBA for the use of such names by authorizing a per- 
centage deduction from the sales price of the pelts for remittance to MMBA. 
Any mutation mink producer who does authorize such a payment to MMBA 
is authorized by MMBA to use such names. 


ConcLusions or Law 


1. There is an actual controversy between the parties to this proceeding 
with relation to the claims of trade mark rights in the terms sILVERBLU, 
ROYAL PASTEL and TOPAZ. 

2. This Court has jurisdiction over the parties and the matter in 
controversy. 

3. The names SILVERBLU, SILVERBLUE, SILVER BLU and SILVER BLUE are 
all equivalent of each other for the purpose of determining the validity of 
a claim of trade mark rights in any one of them. 

4. The names Topaz and TOPAZE are respectively the English and 
French forms of one word; and for legal purposes the difference in the 
forms of this word is immaterial and the two forms are equivalent to each 
other for the purpose of determining the validity of a claim of trade mark 
rights in either. 
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5. The name sILVERBLU is not and cannot be a valid trade mark for 
mink pelts or garments for each of the reasons that: 

(a) The name is composed of common English words, spelled phoneti- 
eally, which are descriptive of the goods. 

(b) The name is commonly and properly applied to live mink animals 
of a particular kind, these animals are reproduction of their own kind, and 
there can be no valid claim of trade mark rights in the name of such 
animals. 

(¢) The name has been used by others than the trade mark claimant 
for similar goods prior to its use with respect to mink pelts or mink 
garments. 

(d) The name is a generic name for a particular strain or breed of 
mink and the pelis derived therefrom. 

(e) The name is the common and popular name for the goods, and 
does not indicate any particular source or origin of the goods. 

6. The name ROYAL PASTEL is not and cannot be a valid trade mark 
for mink pelts or garments for each of the reasons that: 

(a) The name is commonly and properly applied to live mink animals 
of a particular kind, these animals are reproductive of their own kind, and 
there can be no valid claim of trade mark rights in the name of such 
animals. 

(b) The name had been used by others than the present trade mark 
claimant for the identical goods prior to the first use of the name by the 
present claimant. 

(c) The name is a generic name for a particular strain or breed of 
mink and the pelts derived therefrom. 

(d) The name is the common and popular name for the goods and 
does not indicate any particular source or origin of goods. 

(e) There is no other name in general use by which these goods can 
properly be identified. 

7. The name TOPAZE is not and cannot be a valid trade mark for mink 
pelts or garments for each of the reasons that: 

(a) The name is the equivalent of an ordinary English word which is 
descriptive of the goods. 

(b) The name is commonly and properly applied to live mink animals 
of a particular kind, these animals are reproductive of their own kind, and 
there can be no valid claim of trade mark rights in the name of such 
animals. 

(ce) The name is a generic name for a particular strain or breed of 
mink and the pelts derived therefrom. 

(d) The name is the common and popular name for the goods and does 
not indicate any particular source or origin of the goods. 

(e) There is no other name in general use by which these goods can 
properly be identified. 
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8. The Mutation Mink Breeders Association, defendant herein, cannot 
properly or legally claim exclusive trade mark rights in the use of the 
names SILVERBLU, ROYAL PASTEL by TOPAZ as applied to mink pelts or gar- 
ments for each of the reasons that: 

(a) Said names are not proper trade marks for such goods for the 
reasons stated in the foregoing Conclusions of Law. 

(b) Said defendant has not itself made a bona fide trade mark use of 
said names in commerce. 

(ec) The members of said defendant, from whom it claims to derive 
trade mark rights, have sold breeding stock to plaintiffs and others under 
these names, and defendant is therefore estopped to claim that such names 
cannot now be used by those who purchased such breeding stock under 
such names. 

(d) Said defendant has over a substantial period of time consented to 
the use of such names by many who were legally strangers to it, and has 
and is, in effect, offering to license and licensing any one to use said names 
upon the payment to said defendant of a stipulated royalty or fee. Such 
practice is an unlawful and improper use of a trade mark or claimed trade 
mark, and amounts to an abandonment of any trade mark rights that might 
otherwise exist in any names so used, and creates an estoppel against the 
assertion of trade mark rights. 

9. The several registrations of the name SILVERBLU as a trade mark by 
the defendant Mutation Mink Breeders Association were obtained by false 
and fraudulent representations and should be cancelled. 

10. Plaintiffs are entitled to the judgment and decree of this Court 
that : 

(A) The Court finds and declares that the name sILVERBLU is not a 
legal trade mark, is not the exclusive mark of Mutation Mink Breeders 
Association, and may be used to describe the appropriate breed, color 
phase, or color type of mutation mink, mink pelts and mink garments by 
the plaintiffs and others. 

(B) The Court finds and declares that the name ROYAL PASTEL is not a 
legal trade mark, is not the exclusive mark of the Mutation Mink Breeders 
Association, and may be used to describe the appropriate breed, color 
phase, or color type of mutation mink, mink pelts and mink garments by 
the plaintiffs and others. 

(C) The Court finds and declares that the name Topaz or TOPAZE is not 
a legal trade mark, is not the exclusive mark of the Mutation Mink Breeders 
Association, and may be used to describe the appropriate breed, color 
phase, or color type of mutation mink, mink pelts and mink garments by 
the plaintiffs and others. 

(D) The Court orders that the several registrations by the Patent 
Office of the name sILVERBLU as a trade mark of Mutation Mink Breeders 
Association for mink pelts and mink garments be cancelled. 
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(E) The Mutation Mink Breeders Association and its officers, agents, 
successor and assigns be and are perpetually enjoined from: 

I. Claiming that the names SILVERBLU, ROYAL PASTEL, TOPAZ Or TOPAZE 
are exclusive trade marks for mink pelts or garments; 

II. Preventing or seeking to prevent the use by plaintiffs or others of 
said names for mink animals, mink pelts or mink garments; 

III. Registering or seeking to register said names as trade marks for 
mink animals, mink pelts or mink garments. 

(F) The Mutation Mink Breeders Association shall give full and 
adequate notice to the fur auction companies and to all other segments and 
enterprises in the fur trade to whom notice has previously been given of the 
trade mark claims of said defendant in the names mentioned above, setting 
forth in full or in a fair summary the terms of this judgment and decree, 
to be entered herein, in accordance with these findings of fact and con- 
clusions of law. 





EX PARTE CROWN BEVERAGE CORP. 
Commissioner of Patents — August 3, 1954 


TRADE-MakK Act or 1946—-ConSTRUCTION—SECTION 2(d) 
TRADE-MakK AcT OF 1946—REGISTRABILITY—CONCURRENT MARKS 
The word ‘‘court’’ in the proviso of subsection 2(d) refers to a court of 
competent jurisdiction and includes the competency of a State Court in an action 
involving a mark registered in the Patent Office. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
A court in a trademark suit determines the right to use and the Patent Office 
determines the right to register; however, the court may enjoin or refuse to enjoin 
continued use of a mark irrespective of its registration in the Patent Office where 
the Patent Office may not register a mark if its use by an applicant has been 
enjoined. 
TRADE-MakK AcT oF 1946—REGISTRABILITY—CONCURRENT MARKS 
Application for concurrent registration of composite mark featuring the word 
CROWN above which appears the slogan Tops them ALL for soft drinks with regis- 
tered mark ROYAL CROWN and registered slogan Tops ’EM ALL for soft drinks 
denied where previous application for same mark was successfully opposed by 
registrant of ROYAL CROWN in 1940 and no evidence was submitted to show that 
a court’s determinat.on of applicant’s use of its mark in commerce was made in a 
subsequent action brought by applicant for a declaratory judgment against the 
registrant of ROYAL CROWN in the New York Supreme Court. 
Composite mark CROWN above which appears the slogan Tops them ALL, for 
soft drinks held confusingly similar to registered mark ROYAL CROWN for soft drinks 
and slogan TOPS ’EM ALL for soft drinks. 


Application for trademark registration by Crown Beverage Corp., 
Serial No. 604,881 filed August 18, 1950. Applicant appeals from decision 
of Examiner of Trademarks refusing application. Affirmed. 

Harry Price, of New York, N. Y. for applicant. 
Leeps, Assistant Commissioner. 
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Application has been filed for concurrent registration with Registra- 
tion No. 351,710 (royaL crown for soft drinks and syrups and extracts 
for making them, issued November 2, 1937) of a composite featuring the 
word CROWN above which appears the slogan Tops them ALL, and below 
which is a stylized illustration of a crown. In the display of the word 
CROWN the letter ‘‘O’’ is larger than the other letters, and within the 
‘*Q”’’ there is an heraldic device upon which appear the letters cnc. The 
application describes the goods as ‘‘nonaleoholic carbonated beverages, 
except cola drinks.’’ Use is claimed since November, 1938. The Examiner 
of Trade Marks refused to institute concurrent use proceedings, and re- 
fused registration on the ground of likelihood of confusion with Registra- 
tion No. 351,710, royaL crown, and Supplemental Registration No. 
516,129 (issued October 4, 1949), Tops ’Em auu for soft drinks. 

In 1940 applicant sought to register this same mark, and registration 
was successfully opposed by the registrant of ROYAL CROWN. Apparently 
concurrent registration is now sought in an attempt to overcome the holding 
of likelihood of confusion by the Patent Office in the prior proceeding. 

Some years later applicant filed in the New York Supreme Court a 
declaratory judgment action against the ROYAL CROWN registrant seeking 
a declaration of its right to use CROWN as a trade mark for soft drinks. 
ROYAL CROWN counterclaimed for an injunction against further use of 
CROWN. 

In 1949 the Court, speaking through Judge Steuer (83 USPQ 143, 
39 TMR 939), dismissed the [applicant’s] complaint and granted relief 
on the counterclaim. The Court, in its opinion, 83 USPQ at 144, stated 
that the applicant should be enjoined from ‘‘using the word crown either 
singly or in combination with the sale of any beverage of the cola variety.’’ 
During the course of the opinion, Judge Steuer said, ‘‘It therefore follows 
that defendant [RoyaAL CROWN] is entitled to relief and the plaintiff 
[applicant here] is not.’’ There are statements in the opinion which 
appear to be somewhat inconsistent with the quotation, but there is no 
copy of the judgment in the file, and we are not free to speculate as to 
the final conclusions set forth therein. 


On this set of facts, the Examiner of Trade Marks concluded: 

(1) The word ‘‘court’’ as used in the proviso of subsection 2(d) of 
the statute refers to a Federal Court and not a State Court; 

(2) Assuming the word ‘‘court’’ in the proviso includes a State Court, 
the Court’s findings are not controlling on the Patent Office, since the 
Court passes upon the right to use and the Patent Office passes upon the 
right to register ; 

(3) Assuming the Court’s authority and jurisdiction, concurrent 
registration would be barred by the proviso of subsection 2(d) of the 
Act because the date of first use of applicant’s mark in commerce is sub- 
sequent to the filing date of the application to register ROYAL CROWN, 
citing: Ex parte Stauffer Chemical Co., 80 USPQ 180 (39 TMR 272) 
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(Com’r., 1949); The Flintkote Co. v. Merriam and Co., 88 USPQ 890 
(41 TMR 358) (Com’r., 1951); and Ex parte San Francisco Brewing 
Corp., 96 USPQ 269 (43 TMR 412) (Com’r., 1953) ; and 


(4) Assuming applicant were entitled to a concurrent use proceeding 
with ROYAL CROWN, its own registration would still be barred by regis- 
tration No. 516,129—rTops ’EM ALL. 


That the examiner erred in some respects is apparent from the follow- 
ing conclusions: 

(1) The word ‘‘court’’ in the proviso of subsection 2(d) refers to a 
court of competent jurisdiction. All doubt as to the competency of a 
State Court in an action involving a mark registered in the Patent Office 
was removed when Section 1338, Title 28, United States Code, was amended. 
Cf. Brown & Bigelow v. Remembrance Advertising Products, Inc., 92 
USPQ 443 (41 TMR 342) (N.Y.S.Ct., 1951). 


(2) It is true that a court in a trade mark suit determines the right 
to use and the Patent Office determines the right to register, but it is also 
true that in determining the right to register, the Patent Office must neces- 
sarily pass upon the right to use. The difference between suits in the 
courts and in the Office lies not in what is passed upon, but in the action 
taken. The court, in disposing of a trade mark suit, performs a judicial 
act, i.e., it enjoins or refuses to enjoin further use of the involved mark; 
whereas, the Patent Office performs an administrative act, i.e., it registers 
or refuses to register the involved mark. 

As was said in Squirrel Brand Co. v. Barnard Nut Co., Inc., 101 USPQ 
340 (44 TMR 1114) (Com’r., 1954): 


‘‘ Although the ultimate finding of the tribunals of the Patent 
Office in proceedings such as these is the right of an applicant to 
register, nevertheless there must be a finding of the right to use in 
commerce before that ultimate finding can be made.’’ 


If a court has made the preliminary finding, as between the involved 
parties, of the right to use in commerce, such finding may, upon compli- 
ance with other appropriate provisions of the statute, be used by the 
Patent Office, in so far as the involved parties are concerned, as a basis 
for reaching the ultimate conclusion as to the right to register. 


A court may enjoin or refuse to enjoin continued use of a mark irre- 
spective of its registration in the Patent Office. The Patent Office, on the 
other hand, may not register a mark if its use by an applicant has been 
enjoined. If there is no right to use, there is no right to register; and if 
there is a right to use, there is, except in extraordinary circumstances, a 
corresponding right to register. 

(3) For purposes of concurrent use proceedings, the date of first use 
of an applicant’s mark is immaterial if a court has finally determined that 
the applicant is entitled to use it in commerce. The cases cited by the 
examiner involved situations where no court determination had been made, 
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and they are not precedents for a situation where a court has made a final 
determination of the right to use in commerce. 

(4) I agree with the examiner that since applicant’s mark comprises 
the entire mark shown in Registration No. 516,129 (or at least its phonetic 
equivalent), registered for the same goods, registration should be refused 
as a result of conflict with that registration. 

Applicant’s contentions are summarized as follows: 

(1) The court adjudicated its right to use the mark sought to be 
registered ; 

(2) The court’s decision indicates that both corporations involved in 
the action were engaged in interstate commerce, and the court adjudicated 
applicant’s right to use CROWN outside the State of New York; and 

(3) The court, having adjudicated applicant’s right to use its mark 
CROWN, it is entitled to concurrent registration with ROYAL CROWN. 

These contentions are disposed of as follows: 


(1) The record is insufficient to show that the court adjudicated 
applicant’s right to use the mark sought to be registered. The action 
sought a declaration of applicant’s (plaintiff’s) right to use its mark, and 
the court stated that applicant (plaintiff) was not entitled to relief. The 
apparent inconsistent statements in the court’s opinion were undoubtedly 
reconciled in the judgment, but applicant has not seen fit to submit a 
copy of it. 

(2) The first four sentences of the court’s opinion are: 

‘*The plaintiff started business in 1937. Its business consisted of 
the manufacture and bottling of a number of soft drinks. It sells these 
beverages to jobbers who call for the drinks in their own trucks at 


plaintiff’s plan. These jobbers sell the drinks from door to door to 
private consumers in Brooklyn and Queens.’’ 


There is nothing else in the opinion which refers to the extent of 
applicant’s business. 

Applicant is a New York corporation doing business at 440 Watkins 
Street, Brooklyn, New York. Any map of the State of New York or any 
atlas or gazetteer, will show Brooklyn and Queens to be within the State 
of New York. Contrary to applicant’s contention, the decision indicates 
that applicant was engaged in business in a limited area of intrastate 
commerce. There is nothing before me, nor in the court’s opinion, which 
suggests that the court adjudicated applicant’s right to use its mark out- 
side the State of New York. 

(3) In view of the conclusion reached in the foregoing item (2), 
applicant’s contention that it is entitled to registration on the basis of the 
court’s findings must be rejected. 

Likelihood of confusion between applicant’s mark and ROYAL CROWN 
(Reg. No. 351,710) having been determined in Opposition to No. 20,639, 
and no evidence of a court’s final determination of applicant’s right to 
use its mark in commerce having been submitted, applicant is not entitled 





Vol. 45 T. M. R. LONE STAR v. TEXAS CONCRETE 73 


to a concurrent use proceeding, and registration is refused on the basis of 
conflict with Reg. 351,710 as well as Reg. 516,129. 

The decision of the Examiner of Trade Marks is affirmed, but for the 
foregoing reasons. 


LONE STAR CEMENT CORPORATION v. 
TEXAS CONCRETE PRODUCTS CORPORATION 


No. 31562 — Commissioner of Patents — August 3, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
In an opposition proceeding it is not necessary to show that the goods are 
**goods of the same descriptive properties.’’ 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TEXCON, used for molded concrete structural members and slabs, held not 
confusingly similar to TExcoR, used for portland cement. 

Opposition proceeding by Lone Star Cement Corporation v. Texas 
Concrete Products Corporation, application Serial No. 577, 694 filed April 
25, 1949. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 

F. J. Pisarra, of New York, N. Y. for opposer-appellee. 
J. Preston Swecker, of Washington, D. C. for applicant-appellant. 
LeeEps, Assistant Commissioner. 

Application has been filed to register Texcon for molded concrete 
structural members and slabs. Use is claimed since June of 1947. Regis- 
tration has been opposed by the owner-registrant of TExcor displayed in 
capital letters,* and Texcor displayed in script superimposed upon a 
five-pointed star enclosed within two concentric circles.* Both registrations 
are for portland cement. The Examiner of Interferences sustained the 
opposition, and applicant has appealed. 

Opposer’s record consists of copies of its registrations and a copy of a 
booklet entitled ‘‘Cement and Concrete Reference Book 1951,’’ published 
by the Portland Cement Association, introduced under Rule 282. The 
Notice stated that the booklet ‘‘establishes that applicant’s goods, namely 
‘Molded Concrete Structural Members and Slabs,’ are made from portland 
cement (opposer’s goods) thereby substantiating opposer’s allegation that 
the goods of the parties possess the same descriptive properties.’’ There 
is nothing in the record to indicate that applicant’s products are manufac- 
tured from opposer’s product, so the quotation presumably means that 
applicant’s molded concrete structural members and slabs are made, at 
least in part, from portland cement. Applicant’s stipulated facts state 
that such is the case. It is not necessary, however, to show in opposition 
proceedings that the involved goods are ‘‘goods of the same descriptive 
properties.’’ The question is: Does applicant’s mark so resemble op- 


* Registration No. 398,699, issued November 17, 1942; and Registration No. 399,789, 
issued February 2, 1943. 
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poser’s when applied to the goods of the parties (irrespective of the 
‘‘deseriptive properties’’ of the products), as to be likely to cause con- 
fusion, mistake or deception of purchasers. In other words, are the involved 
products of a nature which purchasers might reasonably assume to be 
produced by a single producer? The record is not helpful in answering 
this question. 

It is generally known that precast structural members of molded 
concrete are sold to and used by building contractors, architects, and 
building engineers. It is also generally known that building contractors, 
architects, and building engineers frequently use portland cement. They 
are not, in my opinion, ‘‘ordinary purchasers making their purchases in 
the ordinary course of trade,’’ as the term is usually employed. They are 
more likely to discriminate between producers of such products as are 
involved here. 

If the marks were identical, the doubt as to likelihood of confusion 
might be sufficient to resolve it in opposer’s favor and sustain the opposi- 
tion. The marks are not the same, however, and when we consider the 
type and class of purchasers, and the care with which they purchase such 
items as applicant’s precast structural concrete members where curing, 
densification, dispersion, reinforcements and tolerances are highly im- 
portant, I do not believe that confusion, mistake or deception of purchasers 
is likely to occur—especially where, as here, applicant’s mark is so obviously 
a contraction of its name and is, I believe, likely to be recognized as such. 
The decision of the Examiner of Interferences is reversed. 


GENERAL MOTORS CORPORATION v. 
F. E. SCHUNDLER & CO., INC. 


No. 30611 — Commissioner of Patents — August 3, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CORALUX, used for expanded perlite in loose granular form adaptable for 
thermal insulation, foundry sand, filter aids and for use as a mineral aggregate 
held not confusingly similar to CoRALOXx, used for spark plug insulators. 

Opposition proceeding by General Motors Corporation v. F. E. 
Schundler & Co., Inc., application Serial No. 590,524 filed January 7, 
1950. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Willits, Helmig & Baillio, of Detroit, Michigan for opposer-appellant. 
Roland C. Rehm, of Washington, D. C. for applicant-appellee. 
LEeEDs, Assistant Commissioner. 

Application has been filed to register cornaLUx for expanded perlite in 
loose granular form adaptable for thermal insulation, foundry sand, filter 
aids and for use as a mineral aggregate. Use is claimed since September 1, 
1949. Registration has been opposed by the owner-registrant of CORALOX 
for spark plug insulators (Registration No. 537,273, issued February 6, 
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1951). The Examiner of Interferences dismissed the opposition, and op- 
poser has appealed. 


The stipulated facts presented by opposer in lieu of testimony show 
that CORALOx was coined by opposer in 1948 to identify and distinguish its 
spark plug insulators; it was fabricated from ‘‘Cor’’ of corundum, ‘‘al’’ 
of alumina, and ‘‘ox’’ of oxide, three constituents of the insulator; the 
mark was intended to suggest the presence in the insulators of the ma- 
terials; sales have amounted to some 150,000,000 spark plugs with coraLox 
insulators, one-third of which were sold to manufacturers which incorpo- 
rate the spark plugs in new engines, and two-thirds of which were sold to 
persons who are in the business of replacing such spark plugs; the sales 
for replacement are made principally to ‘‘ A C’’ warehouses and automobile 
factories which, in turn, sell the spark plugs to retail outlets comprising 
in the main auto repair shops and service stations; expenditures for ad- 
vertising ‘‘ A C’’ spark plugs with coraLox insulators between January 1, 
1949 and August 31, 1952 have exceeded $1,500,000 ; and advertising media 
include periodicals of national circulation, road signs and dealer help signs. 


Applicant’s stipulated facts show that it is a processor of raw ma- 
terials used largely in construction and in construction products; among 
its products is expanded perlite, used largely as a lightweight mineral ag- 
gregate for plaster (in place of sand) and concrete; it sells the aggregate 
under the trade mark coraLux; the aggregate has thermal insulating quali- 
ties, but in plaster and concrete its insulating qualities are secondary to 
its light weight; perlite ore is essentially voleanic glass which has enough 
fluxing substances to cause it to soften at relatively low temperatures; it is 
fragile and has a low fusion point; it is not and cannot be used as a refrac- 
tory and, therefore, cannot be used for electrical insulations. The product 
is sold in paper bags of four cubic feet content for use in plaster and con- 
crete. 

The products of both parties have insulating qualities, but there the 
relationship between them ends. 

Purchasers of opposer’s product are buying ‘‘A C”’ spark plugs, and 
the insulator identified by coraLox is of secondary importance in making 
their purchases. 

They are not buying, indeed, it appears that they cannot buy, the 
insulator alone. 

Purchasers of applicant’s product for use in plaster and concrete are 
buying it for its lightness of weight, and its insulating qualities are of 
secondary importance. The product loses its identity in the end use. 

Opposer sells its spark plugs with the insulator to manufacturers of 
internal combustion engines and to jobbers who sell to retail outlets who 
sell to the purchasing public spark plugs for replacement in internal com- 
bustion engines. 
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Applicant did not indicate in its stipulated facts, just who its pur- 
chasers are, but it is common knowledge that aggregates for making plaster 
and concrete are sold primarily to builders and contractors. 

In view of the secondary nature of opposer’s mark, identifying an 
insulator for its ‘‘A C’’ spark plugs; of the differences in the products of 
the parties and in their ultimate uses; and of the differences in channels 
of distribution, I do not believe that confusion, mistake or deception of 
purchasers is likely to result; nor do I believe that purchasers who might 
buy both opposer’s and applicant’s products are likely to believe that op- 
poser’s spark plugs and applicant’s aggregate come from the same pro- 
ducer. 

The Examiner of Interferences is affirmed. 


RED DOT FOODS, INC. v. J. CLAIR LANNING 
No. 31762 — Commissioner of Patents — August 3, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Where application for registration of certification mark composed of a fanciful, 
grotesque ‘‘Disney-like’’ illustration of a bird applied to food chips was opposed 
by owner registrant of the words SWANKY DUCK with illustration of a duck wearing 
a top hat and bow tie applied to potato chips held opposer may not exclude from 


registration all marks which include the caricature of a fowl or bird and the sole 
issue is whether or not applicant’s mark so resembles opposer’s mark when applied 
to its goods as to be likely to cause confusion, mistake or deception of purchasers. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—DOMINANT 
FEATURES 
The word feature of a composite mark, in most cases, is the portion which 
purchasers are most likely to remember. 
Fanciful ‘‘ Disney-like’’ bird, used for food chips, held not likely to be con- 
fused with SWANKY DUCK with illustration of duck, used for potato chips. 
TRADE-MarRK AcT oF 1946—REGISTRABILITY—CERTIFICATION MARKS—RELATED COMPANY 
UsE 
TRADE-MARK AcT or 1946—CoNSTRUCTION—SECTIONS 5 AND 45 
Where application for registration of a certification mark states ‘‘that the 
applicant is not engaged in the production of marketing of goods with which the 
mark is used,’’ and applicant licenses the use of a food chip formula and the mark 
used on such goods to licensees in prescribed territories who covenant not to make 
changes in the product or package without specific approval in writing by applicant 
held this would seem to establish use by a related company within the meaning of 
Sections 5 and 45, in which event the mark is a trademark and not a certification 
mark. 


Opposition proceedings by Red Dot Foods, Inc. v. J. Clair Lanning, 
application Serial No. 593, 419 filed March 4, 1950. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Re- 
versed. 

John Ernest Roe, of Madison, Wisconsin and J. Harold Kilcoyne, of Wash- 
ington, D. C. for applicant-appellant. 
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Robert B. Harmon, of Washington, D. C. for opposer-appellee. 
LeEEps, Assistant Commissioner. 

Application has been filed to register as a certification mark a fanciful, 
grotesque, ‘‘ Disney-like’’ illustration of a bird which does not actually look 
like any known bird. It is a kind of composite of recognizable features of 
a crane’s legs with a rooster’s body, the elongated neck of an egret, and a 
human head with what might be the exaggerated beak of a duck or the 
diminutive of a pelican’s beak. The mark is applied to food chips com- 
prising vegetable-flavored, wafer-like fried products simulating potato 
chips. 

The mark, according to the application is used upon the goods ‘‘to 
indicate that the materials employed, mode of manufacture, and quality of 
the goods marketed under such mark meet standards promulgated by the 
applicant by licensees of applicant.’’ Use is claimed since February 16, 
1950. 

Registration has been opposed by the owner-registrant of the words 
SWANKY DUCK with an illustration of a duck wearing a top hat and bow tie 
with a walking stick tucked under its wing. (Registration No. 394,163, 
issued March 24, 1942.) The registration is for potato chips. The Ex- 
aminer of Interferences sustained the opposition, an applicant has ap- 
pealed. 

Opposer’s record consists of a copy of its registration. 

Applicant testified on direct examination that he commenced manu- 
facture of a wafer-thin, pastry type product in 1948; the products are 
packaged in a doublewall cellophane package; the bag, in addition to the 
mark sought to be registered, includes the ‘‘name of the product WHIFFEN 
cHrps’’ (the specimen filed with the application shows WHIFFEN PUFFs) ; 
and the products are sold in about thirty States. The balance of the direct 
testimony is neither relevant nor material. The cross-examination deals 
largely with describing food chips and potato chips; whether or not the 
products of the parties are competitive; and whether or not applicant’s 
mark is an illustration of a bird with feathers, specifically, a fowl. 

It is common knowledge that food chips such as those sold by appli- 
cant and potato chips are sold in grocery stores, and are purchased, fre- 
quently from the same display racks, for the same purpose. It can hardly 
be doubted that they are competitive. 

It is clearly apparent from an examination of the mark sought to be 
registered that it is meant to suggest a bird, and since birds have feathers, 
we may presume that it has feathers. Whether or not it is intended to 
resemble a fowl is immaterial. The sole issue here is: Does applicant’s 
mark so resemble opposer’s mark when applied to its goods, as to be likely 
to cause confusion, mistake or deception of purchasers. 

The Examiner of Interferences stated: ‘‘The representations in both 
marks are caricatures of a marching fowl or bird. Opposer’s mark is 
clearly the caricature of a duck wearing a hat and bow tie and carrying 
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a cane. Applicant’s caricature does not represent any known fowl or 
bird * * *. It is likely that at least some purchasers would remember only 
that the mark of the opposer or of applicant comprises a fanciful cari- 
eature of a fowl or bird.’’ Is this to say that opposer may exclude from 
registration all marks which include the caricature of a fowl or bird— 
no matter how remote the resemblance? I do not understand that either 
the spirit or the letter of the law supports such a holding, if that was what 
was meant. 

The examiner apparently overlooked the fact that opposer’s registered 
mark is SWANKY DUCK with the ‘‘caricature’’ of a duck—and the word 
feature is not to be disregarded. In fact, in most cases, it is the word por- 
tion of a composite mark which purchasers are most likely to remember 
particularly when the picture portion is an illustration of the words, as 
is the case here. I cannot believe that purchasers of the products involved 
here—even children—would mistake one mark for the other, nor do I be- 
lieve that they are likely to believe that the goods bearing the respective 
marks come from a single source. The opposition is dismissed. 

I am not satisfied, however, that applicant has a certification mark. 
The verification of the application states, ‘‘that the applicant is not en- 
gaged in the production of marketing of goods with which the mark is 
used.’’ The testimony reveals that applicant manufactures and sells food 
chips. It does not appear from the testimony whether or not applicant 
uses the mark on his goods. In fact, the record in the opposition is highly 
unsatisfactory in regard to any use by anyone. The application file dis- 
closes that applicant owns a formula for the manufacture of food chips, 
and he licenses the use of the formula to others in prescribed territories 
and permits such others to use the mark on the goods made under the 
formula. Applicant owns the package design and the licensees agree to 
purchase packages for their products from bag manufacturers designated 
and approved by applicant. The bags submitted as specimens, as well as 
another introduced in the opposition, show, among other things, a circular 
symbol in which appears the phrase A CLAIR LANNING PRODUCT. The licensees 
covenant that no change in product, either as to formula or quality, and 
no change or deviation in package may be without specific approval in 
writing by applicant. This would seem to establish use by a related com- 
pany within the meaning of Sections 5 and 45 of the Trade Mark Act, in 
which event the mark is a trade mark and not a certification mark. If 
applicant, in fact, manufactures and sells the product under the mark, he 
would be certifying his own goods, and this is not sanctioned by the statute. 
(See. 14[d] [2].) 

The Examiner of Trade Marks is instructed to refuse registration until 
and unless he is satisfied that the application actually reflects the true facts 
as to use. 

The Examiner of Interferences is reversed. 


SS 
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CALIFORNIA SPRAY-CHEMICAL CORPORATION v. 
OSMOSE WOOD PRESERVING CO. OF AMERICA, INC. 


No. 31260 ——- Commissioner of Patents — August 9, 1954 


REGISTRATION PROCEDURE—APPLICATION 
Identification of the goods in an application to register a trademark should 
be brief, clear and concise; it should identify the goods by their common, ordinary 
name so that the average person would recognize what they are; and it should not 
be written in technical, high-sounding verbiage. 

REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Registration is prima facie evidence of ownership of the mark, of validity of 
the registration, and of opposer’s exclusive right to use mark. 

TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

PENTOX, used for ready-mixed wood-preserving paint for inhibiting the action 
of insects, fungi and bacteria held likely to be confused with PENTOX, used for 
herbicides. 

Opposition proceeding by California Spray-Chemical Corporation v. 
Osmose Wood Preserving Co. of America, application Serial No. 586,705 
filed October 22, 1949. Opposer appeals from decision of Examiner of 
Interferences dismissing opposition. Reversed. 

A. L. Snow, H. B. Wands, and G. H. Fuhrig, of San Francisco, California 
and Burns, Doane, Benedict & Irons, of Washington, D. C. for opposer- 
appellant. 

Worth Wade, of New York, N. Y. and Albert Sperry, of Trenton, New 
Jersey for applicant-appellee. 

LEEpDs, Assistant Commissioner. 

Application has been filed to register PENTOx for ‘‘ready-mixed wood- 
preserving paint in liquid form containing pentachlorophenol for inhibit- 
ing the action of insects, fungi, and bacteria which tend to attack wood, 
the paint being in clear and colored form and designed for application 
whether as a finished coat or an undercoat on wood which may be exposed 
to the attack of wood destroying insects, fungi, or bacteria.’’ Use is 
claimed since October 10, 1949. Registration has been opposed by the 
owner-registrant of PeENTox for herbicides.* The Examiner of Interfer- 
ences dismissed the opposition, and opposer has appealed. 

It appears that applicant makes and sells a wood-preserving paint con- 
taining pentachlorophenol. When it so described its goods in its applica- 
tion, the Examiner of Trade Marks held that such a description did not 
‘‘sufficiently indicate the character of the goods to overcome the holding 
of indefiniteness.’” The examiner then added: 


‘‘In what form is the paint and for what is it applicable? In 
the remarks it is stated that it is of major importance in the painting 
of garden and porch furniture and if this is one of the specific uses 
of the paint, it should be so indicated. Further amendment is re- 
quested. ’’ 





* Registration No. 353,629, issued January 11, 1938. 
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In response to the request, the applicant submitted an amendment describ- 
ing its product in the language quoted above. A wood-preserving paint is 
a wood-preserving paint whether in liquid, cake or powder form. The use 
of the paint, i.e., whether it is used on garden and porch furniture or on 
houses and barns, is of no interest to the Patent Office in these proceedings. 
An identification of the goods in an application to register a trade mark 
should be brief, clear and concise; it should identify the goods by their 
common, ordinary name so that the average person would recognize what 
they are; and it should not be written in technical, high-sounding verbiage. 
The identification of goods in a trade mark application should not take the 
form of a specification in a patent. 


The record before me comprises only a copy of opposer’s registration. 
This registration is prima facie evidence of ownership of the mark, of 
validity of the registration, and of opposer’s exclusive right to use the 
mark PENTOXx on herbicides. 

Since the marks are identical, the only question for determination 
is whether or not herbicides and wood-preserving paints containing penta- 
chlorophenol are of such nature that purchasers might reasonably assume 
they came from the same source. 


Pentachlorophenol is a chemical compound widely used to treat wood 
and wood products, such as fence posts, to inhibit the attacks of insects, 
particularly termites. It is not an insecticide in the ordinary sense of 
the term; but it is an insect repellent. It is an ‘‘economic poison,’’ as is 
opposer’s herbicide, within the meaning of the 1947 Insecticide, Fungicide 
and Rodenticide Act (Public Law 104-80th Congress). 


The primary purpose of a wood-preserving paint containing penta- 
chlorophenol is to repel—or as applicant puts it, ‘‘for inhibiting the 
action of’’—insects, fungi and bacteria, although it may have a decorative 
function as well. 

It is common knowledge that herbicides, insecticides, fungicides and 
bactericides are sometimes, if not frequently, made and sold by a single 
producer. It may be that such producers would not, in ordinary circum- 
stances, make and sell wood-preserving paints such as applicant’s product. 
The record is silent on the subject, but in view of the identity of the marks 
and the nature and purposes of the products of the parties, I am of the 
opinion that purchasers are likely to believe that they emanate from a 
single source. 

Although I entertain some doubt, in the interest of protecting the 
public from confusion, mistake and deception, that doubt must be resolved 
in favor of the earlier user. 


The decision of the Examiner of Interferences is reversed, the opposi- 
tion is sustained, and registration is refused. 
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EX PARTE DORIN, INC. 
Commissioner of Patents — August 9, 1954 


TRADEMARKS—INTERNATIONAL CONVENTIONS 


London revision of the International Convention for the Protection of Indus- 
trial Property, Article 6-D, 1934, ratified by the United States in June 1935 and 
adhered to by France in June, 1939, and which came into force between this 
country and France on July 1939 as a treaty in accordance with Article 18, of the 
convention, made all trademarks which were registered in the country of origin 
(France) and then in the United States independent in this country as of the date 
of the U. 8. registration, provided both registrations were in force and effect on 
the effective date of the treaty. 


TRADEMARKS—RENEWAL OF REGISTRATION BASED ON FOREIGN REGISTRATION 
Application for renewal of registration based on prior French registrations 
held not required to show that mark is still protected in the home country because 
the limitation of term in Section 12 of 1905 Act was superseded by treaty which 

came into force between this country and France in July 1939. 

Petition by Dorin, Inc. from Examiner of Trademarks from require- 
ment that French registration be shown that it was in full force on July 
5, 1947. Petition granted. 

Mock & Blum, of New York, N. Y. for applicant for renewal. 
LeEEps, Assistant Commissioner. 


A petition to the Commissioner has been filed from an action of the 
Examiner of Trade Marks requiring the applicant for renewal to show 
that the French registration which the original applicant had recited in 
his application to register in the United States was in full force and effect 
as of July 5, 1947, the effective date of the Trade Mark Act of 1946. 


The involved mark was registered in France on October 14, 1913, by 
a citizen of France. The French registrant, in accordance with the ap- 
plicable provisions of the Convention of the Union of Paris of March 20, 
1883,’ and in accordance with the Trade Mark Act of 1905, obtained Reg- 
istration No. 96,981 in the United States on May 12, 1914. The applica- 
tion recited ownership of the French registration as required by Section 2 
of the 1905 Act. 


The mark and its registration in the U.S. Patent Office were suc- 
cessively assigned to four French corporations in 1923, 1926, 1927 and 
1928, and each of the assignments was duly recorded in the Patent Office. 
(The 1928 assignment recited use of the mark in the United States.) 


On March 28, 1929, the mark and the registration were assigned to a 
Delaware corporation, and on February 28, 1941, the Delaware corporation 
executed an assignment to a New York corporation, the present applicant 
for renewal. Each of these assignments was duly recorded in the Patent 
Office. 





1. Revised at Brussels on December 14, 1900; at Washington on June 2, 1911; at 
The Hague on November 6, 1925; and at London on June 2, 1934, 
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The French registration issued for a term of 15 years—to October 14, 
1928. The Bulletin Officiel de Propriete Industrielle of January 19, 1928, 
shows renewal of the registration for an additional term of 15 years—to 
October 14, 1943. No further renewals appear, and it is therefore pre- 
sumed that the French registration expired on October 14, 1943. 

The U.S. registration issued for a term of 20 years, except that, under 
the Statute, it would have ceased to be in force on the day on which it 
ceased to be protected in France. Since the French registration was still 
in force and effect at the end of twenty years from the issuance of the 
U.S. registration, the Delaware corporation (assignee-registrant), on No- 
vember 14, 1933, filed an application for renewal reciting continued use, 
and the Patent Office renewed the registration as of May 12, 1934. 

The question presented here for determination may be stated as fol- 
lows: May renewal now be effected in view of the expiration of the foreign 
registration which was recited in the U.S. registration ? 

The Trade Mark Act of 1905 under which the registration issued pro- 
vided in part: 

**TIf the applicant resides or is located in a foreign country, the 
statement required shall, in addition to the foregoing, set forth that 
the trade mark has been registered by the applicant, or that an appli- 
cation for the registration thereof has been filed by him in the foreign 
country in which he resides or is located, and shall give the date of 
such registration, or the application therefor, as the case may be, ex- 
cept that in the application in such cases it shall not be necessary to 


state that the mark has been used in commerce with the United States 
or among the States thereof.’’ (Sec. 2—15 U.S.C. 82.) 


‘‘That a certificate of registration shall remain in force for twenty 
years, except that in the case of trade marks previously registered in 
a foreign country such certificates shall cease to be in force on the day 
on which the trade mark ceases to be protected in such foreign country 
and shall in no case remain in force more than twenty years unless 
renewed.’’ (Sec. 12—15 U.S.C. 92.) 


The precise meaning of the phrase ‘‘cease to be protected in such for- 
eign country’’ is obscure, but the Patent Office has, in the past, interpreted — 
it to mean that a U.S. registration reciting ownership of a foreign registra- 
tion shall cease to be in force on the date of expiration or cancellation of 
the foreign registration. On the basis of that interpretation, it has, gen- 
erally speaking, required a showing of continued existence of the registra- 
tion in the country of origin before renewal of the U.S. registration. 

Prior to 1934 there was nothing in the Paris Convention which pre- 
scribed either a term for registrations obtained by nationals of the con- 
tracting countries in other countries, or for the dependence or inde- 
pendence of marks so registered. Various of the contracting countries 
seemed to have interpreted variously the matter of independence. (See: 
‘*The International Protection of Industrial Property,’’ Ladas, pp. 540- 
543.) 
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At the London Revision of the Convention in 1934 Article 6 was 
amended by inserting subsection D as follows: 

‘*When a trade mark shall have been duly registered in the 
country of origin, then in one or more of the countries of the Union, 
each of these national marks shall be considered, from the date on 
which it shall have been registered, as independent of the mark in 
the country of origin, provided it conforms to the internal law of the 
country of importation.’’ 


The London Revision was signed on June 2, 1934, ratified without 
reservation by the Senate on June 5, 1935, ratified by the President on 
June 27, 1935, and the ratification was deposited on July 12, 1935. On 
October 28, 1938, the President proclaimed the coming into force of the 
Convention on August 1, 1938, between the countries which had deposited 
their ratifications prior to July 1, 1938.2, France adhered to the London 
Revision on June 25, 1939, and in accordance with the provisions of 
Article 18, the Convention came into force as between this country and 
France one month later—July 25, 1939. 

The French registration recited in the registration involved here was 
in full force and effect on July 25, 1939. 

The question now presented is whether the provision in the treaty 
was in conflict with the statute, and if so, whether it superseded the 
statutory provision or required legislation to make it effective. 

Article VI, clause 2 of the Constitution of the United States provides: 


‘*This Constitution, and the Laws of the United States which 
shall be made in pursuance thereof; and all Treaties made, or which 
shall be made, under the authority of the United States, shall be the 
Supreme Law of the Land; and the Judges in every State shall be 
bound thereby, any thing in the Constitution or Laws of any State 
to the contrary notwithstanding.’’ 


Since both Acts of Congress and treaties are placed on an equal foot- 
ing, and no superior efficacy is given to one over the other, when the two 
relate to the same subject matter, the courts will endeavor to construe 
them so as to give effect to both, if that can be done without violating the 
language of either; but if the two are inconsistent, the one last in date 
will control the other, provided the provisions of the treaty are self-execut- 
ing.* 

The statute, enacted February 20, 1905, provided that registration of 
a mark previously registered in a foreign country should cease to be in 
force on the day on which the trade mark ceased to be protected in the 
foreign country. (Emphasis added.) 

The treaty, effective on July 25, 1939, in so far as the matter before 
me is concerned, provided that when a mark shall have been registered 


2. United States, Denmark, Germany, United Kingdom of Great Britain & Northern 
Ireland, Japan, including Chosen, Taiwan and Karaputo, and Norway. 

3. Whitney v. Robertson, 124 U.S. 194 (1888); Horner v. United States, 143 US. 
570 (1892); Ea parte Wong Gar Wah, 18 F.2d 250 (C.A. 9, 1927); Amaya v. Stanolind 
Oil & Gas Co., 158 F.2d 554 (C.A. 5, 1947). 
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in France and then in the United States, each of the marks shall be con- 
sidered from the date on which it shall have been registered as inde- 
pendent. (Emphasis added.) 


Interpreting the language of the treaty liberally in the light of evident 
purposes, as we are bound to do,* and reading the provision in context,° 
and construing the words in their ordinary meaning as applied to the sub- 
ject matter,® there appears clearly to be a conflict between the statutory 
and treaty provisions. The treaty provision, if self-executing, will super- 
sede the statutory provision, since it is later in point of time.’ 

If a treaty is merely a compact between sovereign powers to perform 
a particular act in the future, and legislation is required to render it effec- 
tive, it is not self-executing ;* but if its provisions prescribe rules by which 
private rights may be determined, it is self-executing and the equivalent 
of an Act of Congress.°® 

In Ex parte The Appolinaris Co., Ltd., 73 USPQ 64 (Com’r., 1947), 
the First Assistant Commissioner held that in order to effect renewal of a 
registration reciting a foreign registration, it is incumbent upon the ap- 
plicant to establish that the foreign registration is still in force, relying 
upon Cameron Septic Tank Co. v. City of Knoxville, 227 U.S. 39 (1913). 
In that case, which involved a patent rather than a trade mark, the 
Supreme Court held that Article 4 bis of the Convention, as revised at 
Brussels in 1900, did not supersede the statute governing the term of a 
patent and thereby extend the term of the patent in suit. 


The statute under consideration in that case provided (Sec. 4884, 
R.S.) : 





















‘*Every patent granted for an invention which has been previously 
patented in a foreign country shall be so limited as to expire at the 
same time with the foreign patent, or, if there be more than one, at 

the same time with the one having the shortest term, and in no case 
shall it be in force more than seventeen years.’’ 
The treaty provision under consideration by the court stated: 


‘*Patents applied for in the different contracting States by persons 
admitted to the benefit of the convention under the terms of articles 
2 and 3 shall be independent of the patents obtained for the same 
invention in the other States adherents or nonadherents to the Union. 

‘‘This provision shall apply to patents existing at the time of its 
going into effect. 

‘The same rule applies, in the case of adhesion of new States, to 
patents already existing on both sides at the time of the adhesion.’’ 


4, Asakura v. Seattle, 265 U.S. 332 (1924); In re Zalewski’s Estate, 55 N.E.2d 184 
(N.Y., 1944); Watson v. Hoey, 59 F.Supp. 197 (N.Y., 1943). 

5. Clarke v. Pigeon River Improvement Co., 52 F.2d 550 (1931); Amaya v. Stano- 
lind Oil & Gas Co., supra. 

6. DeGeofroy v. Riggs, 133 U.S. 258 (1890); Watson v. Hoey, supra. 

7. Foster v. Neilson, 7 L.Ed. 415 (1829). 

8. Foster v. Neilson, supra; Robertson v. General Electric Co., 32 F.2d 495 (C.A. 4, 
1920). 

9. In re Clausen’s Estate, 108 P. 516 [Off. sub. nom. Rocco v. Thompson, 223 U.S. 
317 (1912)]. 
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No conflict is seen between the statutory provision and the treaty 
provisions. 


A patent is a grant for a term of the exclusive right to make, use and 
vend an invention. A patent does not exist until the grant is made by the 
appropriate authority. Upon expiration of the term, the invention is free 
for public use. When the grant is made, the term is an essential, integral 
and inherent part of it. A treaty declaration of ‘‘independence’’ of patents 
(and patents applied for) means merely that the grant is subject to local 
law, and there is nothing in Article 4 bis which remately suggests that it 
was meant to alter—or even that it could have altered—the grant in any 
way, in so far as the term is concerned. 


Furthermore, at the Diplomatic Conference in Brussels Article 4 bis 
was adopted with the explanatory clause or interpretation proposed by the 
American delegation stating: ‘‘ However, the term fixed by the initial law 
of each country remains intact.’’ According to the Conference record, 
Article 4 bis was adopted with this condition, and the final protocol, in- 
cluding the interpretation, prepared by the Committee on Reports was 
adopted by the Conference. In their report to the Secretary of State, the 
American delegates reported their understanding of the meaning of Article 
4 bis and the interpretation which had been given it by the Conference. 


The Supreme Court in the Cameron case held that if Article 4 bis 
be construed, as it thought it should be construed, ‘‘in accordance with 
the declaration of the Conference at the instance of the American dele- 
gates,’’ it had no application to the involved patent. Subsequent to the 
Brussels Revision in 1900, the Congress enacted legislation in 1903 to 
‘‘earry into effect’’ the provisions of the Revision. The legislation extended 
the period of priority from six to twelve months, but there was nothing 
in the legislation which even suggested that Article 4 bis extended in any 
manner the term of any patent theretofore or thereafter granted. In fact, 
in presenting the legislation to the House the member proposing it stated 
that it did not ‘‘extend by a single instant the life of any patent now in 
existence, or any patent that may be granted hereafter.’’ He further 
stated that nearly all of the nations represented at Brussels had already 
passed legislation to give force to the Revision and it was but fair that 
this country should take similar action. On the basis of this statement, 
the Court seemed to hold that it was the sense of Congress, and of the 
Court, that the treaty was not self-executing. The fact that other nations 
enact legislation to implement treaties is not evidence that a treaty is not 
self-executing, since many nations do not regard treaties as law until they 
are made so by legislation.*° The United States Constitution, however, 
gives equivalent status to statutes and treaties when the treaties do not 
require legislation to make them effective—and I do not believe the mere 





10. Indemnity Ins. Co. v. Pan American Airways, 58 F.Supp. 338 [D.C. N.Y., 1944], 
and cases cited. 
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fact that Congress subsequently enacts legislation to remove conflicts be- 
tween statutes and treaties is evidence that the treaty is not self-executing. 

The Conference history of Article 6 D is quite different from that of 
Article 4 bis as outlined in the Cameron case. The proposal of the United 
States," according to the record’? was perhaps more explicit than that 
adopted. The U.S. delegation,'* however, voted for the adoption of Article 
6 D, without interpretation. The report of the delegation to the Secretary 
of State merely states: 

“If a trade mark has once been registered in the country of origin 
and then in one or more other countries of the Union, the right to 
such trade mark in such other countries shall be independent of the 
right to such mark in the country of origin, provided such trade mark 
is in conformity with the law of the country of importation.’’™ 
In my opinion, the decision of the Court in the Cameron ease in re- 

spect to Article 4 bis is not a controlling precedent in respect to Article 
6 D, even though legislation was subsequently enacted which spelled out 
in detail the independence of registrations. I believe that Article 6 D 
represented a fait accompli and required no legislation to ‘‘implement’’ 
it; and the fact that Congress enacted legislation” to remove conflicts 
between the statutes and the treaty does not alter that belief. This opinion 
is supported by a decision of the Supreme Court much later than the 
Cameron case. In Bacardi Corp. v. Domenech, 47 USPQ 350 (1940), the 
Court said of the General Inter-American Convention for the Protection 
of Industrial Property, which contains in Article 10 a provision not unlike 
Article 6 of the London Revision : 

‘*This treaty on ratification became a part of our law. No special 
legislation was necessary to make it effective.’’ (Cases cited.)** 
Consonant therewith, I find that Article 6 D of the Paris Convention of 
1883 adopted at London in 1934 became, upon ratifieation, a part of our 
Jaw; and no special legislation was necessary to make it effective. It there- 
fore superseded the provision in Section 12 of the Trade Mark Act of 
1905 prescribing cessation of force of a U.S. registration upon cessation 
of protection of the mark in the country of origin. 


11. Once the registration or the deposit of a mark has beeome operative in one or 
more countries of the Union, the rights accorded, claimed or preved by virtue of each of 
these registrations or deposits shall be independent of the registration, the deposit, the 
enterprise or the demand existing in any country whatsoever, including the country of 
origin, and these rights shall not be affected by the ehanges which the registration or 
the deposit shall undergo in one or more countries of the Union, for example by an 
assignment, by a limitation, by the loss, by the abandonment or by the expiration of the 
right to the mark, the registration or the deposit in the country of origin or in any other 
country whatsoever. 

12. Actes de la Conference de Londres, 1934, p. 396. 

13. Messrs. Conway P. Coe, John A. Dienner and Thomas Ewing. 

14. Message of the President transmitting the London Revision to the Senate, 74th 
Congress, Ist Session, Executive F. 

15. Trade Mark Act of 1946, Section 44(f), 15 U.S.C. 1126f. 

16. The First Assistant Commissioner in the Appolinaris case gave little considera- 
tion to this statement of the Court because the ease involved validity of a Puerto Rican 
statute; but I cannot see how the nature of the cause of action modifies in any manner 


the holding of the Court. 
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A trade mark is not a patent. Neither the mark nor its registration 
is a grant of exclusive rights, either to make, use or vend a product. A 
trade mark may exist irrespective of whether or not it is registered. A 
trade mark is a name, symbol or device used to identify a product and 
distinguish it from the same and similar products made and sold by others. 
Its registration is recognition of the right acquired through use and of the 
right to continue to use it for that purpose. Although a registration is 
recognition for a term, expiration of the term does not diminish the sub- 
stantive rights of the user—nor is the mark free for public use. The treaty 
declaration in Article 6 D of ‘‘independence’’ of marks after registration 
in accordance with the Article merely means that for all purposes there- 
after the mark—not the registration—is subject to local law. In other 
words, a trade mark registered in the country of origin and then in the 
United States becomes, upon registration here, subject to our national law. 
It must be used in commerce within a reasonable time after its registration, 
or the registration is subject to cancellation by an aggrieved person. It 
may be renewed only if it is being used. The status of the registration in 
the country of origin has no bearing whatsoever upon the maintenance of 
the registration here. It must be maintained by complying with our 
national law. If the mark is being used, and it otherwise complies with 
our national law, its registration may be maintained. 


Having found that Article 6 D was self-executing, it becomes necessary 
to construe it in order to determine when the mark involved here became 
independent. The treaty provision states: 


‘“When a trade mark shall have been duly registered in the 
country of origin, then in one or more of the other countries of the 
Union, each one of these national marks shall be considered, from the 
date on which it shall have been registered, as independent, provided 
it conforms to the internal law of the country of importation.”’ 
(Emphasis added.) 


The phrase ‘‘shall have been’’ is future perfect tense and is susceptible 
of both past and future application.’’ It presents a question of ‘‘legislative 


?? 


intent.’’ Since Article 6 had not theretofore contained anything indicating 
the term of registrations in the contracting States, and since some of the 
States had construed marks registered under their laws as being inde- 
pendent, while others had construed them to be dependent on the mark 
registered in the country of origin, it is believed that the intent was to 
bring about uniformity of interpretation. To that extent, the phrase 
‘‘from the date on which it shall have been registered’’ has, I believe, a 
past application, but only in so far as registrations existing on the date 
of coming into force of the treaty provision are concerned. It has a future 
application in so far as registrations issued thereafter are concerned. 
Obviously, it could have no past application in so far as expired or can- 


17. Gulf Refining Co. v. Evatt, 74 N.E.2d 351; Norris v. Sullivan, 47 Conn. 474; 
McCarthy v. Civil Service Commission, 273 Pac. 98. 
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celed registrations were concerned, nor could its effect have been to revive 
such registrations. 

It is my opinion that Article 6 D means that upon the coming into 
force of the treaty provision between a country of origin and the United 
States, all trade marks which were registered in the country of origin and 
then in the United States became independent in this country as of the 
date of the U. S. registration, provided both registrations were in force and 
effect on the effective date of the treaty. Such marks, on the date of their 
independence, became subject to our Federal law. 

The involved mark was registered in France (country of origin) on 
October 14, 1913, and then in the United States (contracting State) on 
May 12,1914. The treaty provision came into effect as between France and 
the United States on July 25, 1939. Both the French and the U. S. regis- 
trations were in full force and effect on that date. Therefore, on July 25, 
1939, the mark registered in the United States became independent of the 
French mark as of May 12, 1914, and has, since that date, been subject to 
the provisions of our Federal Statutes. 

It appears that since March 28, 1929, the mark and the registration 
have been owned by a U. S. citizen, and, as far as the record shows, the 
mark has been in use in commerce since at least that date. The registration 
should be renewed without any showing of status of the French registration. 

In so far as the conclusions reached here are inconsistent with those 
reached in Ex parte The Appolinaris Co., Ltd., supra, the prior decision is 
overruled. 

The petition to renew is granted, and renewal will issue in due course. 


OSMOSE WOOD PRESERVING CO. OF AMERICA, INC. v. 
CALIFORNIA SPRAY-CHEMICAL CORPORATION 


No. 31768 — Commissioner of Patents — August 9, 1954 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Rule 23.5 (Patent Rule 282) which provides a method of introducing official 
records and special matter contained in printed publications by giving notice to 
adverse party, also, requires that the notice indicate the relevancy of the ‘‘evidence’’ 
and that material introduced be competent evidence and pertinent to the issues. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Although a certified copy of an application is competent to prove that an 
application was filed, it is incompetent in a contested proceeding to prove allega- 
tions of ownership and use of a mark; and where opposer contended that the 
application was prima facie evidence of use of its trademark held opposer’s appli- 
cation was incompetent evidence to sustain the opposer’s burden of proving alle- 
gations in an opposition proceeding. 

Opposition proceeding by Osmose Wood Preserving Co. of America, 
Inc. v. California Spray-Chemical Corporation, application Serial No. 
616,158 filed July 6, 1951. Applicant appeals from decision of Examiner 
of Interferences sustaining opposition. Reversed. 
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Albert Sperry, of Trenton, New Jersey for opposer-appellee. 

A. L. Snow, H. B. Wands, and G. H. Fuhrig of San Francisco, California 
and Burns, Doane, Benedict & Irons, of Washington, D. C. for appli- 
cant-appellant. 

LeEps, Assistant Commissioner. 


Application has been filed to register penTox for ‘‘dusting sulphurs 
suitable for use as parasiticides, namely insecticides and fungicides and 
herbicides.’’ Use is claimed since June 13, 1951. Opposition has been filed 
by one who claims prior use of PENTox for ‘‘products which inhibit the 
action of insects, fungi and bacteria, including particularly compositions for 
combating the action of insects and fungi upon wood and wood products.’’ 
The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

No testimony was taken. Opposer, during its trial period, filed and 
served a paper identified as ‘‘Opposer’s Notice of Reliance on Recorded 
Instrument Pursuant to Rule 23.5 (Patent Rule 282)’’, to which it at- 
tached a certified copy of the file of an application which it had theretofore 
filed in the Patent Office. 

Applicant, during its trial period, filed a paper identified as ‘‘ Appli- 
cant’s Reliance on Recorded Instruments Pursuant to Rule 23.5 (Patent 
Rule 282)’’ to which it attached certified copies of eleven papers of record 
and a certified copy of its Reply Brief in Opposition No. 31,260 between 
these parties. 

Rule 282 provides a method of introducing official records and special 
matter contained in printed publications by giving notice to the adverse 
party and supplying copies of the records and publications. The Rule 
requires that the notice indicate the relevancy of the ‘‘evidence’’, and it 
further provides that the material so introduced be competent evidence 
and pertinent to the issues. 

Neither party complied with the Rule, since the notices did not indicate 
the relevancy of the matters attached thereto, and in addition, the question 
of competency and pertinency to the issues arises. 


The Examiner of Interferences held: 


‘‘Opposer has established ownership and use of its mark since 

October 22, 1949; the filing date of its presently involved application, 

by the filing of the certified copy of its application referred to above.’’ 

The precise meaning of the reference to ‘‘its presently involved appli- 

cation’’ is obscure; but if the examiner meant that opposer had proved 

ownership and use of its mark by the filing of a certified copy of a pending 

application, it was error. Opposer contended at the hearing on appeal that 

the application is prima facie evidence of use of its trade mark. Doubt was 

expressed by the Assistant Commissioner that it was competent to prove 

use or ownership, and leave was requested and granted to file a memoran- 
dum of authorities. No case was cited in support of the contention. 
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A certified copy of an application is competent to prove that an appli- 
cation was filed, but it is incompetent in a contested proceeding to prove 
allegations of ownership and use of a mark by a party in position of plain- 
tiff. Cameo, Inc. v. Phillips, 92 USPQ 77 (42 TMR 146) (Com’r. 1952) ; 
Allied Laboratories, Inc. v. Alumac Chemical Co., 100 USPQ 145 (44 TMR 
677) (Com’r., 1954). 

Opposer further contended that the question of competency of the 
evidence was not raised below and could not, therefore, be raised on appeal. 


The cases cited in its memorandum* do not support that contention; and 


* Botnen v. Dorman, 84 USPQ 270; Whitehall Pharmacal Co. v. Patrick § Hudson, 
87 USPQ 381; In re Torkelson, 50 USPQ 206; McBride v. Teeple, Jr., 44 USPQ 523; 
Synchromatic Air Conditioning v. Williams, 44 USPQ 598 (30 TMR 205). 


if I understand the law, there are no cases which could support it. In- 
competent evidence is no evidence at all, and it is not entitled to any 
consideration, irrespective of whether or not the question of competency 
is raised. 

A party in position of plaintiff (opposer here) in any action has the 
burden of proving the allegations which it sets up in its cause of action. 
This seems too well established to require citation of authorities. This 
opposer has not discharged its burden. The opposition must, therefore, 
be dismissed. 

A part of the ‘‘evidence’’ submitted by applicant might have been 


competent to show admissions against interest by the opposer, but in view 
of the disposition of the case, it is not necessary to analyze it here. 
The decision of the Examiner of Interferences is reversed. 


EAST TENNESSEE PACKING CO. v. ARMOUR AND COMPANY 
No. 5685 — Commissioner of Patents — August 25, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—GEOGRAPHIC TERMS 

TENNESSEE for use on ham and bacon on Supplemental Register is sought to 
be cancelled by petitioner having used composite mark comprising an outline, map 
of the State of Tennessee on hams and bacon and other meat products with word 
KNOXVILLE and TENNESSEE. 

Since it is well recognized that the use of a word and of a picture having 
the same meaning as the word are equivalent for trademark purposes, it is held 
that petition for cancellation should be sustained. 

Cancellation proceeding by Hast Tennessee Packing Co. v. Armour 
and Company, Registration No. 531,899 issued October 10, 1950. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Reversed. 

Cyrus Kehr & Swecker, of Washington, D. C. for petitioner-appellant. 
Carl C. Batz, of Chicago, Illinois for respondent-appellee. 
Freperico, Examiner in Chief. 

This is an appeal by the petitioner from the decision of the Examiner 

of Interferences dismissing the petition for cancellation. 
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The registration sought to be cancelled, No. 531,899, issued October 10, 
1950, and is on the Supplemental Register. It discloses the name TENNES- 
SEE, written in script along an arc, as a trade mark for ham and bacon. 
Use since 1932 is alleged. The stipulation of facts filed in lieu of testimony 
on behalf of the registrant states that the word TENNESSEE has been con- 
tinuously used by the registrant, under the trade style Memphis Packing 
Corporation, and its predecessor (Memphis Packing Corporation of Ten- 
nessee) from which it derived title in 1935, as a brand name for various 
meat products including ham and bacon, since as early as the year 1932. 


Petitioner’s testimony shows that it has been using a composite mark 
comprising an outline map of the State of Tennessee, on hams and bacon 
and other meat products. The mark used shows the outline map of Ten- 
nessee behind which is a circle of which only the upper and lower portions 
appear (the central and largest portion being covered by the map) ; as most 
commonly used, the words ‘‘East Tennessee Packing Co.’’ appear in two 
lines within the border of the map, the word KNOXVILLE on the upper visible 
part of the circle and the word TENNESSEE on the lower visible part of the 
circle. The testimony indicates that the mark has been used since at least 
as early as 1922. The described mark is used as an emblem on various 
products which also carry a trade mark designation. 


Petitioner obtained a registration, on April 25, 1933, of the above 
described mark omitting all the words which appear thereon in use; the 
registration recites ham, bacon, and other named meat products as the goods 
on which the mark is used. The application for the registration was filed 
on October 6, 1931, which is earlier than the earliest date of use claimed by 
the respondent. 


The examiner held that, in view of the disclaimer which appears in the 
registration, of the representation of the map of the State of Tennessee, it 
was necessary for petitioner to prove that this part had become distinctive 
of petitioner’s goods and that it would be relied upon as the practical 
equivalent of the word TENNESSEE in identifying the goods as to source of 
production. The examiner held that there was nothing in the record to 
support this position and that the only evidence presented was negligible 
and of no substantial weight. This refers to two letters of inquiry which 
petitioner submits as evidence of confusion. One letter, written from 
Arkansas, inquires whether ‘‘some good Tennessee Country Ham’’ for 
serving in the writer’s cafeteria, could be obtained from petitioner. The 
other letter appears to be a personal letter from a grower of African violets 
in South Carolina referring to some violets sent as a Christmas present and 
stating, ‘‘Last year I asked you to put aside and age a ham for me. Have 
you done so? I would like to have a real, aged Tennessee ham. Don’t 
want one unless it is the best.’’ These letters certainly do not prove either 
trade mark significance, or confusion or likelihood of confusion. On the 
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contrary, they tend to show an absence of any trade mark significance in 
TENNESSEE as a trade mark for hams. 

The Examiner of Interferences dismissed the petition on the ground 
that there was no reasonable likelihood of confusion or mistake or deception 
of purchasers, the conclusion apparently being based upon the implication 
that neither the map of Tennessee nor the word TENNESSEE constituted a 
trade mark for hams produced in Tennessee. 

It is well recognized that the use of a word and of a picture having the 
same meaning as the word are equivalent for trade mark purposes, and in 
In re Canada Dry Ginger Ale, Inc., 32 USPQ 49, 86 F.2d 830, the Court of 
Customs and Patent Appeals held the use of a map of Canada equivalent 
to the use of the word canapa. Petitioner in the present case is using and 
has used the equivalent of the mark registered by the respondent from a 
time prior to the use by the respondent and during the time preceding the 
date of the application for the registration involved. Under these circum- 
stances registration on the Supplemental Register is not in order, without 
regard to whether either party actually has any trade mark rights in a map 
of Tennessee or the word TENNESSEE. 

The decision of the Examiner of Interferences is reversed and the 
petition for cancellation is sustained. 


GOLDRING, INC. v. TOWNCLIFFE, INC. 


Nos. 5443, 5476 — Commissioner of Patents — August 25, 1954 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Registrant of TOwNLEY for ladies’ coats, suits, dresses and golf and sports 
suits, coats, sweaters and dresses seeks to cancel registrations of TOWNTREE and 
TOWNCLIFFE for ladies’ coats, suits, jackets and skirts but it appearing from the 
record that the TOWNLEY registration issued by reason of a false affidavit in that 
the mark was used only on coats and suits petitioner may therefore not rely upon 
the registration in any manner in the Patent Office. 


CANCELLATION PROCEDURE—EVIDENCE 


Testimony as to sales and advertising from figures prepared from corporate 
records is preferable since production of actual records would be burdensome and 
cumbersome; particularly where records are available to other side for inspection. 


CANCELLATION PROCEDURE—EVIDENCE 


Opinion testimony by witness that he did or did not think there would be 
confusion is entitled to little weight but fact that registrant had sold $13,000,000 
worth of TOWNCLIFFE and TOWNTREE garments which had been widely advertised 
would seem to indicate that if confusion, mistake or deception were likely it would 
have developed since 1943 but no evidence produced and hence while petitioner has 
unquestionably established trademark rights in TOWNLEY so applied to women’s 
coats and suits it has not established trademark rights in TOWN and therefore the 
dismissal of the petitions is affirmed since TOWNCLIFFE and TOWNTREE are not 
otherwise confusingly similar to TOWNLEY. 


Cancellation proceeding by Goldring, Inc. v. Towncliffe, Inc., Registra- 
tion No. 405,355 issued January 25, 1944 and Registration No. 404,944 
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issued December 28, 1943. Petitioner appeals from decision of Examiner 
of Interferences dismissing petitions. Affirmed. 

Henry L. Burkitt, of New York, N. Y. for registrant-appellee. 

Howard A. Rosenberg, of New York, N. Y. for petitioner-appellant. 
LeeEps, Assistant Commissioner. 

The registrant of TOwNLEy’ for ladies’ coats, suits, dresses and golf 
and sport suits, coats, sweaters and dresses, has petitioned to cancel regis- 
trations of TOWNTREE”? and TOWNCLIFFE® each for ladies’ and misses’ coats, 
suits, jackets and skirts. The respondent’s marks were published in accord- 
ance with Section 12(c) of the Act of 1946 on April 26, 1949 and June 14, 
1949, respectively. 

The Examiner of Interferences dismissed the petitions on the ground 
that the delay for more than five years in filing the actions constituted 
laches barring relief to petitioner. Petitioner has appealed. 

Petitioner presented as witnesses its assistant president and general 
merchandising manager and its secretary and sales promotion director. It 
appears that the assistant president had been in the employ of petitioner 
and its predecessors since 1928—when he was fifteen years of age. He 
identified a TOWNLEY label used in coats and suits of petitioner or one of 
its predecessors from 1932 to 1935, another used from 1935 to 1939, another 
from 1932 to 1942, and another used from 1939 to the date of taking testi- 
mony. Generally speaking, petitioner’s coats and suits are sold in its own 
stores or through department concessions in the stores of others. There 
were introduced through this witness three sheets of figures which were 
prepared under his supervision from the audited records of the successive 
corporations showing total sales volume amounting to $251,163,000 and 
the estimated sales volume of TOWNLEY coats and suits amounting to 
$103,954,000, based on an average of approximately forty percent of the 
total. He testified that his company had figures to support the percentage 
estimate, but they were not presented. Another sheet of figures was iden- 
tified by the witness as showing the estimated amount spent in advertising 
TOWNLEY coats and suits, prepared under his direction by the accounting 
department and auditors, and the estimate was arrived at by calculating 
forty percent of the total advertising expenditures. He testified that the 
advertising expenditures bear this definite relationship to sales. The 
amount stated to have been spent in advertising the TOWNLEY coats and 
suits was $4,596,516. 

The witness identified a letter which he stated was written in response 
to a request from him asking for comparative sales figures of TOWNLEY 
coats and suits. The writer of the letter was not produced. 


1, Reg. No. 296,939, issued August 23, 1932 under the Trade Mark Act of 1920. 

2. Reg. No. 405,355, issued January 25, 1944 under the Trade Mark Act of Feb- 
ruary 20, 1905. 

3. Reg. No. 404,944, issued February 28, 1943 under the Trade Mark Act of 1905. 
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The assistant president testified that ‘‘the important syllable in the 
trade mark TOWNLEY is the word Town which carries all the stress.’’ He 
was then asked: ‘‘In connection with any other two-syllable trade mark in 
which the syllable Town is emphasized, would you consider that there 
would be likelihood of confusion with your goods, particularly where the 
goods are of the same descriptive properties?’’ In response he stated: ‘‘I 
think there would be a very strong possibility of confusion in any other 
product if it had a name in which Town appeared.’’ Thus, it appears that 
petitioner may be asserting some exclusive right to the word TOWN alone, 
although it does not appear that the word has ever been used alone. This 
conclusion is borne out by petitioner’s reliance upon certain decisions in 
cases instituted by it in which it had succeeded against TOWNBROOK,* 
TOWNEDEB,*® TOWN-TEEN CASUALS,° ZIP-TOWNSTER’ and TOWNSTER.® Petitioner 
also sought to cancel TOWN MooR;’ it seeks in this proceeding to cancel 
TOWNTREE and TOWNCLIFFE; and the exhibits introduced here indicate that 
it has pending an opposition against TOWNLINE.’° 

On cross examination, the assistant president testified that nothing but 
coats and suits were ever sold under the TOWNLEY mark, and that petitioner 
and its predecessors had never sold any ladies’ dresses, golf and sport suits, 
or sweaters under the mark. It appears that the registration issued for 
these items as a result of a false affidavit. Therefore, petitioner may not 
rely upon its registration in any manner in the Patent Office. Consolidated 
Dairy Products Co. v. Gildener & Schimmel, Inc., 101 USPQ 465 (44 TMR 
982). 

Petitioner’s secretary, who has been employed by it and its predeces- 
sors since 1928, also identified the sales and advertising figures previously 
testified to; he stated that he ‘‘definitely feel[s] that the Town is the most 
important part of the word TOWNLEY, and that it is his personal opinion 
that any goods of a similar nature sold under a mark having TOWN as its 
first syllable would confuse customers. The witness identified a brochure 
which he stated was mailed out by retail outlets in 1932, and although he 
testified that he knew it was used, it does not appear how he knew. He 
identified a list of newspapers which he said had carried TOWNLEY adver- 
tising. There were introduced two papers in the form of letters which the 
witness stated had been prepared by petitioner’s staff and sent out in draft 
form to be reproduced on the stationery of the retail outlets, presumably 
to be mailed to potential customers. There is no evidence showing that such 
letters were ever mailed. Two glossy proofs of proposed newspaper adver- 
tisements were identified, one of which was sent to the retail stores for 


4. Goldring Merchandising Corp. v. Townbrooke, Inc. Op. No. 25,031. 

5. Goldring Merchandising Corp. v. Adler, 78 USPQ 290. 

6. Goldring, Inc. v. Balbinder, Can. No. 5182. 

7. Goldring, Inc. v. The Printz-Biederman Co., 89 USPQ oa (41 TMR 625). 
8. Goldring, Inc. v. The Printz-Biederman Co., Can. No. 

9. Goldring, Inc. v. Town-Moor, Inc., 101 USPQ 114, ae TMR 857). 

10. Goldring, Inc. v. Levy Bros. Op. No. 32,261. 
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inside display, and the other for insertion in newspapers prior to the open- 
ing of the departments in certain stores handling TOWNLEY coats and suits. 
There is no competent evidence to show that the advertisements were ever 
used. This witness identified a photocopy of a letter which he said was 
written to petitioner’s store in Shreveport in which a person alleged to have 
written the letter asked for new labels which the witness stated referred to 
TOWNLEY labels. The evidence is incompetent to establish such statements 
as facts. 

The transcript of petitioner’s testimony reveals a peculiarity which is 
not understood. Counsel for petitioner was sworn by the notary at the 
opening of the deposition hearing, and after introducing the notice of 
taking testimony, he proceeded to interrogate the witnesses. In addition, 
while the petitioner’s secretary was testifying, counsel identified certain 
brochures and advertisements and testified as to dates, manner of use and 
distribution. 

Respondent’s record shows that it was incorporated in 1940 under the 
name TOWNCLIFFE, INC. Its president testified that he had been president 
since the formation of the corporation, and that it had used TOWNCLIFFE: 
and TOWNTREE since its inception on women’s and misses’ coats, suits,. 
skirts and other women’s and misses’ garments which it manufactured and 
sells. The witness identified a number of original bills dated 1943, 1944 
and 1945 for labels, including TOWNCLIFFE and TOWNTREE labels, and stated 
that the bills had been paid. Respondent also has used what it calls 
‘*hanging tags’’ on its garments. Some original bills dated 1947 and 1948 
for such tags were identified, and, according to the testimony, the bills 
were paid. The president of respondent testified that he supervises all 
advertising for magazines, by direct mail, by brochures and with retail 
outlets. Dozens of advertisements of TOWNCLIFFE and TOWNTREE from 
magazines such as ‘‘Charm,’’ ‘‘Glamour,’’ ‘‘Harper’s Bazaar,’’ ‘‘Good 
Housekeeping,’’ ‘‘Town and Country,’’ ‘‘ Vogue,’’ ‘‘Mademoiselle,’’ ‘‘ The 
New Yorker’’ and ‘‘McCall’s,’’ and from numerous newspapers from Chi- 
cago, New York, San Francisco, Minneapolis, Indianapolis and other cities 
were introduced. In connection with many of the advertisements the 
original bills (69 in number) from the advertising agency for the magazine 
advertising were identified and placed in evidence. The advertisements 
date generally from 1943. Retail stores which advertise respondent’s wear- 
ing apparel pay for the newspaper advertising. 

Respondent’s president identified a sheet of paper upon which appeared 
two compilations of figures, one of which he stated represented sales volume 
from 1940 through 1951 and the other advertising expenditures. It appears 
that the advertising expenditures for 1940, 1941 and 1942 totaled less than 
$500.00 annually, but from 1943 they were increased, and the twelve year 
total is approximately $75,000. Approximately fifteen to twenty percent 
of the advertising carried the TOWNTREE mark, according to the witness. 
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Total sales volume has amounted to $15,000,000. The witness stated that 
the sales and advertising figures had been compiled under his direct super- 
vision from the books and records of the corporation, and each garment 
sold during the twelve year period had a TOWNCLIFFE label sewn in it, and 
approximately fifteen to twenty percent of them had a TOWNTREE label also. 
The sales volume statistics were listed ‘‘Excess of 1 million,’’ ‘‘Excess of 
1¥% million,’’ ete., and the witness stated that the exact figure ‘‘to the 
penny’’ were of a more or less confidential nature and that was his reason 
for giving round number amounts. 

When respondent’s witness was asked whether, from his 26 years of 
experience in the ladies’ apparel field, he thought there would be any 
confusion between TOWNLEY and TOWNCLIFFE or TOWNTREE, he replied in 
the negative. The testimony was objected to on the grounds of incompe- 
tency and irrelevancy. It is opinion testimony and entitled to little, if 
any, weight, just as is the comparable testimony elicited from petitioner’s 
witnesses by its counsel. 

On cross-examination the witness was asked whether respondent cor- 
poration had books and records at its place of business, and the answer was 
in the affirmative with an added statement, ‘‘those are available to you at 
any time.’’ He was then asked to recall a number of specific transactions 
on specific dates many years prior to the taking of testimony and after 
stating that he did not remember, petitioner’s counsel moved to strike 
respondent’s testimony as: 

‘*having no relation to any issue in this cancellation proceeding, having 

no relation to any issue tendered by the answer, as being in most cases 

incompetent, irrelevant and immaterial in response to leading questions, 
in answer to many questions being nonresponsive, as being indefinite 
in great detail as to the exhibits and content thereof to which the 
testimony is directed, as not being supported in proper method by 
competent books and records, and in practically every case not con- 


nected with any trade mark used by the Respondent.’’ 
Since a considerable portion of petitioner’s brief deals with this motion 


and characterizes respondent’s record as ‘‘flimsy,’’ lacking in ‘‘forthright- 
ness and truth,’’ filled with ‘‘hearsay’’ and ‘‘unconnected, irrelevant 
assertions and insupportable statements,’’ and ‘‘a mass of leading questions, 
propounded continuously over objection,’’ the motion will be dealt with 
first. 

The records of both parties were made in substantially the same way. 
The officers of both parties testified from memory as to first use of the 
involved marks. No evidence of actual sales under any of the marks was 
introduced. 

Testimony as to sales volume and advertising expenditures on behalf 
of both parties was from sheets of paper which showed data which had 
been, according to the witnesses, compiled from corporate books and records 
under their direct supervision. Such a method is preferable in these cases, 
since the production of the cumbersome books and records would be burden- 
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some and would serve no real purpose, especially where, as here, a party 
states that the records are available to the other party at any time. 


If, as is contended by petitioner, respondent’s proofs regarding use of 
its marks, advertising expenditures, and extent of sales are ‘‘inadmissible,’’ 
then petitioner’s proofs would suffer the same weakness. In fact, respond- 
ent’s testimony, supported by numerous exhibits, concerning its advertising 
is in many respects superior to petitioner’s, particularly since some of 
petitioner’s testimony was given by its counsel who did not qualify himself 
with respect to his knowledge of such matters. The records are sufficient 
to prove use of the marks by the parties, their sales volumes and advertising 
expenditures. 


There is nothing in respondent’s record which indicates a lack of 
forthrightness or truth. The mere fact that respondent’s witness could 
not remember specific dates of certain published advertisements of its 
products (most of them speak for themselves), dates of ordering labels and 
other specific dates does not indicate any such lack. It would have been 
somewhat startling if he could have remembered them without something 
to refresh his memory. 


Counsel for both parties asked some leading questions, and it is also 
apparent that counsel for petitioner made numerous objections—not only 
on the ground that some questions were leading, but also that most, if not 
all, of the respondent’s exhibits either bore no relation to the proceedings 
or were incompetent, irrelevant and self-serving. A reading of respondent’s 
testimony is persuasive of the conclusion that most of the objections were 
designed to harass respondent and its counsel. Any question which might 
remain in this regard is fully resolved upon reading the cross-examination. 


The motion to strike is denied; the answers to leading questions on 
behalf of both parties are ignored ; the self-serving opinions as to likelihood 
of confusion are not considered; and the letters from third persons and 
lists of newspapers and telephone listings submitted by the parties are dis- 
regarded as hearsay. 

Respondent’s registrations have been, since their issuance in 1943 and 
1944, respectively, prima facie evidence of its ownership of the marks, and 
since their publication in 1949 in accordance with the provisions of section 
12(c) of the Act of 1946, they have, in addition, been prima facie valid 
and prima facie evidence of respondent’s exclusive right to use the marks 
on the goods recited therein. 


Since at least 1943 when respondent’s applications were filed, it has 
sold some $13,000,000 worth of TOWNCLIFFE and TOWNTREE garments, and 
the exhibits show that they have been widely advertised and publicized. 
It would seem that if confusion, mistake or deception were likely, it would 
have developed, and some evidence thereof would have been introduced. 
None was presented. 
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There is no question but that petitioner has established trade mark 
rights in TOWNLEY as applied to women’s coats and suits, but it has not 
established trade mark rights in town. Petitioner argues in its brief that 
others have conceded its right ‘‘not merely in the trade mark TOWNLEY, but 
in relation to marks which were not identical but which had similarity in 
the syllable rown,’’ citing the cases hereinabove referred to. Whatever the 
facts might have been in those cases, there are no facts in the record here 
which overcome respondent’s registrations or from which damage to peti- 
tioner can be presumed. TOWNLEY is a surname, and would generally be 
recognized as such. TOWNCLIFFE, respondent’s trade name since 1940, and 
TOWNTREE have no such recognizable quality. It is observed that the only 
cited court cases in which petitioner sought relief involved the identical 
name TOWNLEY. The situation here presents a different set of facts. 

Having found no facts which would entitle petitioner to prevail, the 
question of laches, which was not pleaded, requires no ruling. 

The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 


EX PARTE BERNHARD ALTMANN 


Commissioner of Patents — August 26, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
THE HOUSE OF CASHMERE has been used by applicant as a trademark in the 
clothing field and is entitled to registration on the Supplemental Register. 

Application for trademark registration by Bernhard Altmann, Serial 
No. 606,197 filed November 10, 1950. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 

Edward 8. Higgins, of New York, N. Y. for applicant. 
LeEps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register 
the term THE HOUSE OF CASHMERE for sweaters, coats, jackets, mufflers, 
lounging robes, under and outer shirts, dresses, hosiery, gaberdines, under- 
wear, vests and shawls, all of which are made in substantial part of 
eashmere. Registration has been refused on the ground that the mark 
does not appear to be capable of distinguishing applicant’s goods from 
those of others. Applicant has appealed. 

In refusing registration the examiner stated: ‘‘This notation merely 
serves to inform the public that the goods so marked originate from a 
business or ‘house’ which deals in cashmere products. It is not believed 
that this applicant should be permitted to abridge the freedom of others 
dealing in like products from using the same or similar appropriate lan- 
guage to describe the nature of their business.”’ 

As I understand the law, the registration of a descriptive term as a 
trade mark which has been used in a trade mark sense to distinguish 
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the registrant’s goods from those of others does not in any way ‘‘abridge 
the freedom of others’’ to use, in their primary sense merely to describe 
the nature of their business, the words making up the mark. 

It appears from the file that this applicant has, since May of 1950 used 
the term THE HOUSE OF CASHMERE on tags and labels affixed to the mer- 
chandise and to the containers therefor strictly as a distinguishing mark 
and not in the sense of identifying a ‘‘house’’ or business dealing in items 
made of cashmere. Affidavits from retailers in New York City, Santa 
Monica, California, and Chicago who handle applicant’s merchandise indi- 
cate that in the retail trade the term sought to be registered identifies 
applicant’s products. Affidavits from saleswomen in Chicago and Mil- 
waukee who sell apparel such as that made and sold by applicant indicate 
that customers frequently ask for THE HOUSE OF CASHMERE sweaters and 
they know that when such orders are given, the customers means sweaters 
made by applicant. 

The question in these cases is not, as the examiner stated whether or 
not applicant ‘‘is entitled to the use of the notation THE HOUSE OF CASH- 
MERE to the exclusion of others in the clothing field.’’ The question is 
whether or not applicant has used it as a trade mark—a distinguishing 
mark—to identify products made and sold by him to the exclusion of 
others in the clothing field. The record here indicates that he has so used 


it. Under these circumstances the mark is registrable. 
The decision of the Examiner of Trade Marks is reversed. 


EX PARTE BERNHARD ALTMANN 


Commissioner of Patents — August 26, 1954 


TRADE-MARK AcT oFf 1946—REGISTRABILITY—DISCLAIMEB 
BERNARD ALTMANN, THE HOUSE OF CASHMERE can be registered on Principal 

Register only if portion accepted for registration on Supplemental Register (THE 

HOUSE OF CASHMERE) is disclaimed; but amendment transferring application to 

Supplemental Register will be allowed. 

Application for trademark registration by Bernhard Altmann, Serial 
No. 606,930 filed November 25, 1950. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Modified. 
Edward 8. Higgins, of New York, N. Y. for applicant. 
LEEps, Assistant Commissioner. 

Application has been filed to register BERNHARD ALTMANN, THE HOUSE 
OF CASHMERE for sweaters, coats, jackets, mufflers, lounging robes, under 
and outer shirts, dresses, hosiery, gaberdines, scarfs, underwear, vests, 
gloves and shawls. Use is claimed since May, 1950. Registration has been 
refused (1) on the ground of conflict with B. ALTMAN & co.' and a com- 
posite featuring ALTMAN-QUALITY-SERVICE-VALUE’; and (2) because appli- 
cant refused to disclaim THE HOUSE OF CASHMERE. Applicant has appealed. 


1. Reg. No. 226,701, issued April 19, 1927 for wearing apparel. 
2. Reg. No. 232,722, issued September 13, 1927 for women’s dresses and wraps. 
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The specimens filed with the application are envelope-type bags with 
a cellophane front, probably used for packaging such items as scarves, 
sweaters, mufflers, and the smaller items identified in the application. On 
the front of the bag appears a relatively large circular heraldic design, 
below which appear BERNHARD ALTMANN and THE HOUSE OF CASHMERE on 
two lines. These specimens differ widely from the small labels or tags sub- 
mitted with the application to register THE HOUSE OF CASHMERE, the appeal 
of which was decided concurrently herewith, 102 USPQ 413, (45 TMR 98). 

Bernhard Altmann is the applicant’s name, and it is used in such a 
manner as to obviate, in my opinion, likelihood of confusion with the cited 
registrations. The prior registrations should not preclude applicant’s 
registration. 

The decision in the appeal involving THE HOUSE OF CASHMERE alone 
involved an application to register on the Supplemental Register, and 
registration was authorized. This one is for registration on the Principal 
Register. In view of the nature of the mark involved, consistency requires 
that the applicant either (1) amend the present application to obtain a 
supplemental registration, or (2) disclaim THE HOUSE OF CASHMERE. It is 
observed that election of the second procedure might well amount to an 
assertion by applicant of conflicting positions between this and the regis- 
tration authorized concurrently herewith. 

Registration on the Principal Register is refused without disclaimer ; 
but an amendment transferring the application to the Supplemental Reg- 
ister will be allowed. 

The decision of the Examiner of Trade Marks is modified in accordance 
with this opinion. 


EX PARTE CARBON, doing business as F. S$. CARBON CO. 


Commissioner of Patents — August 26, 1954 


TRaADE-MakkK Act oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
MALTED for waffle and pancake flour to which malt is added is highly descrip- 
tive and it is extremely doubtful that secondary meaning could be shown and 
registration is refused. 

Application for trademark registration by Fred S. Carbon, doing busi- 
ness as F. 8. Carbon Co., Serial No. 607,485 filed December 9, 1950. 
Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Affirmed. 

Oltsch & Knoblock, of South Bend, Indiana for applicant. 
LEeEps, Assistant Commissioner. 

Application has been filed to register as a secondary meaning mark the 
word MALTED for waffle and pancake flour. Use is claimed since October 7, 
1939. The Examiner of Trade Marks refused registration on the ground 
that the word is of such descriptive nature as to be incapable of becoming 
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distinctive and of distinguishing the goods in commerce. Applicant has 
appealed. 

Malted flour is flour which has had malt—either extract or syrup— 
added to it. Malt cereal flour or syrups have long been used by bakers to 
supplement wheat flours. Indeed, in 1942 this applicant obtained a patent* 
for making a flour containing powdered malt extract. By adding the malt 
extract, it thus becomes a ‘‘ malted flour.’’ 

Applicant submitted copies of orders for ‘‘Malted Pancake Flour’’ 
and an affidavit of his own which, among other things, states: ‘‘That in 
his experience in this business, he has observed that his trade uniformly 
uses the word MALTED when ordering his product.’’ There is nothing in 
the orders which indicates that the purchasers were doing anything other 
than ordering ‘‘malted pancake flour,’’ which is the common descriptive 
name of the product. The fact that his trade uniformly uses the word 
MALTED when ordering his product is indicative only of the fact that they 
are ordering it by its common name. 

There is no competent evidence which shows that a secondary meaning 
has been acquired ; and in fact, when such a highly descriptive term is used 
in its ordinary significance, it is extremely doubtful that a secondary 
meaning could be shown. All who add malt flour, malt syrup or malt 
extract to flour are entitled to call their product ‘‘malted flour’’—and a 


publication entitled ‘‘Baking Science and Technology”’’ indicates that 


they do. 
The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE CHICAGO PHARMACAL COMPANY 


Commissioner of Patents — August 26, 1954 


TrRaDE-MarRK AcT or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
BEXII for preparation for intramuscular use in connection with the treatment 
of anemia dispensed only on the prescription of a physician is not confusingly 
similar to BEXEL for vitamin B-complex preparation sold as an over-the-counter 
products since physicians and pharmacists would discriminate and ultimate pur- 
chasers are not likely to be confused in view of its purchase by prescriptions only. 

Application for trademark registration by Chicago Pharmacal Com- 
pany, Serial No. 605,723 filed November 1, 1950. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 

T. W. Miller, of Chicago, Illinois for applicant. 
LEEpDs, Assistant Commissioner. 

Application has been filed to register Bexu for a preparation for intra- 
muscular use in connection with the treatment of anemia (pernicious, sprue 
and various types of macrocytic), dispensed only by or on the prescription 
of a physician. The mark, according to the application, is pronounced 
‘‘Bex-Eye’’.) Use is claimed since December 23, 1949. Registration has 


* No. 2,291,529, July 28, 1942, for a flour method. 
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been refused on the ground of likelihood of confusion with BExEL* for a 
vitamin B-complex preparation. Applicant has appealed. 

There have been placed in the record nine registrations of trade marks 
for vitamin preparations, capsules and tablets, containing BEX as a prefix 
or suffix; and an affidavit of the secretary of applicant is accompanied by 
a photocopy of a page from ‘‘The American Druggists Blue Book’’ of 1953 
showing listings of seventeen marks for vitamin-containing products, 
including BEXEL shown in the cited registration, BEX sought here to be 
registered, and applicant’s listings of Bexu-m and BEexurorT. The listings 
are in the nature of price lists showing availability of products under the 
marks. These registrations and listings indicate that BEX is a commonly 
accepted term in the industry as a contraction of ‘‘B complex.”’ 

Applicant’s product is an injection sold only on prescription, and 
it appears that the goods identified in the cited reference are an over-the- 
counter product. In view of the differences in methods of sale there is no 
likelihood of confusion, mistake or deception of the public—i.e., the pur- 
chasers who ultimately pay for the respective products. Physicians are not 
likely, in my opinion, to be confused in view of the nature of the products, 
their purposes and the methods of administration. This leaves only the 
pharmacists to be considered. It is believed that they probably have been 
*‘eonditioned’’ by the apparently widespread usage of BEX as a contraction 
of B-complex to the extent that when BEX appears as a part of a mark for 
vitamin preparations and compounds, they are carefully conscious of the 
entire marks. They are less likely, under such circumstances, to be 
confused. 

Applicant’s product contains as its principal component vitamin Bj. 
crystalline, and if completely analyzed, its mark is actually the name of 
that component—s xu. It is not believed, however, that such analysis 
would ordinarily be made, and it probably has no such significance to pur- 
chasers. It takes a good deal of reasoning to arrive at such a conclusion, 
and purchasers, even though they are highly trained persons such as phy- 
sicians, are not likely to approach marks with a view to complete analysis, 
particularly when BExm and ‘‘B,2’’ are so different in appearance and 
sound. 

The record at this stage of prosecution of the application is not con- 
vincing that there is likelihood of confusion, mistake or deception between 
BEXII and BEXEL. The mark should be published for opposition purposes. 

The decision of the Examiner of Trade Marks is reversed. 





* Reg. No. 386,322, issued April 1, 1941. 
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EX PARTE GENERAL ANILINE & FILM CORPORATION 


Commissioner of Patents — August 26, 1954 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
THE ALL-WEATHER FILM is a highly descriptive phrase and if used in a descrip- 
tive manner merely to advertise the characteristics of the product, it is not a mark 
entitled to registration on Supplemental Register. 

Application for trademark registration by General Aniline & Film 
Corporation, Serial No. 601,354 filed July 28, 1950. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 
Henry W. Coughlin, Leslie G. Noller, and Walter G. Hensel, of New York, 

N. Y., James D. Hodnett, of Philadelphia, Pennsylvania and Edward 

P. Gilheany, of Binghamton, N. Y. for applicant. 

LeeEps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register the 
phrase THE ALL-WEATHER FILM for light-sensitive photographic film. Use 
is claimed since March 19, 1927. Registration has been refused on the 
ground that the phrase is an informative statement of a character which 
will not be recognized by purchasers as distinguishing applicant’s film 
from that of others. Applicant has appealed. 

The specimens filed with the application are what appear to be point- 
of-purchase streamer advertising for aNsco photographic film. There is 
an illustration of box of ANSCO PLEANACHROME FILM preceded by ‘‘ Ask for’’ 
and followed by THE ALL-WEATHER FILM displayed on a red disc. There 
is considerable doubt in my mind that this is anything more than an 
advertisement, and there is grave doubt that it complies with the use 
requirement prescribed by statute. 

In any event, the use of the phrase in the advertisement is a descrip- 
tive use—the advertisement tells the potential purchaser to ask for ANsco 
film and then describes it as the all-weather film, indicating that it will 
give satisfactory service in cold or hot, humid or dry, bright or dull 
weather. It is not used as a mark—that is, to distinguish. It is used to 
describe the film known to purchasers as ANSCO PLENACHROME FILM. Ez 
parte Minneapolis-Honeywell Regulator Co., 99 USPQ 422 (44 TMR 970) 
(Com’r., 1953). 

When such a highly descriptive phrase is used in a descriptive manner 
merely to advertise the characteristics of the product, it is not a mark 
entitled to registration. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE PYRAMID RUBBER CO. 


Commissioner of Patents — August 26, 1954 


TRADE-MarK Act oF 1946—REGISTRABILITY—SLOGANS 


IT BREATHES AS IT FEEDS does not serve trademark function and is merely 
one of a number of phrases used as informative matter on cartons in which 
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EVENFLO nursing bottles, nipples, caps and dises are packed and on which the 
trademark EVENFLO is prominently displayed. 
Application for trademark registration by Pyramid Rubber Co., Serial 
No. 539,085 filed October 25, 1947. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 
Murray Robinson, of Houston, Texas for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register on the Principal Register the 
phrase IT BREATHES AS IT FEEDS as a trade mark used on cartons and con- 
tainers for nursing bottles, nipples, nipple retaining caps and sealing discs. 
Use is claimed since June 15, 1947. The Examiner of Trade Marks first 
refused registration on the ground that the pharse is ‘‘merely a slogan’’ 
and, therefore, registrable only on the Supplemental Register; a second 
refusal was based upon the ground that the phrase was not being used as 
a mark to indicate origin; and a third refusal was based upon the ground 
that the phrase is merely descriptive of the action of the twin air valves 
featured in the nipple. The first rejection was dated May 8, 1948, the first 
final rejection was dated September 27, 1951, and following two petitions 
to the Commissioner on November 23, 1951 and March 5, 1952, respectively, 
the last final rejection was dated March 13, 1953. Applicant has appealed. 


.The specimens are a carton for the nurser, which includes the bottle, 
nipple, caps and dises; a box for nipples; and what appears to be a counter 
display piece. On each of these the trade mark EVENFLO is prominently 
displayed. 

On the carton the trade mark EVENFLO appears in each end, on one 
side, on the top, and on the flap which closes it. In one place it appears 
above the phrase ALL IN ONE UNIT. In another place it appears above the 
phrase AMERICA’S MOST POPULAR NURSER. In another place it appears above 
the phrase HANDY FOR MOTHER TO USE. In another place it appears above 
the phrase EASY FOR BABY TO NURSE, an illustration of a nursing baby, and 
the phrase IT BREATHES AS IT FEEDS. On one side of the carton appears 
AMERICA’S MOST POPULAR NURSER above the phrase IT BREATHES AS IT FEEDS. 


The box for the nipples shows EVENFLO prominently in two places and 
less prominently in three places. In identifying the air valves, EVENFLO 
appears above the phrase APPROVED BY DOCTORS AND NURSES in one place, 
and above GUARANTEES NURSING EASE in another. In identifying the nip- 
ples, it appears above the phrase EASY TO APPLY—-HANDIEST FOR MOTHER. 
On one side of the carton the words VALVE ACTION appear in prominent 
display, and below them appears IT BREATHES AS IT FEEDS. 


On the counter display, the trade mark EVENFLO appears in large letters 
in two places, and below the mark in one place appears AMERICA’S MOST 
POPULAR NURSER arcuately displayed above an illustration of a nursing 
baby, in connection with which there appears in small letters Ir BREATHES 
AS IT FEEDS. In the other place EVENFLO, AMERICA’S MOST POPULAR NURSER, 
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and the identical illustration of the nursing baby appear, but the phrase 
TWIN VALVES STOP COLLAPSING replaces the phrase sought here to be 
registered. 

Under such circumstances of use, the phrase does not, in my opinion, 
serve a trade mark function. It is merely one of a number of phrases used 
in connection with the trade mark EVENFLO. It is not used as a trade mark 
to identify and distinguish—it is used as informative matter. EVENFLO is 
applicant’s trade mark. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE STE. PIERRE SMIRNOFF FLS, INC. 


Commissioner of Patents — August 26, 1954 


TRADE-MARK AcT or 1946—REGISTRABILITY—-DESCRIPTIVE TERMS 


MOSCOW MULE is the common name of a mixed drink, in common usage in 
establishments where alcoholic beverages are dispensed and is, therefore, not 
registrable. 

Application for trademark registration by Ste. Pierre Smirnoff Fs, 
Inc., Serial No. 547,788 filed January 22, 1948. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 
Mock & Blum, of New York, N. Y. for applicant. 


LeEeEps, Assistant Commissioner. 

Application has been filed to register the term MOSCOW MULE, arcuately 
displayed above and below an illustration of a laughing, kicking mule, for 
an alcoholic beverage made of a mixture of vodka and ginger beer. Use is 
claimed since January 16, 1948. The Examiner of Trade Marks has refused 
registration because applicant refused to disclaim MULE, having disclaimed 
moscow. Applicant has appealed. 

MOSCOW MULE is the common, ordinary name of a mixed drink com- 
posed of vodka (anybody’s vodka) and ginger beer (anybody’s ginger 
beer). It is in common usage in establishments where alcoholic beverages 
are dispensed by the drink as the name of the mixture, just as are ‘‘mar- 
tini’’ for a mixture of gin and vermouth, ‘‘manhattan’’ for a mixture of 
whiskey, vermouth and bitters, and ‘‘daiquiri’’ for a mixture of rum, lime 
juice and sugar. No person can claim exclusive rights in any of such terms 
because no person has, at least for many years, had exclusive use of them. 

Applicant has stated: ‘‘ As the alcoholic mixture is a mixture of ginger 
beer and vodka, in the eyes of the applicant it can only be called moscow 
MULE if made with a specific brand of vodka and a specific brand of ginger 
beer.’’ It probably does have such a significance to applicant, who is a 
distributor of smmrnorr vodka, but unless it has been so used by applicant, 
to the exclusion of others, that it has the same significance to the public, 
it is not a trade mark. It is common knowledge that it has not been so used. 

The illustration of the mule adds nothing to registrability, since the 
composite is dominated by the word portion which would be used in order- 
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ing such an alcoholic mixture. Nor would a disclaimer of the word MULE 
make the composite registrable. The Patent Office can recognize only 
rights which have been acquired through substantially exclusive use of a 
mark; and when the word portion by which purchasers would order the 
mixture is in common usage by the public and by dispensers of the mixture, 
there are no rights which can be recognized. In other words, when a term 
sought to be registered is in its entirety the common name of the product, 
it is not registrable even though a disclaimer is entered. There is nothing 
left, in such a case, which is registrable. 

The decision of the Examiner of Trade Marks is affirmed, but for the 
foregoing reasons. 


SUNKIST GROWERS, INC. v. REDBANKS ORCHARD CO. 
(A. ARENA & CO., LTD., assignee, substituted) 


No. 5032 — Commissioner of Patents — August 26, 1954 


REGISTRATION PROCEDURE—INTERFERENCE 


Applicant sought to register suNKiIsT for fresh citrus fruits and was refused 
registration on basis of 1916 registration of sUNKIST for grapes renewed and 
republished under 12(¢) of 1946 Act. Applicant prior to expiration of opposition 
period requested immedate declaration of interference on ground that registrant 
was about to acquire incontestability. Examiner notified Examiner of Interferences 
prior to publication in Official Gazette. Applicant had actual notice of registration 
since July 11, 1952 and its remedy was by way of petition to cancel. Action of 
Examiner was improper since an interference should not be declared at request of 
applicant before expiration of opposition period merely because five year cancel- 
lation period will expire before expiration of opposition period. Proceeding in 
Patent Office is instituted only after notice to parties at conclusion of opposition 
period and not on request for interference. 

Issue in interference is determination of rights of the parties and rectification 
of the register where necessary. A finding that a registration is subject to cancel- 
lation in an interference irrespective of the expiration of the period within which 
a petition may be filed would result in doing indirectly that which cannot be done 
directly and since neither party has challenged the right of the other to use 
SUNKIST on the respective products and each has acquiesced in the maintenance of 
the other’s registrations on the register during their years of co-existence the normal 
expansion of applicant’s citrus fruit business to include citrus juices is not likely 
to change the status quo and cause confusion, therefore the interference is dissolved. 


Interference proceeding between Sunkist Growers, Inc., application 
filed March 5, 1952 and Redbanks Orchard Co. (A. Arena & Co., Ltd., : 
assignee, substituted), Registration No. 111,055 issued June 20, 1916. Both 
parties petition under Rule 27.1. Interference dissolved, applicant held 
entitled to registration. 

Michael J. McDonald, of Ontario, California and Leonard 8. Lyon, of Los 

Angeles, California for applicant. 

Harris, Kiech, Foster & Harris, of Los Angeles, California for registrant. 
LEEDs, Assistant Commissioner. 
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On March 5, 1952 an application was filed to register suNKIsT for 
fresh citrus fruits; natural strength and concentrated frozen and unfrozen 
citrus juices; and citrus oils, citric acid and pectin, all used as ingredients 
of foods. On July 11, 1952 the examiner refused registration on the 
ground of conflict with Reg. No. 111,055, sunxist for fresh grapes, issued 
June 20, 1916, renewed, and published in accordance with Section 12(c) 
of the Act of 1946 on July 13, 1948. On August 7, 1952 applicant re- 
quested declaration of an interference with the cited reference. The 
examiner required certain amendments to correct preliminary deficiencies 
in the application, and in each successive paper filed, on October 6, 1952, 
March 23, 1953 and May 1, 1953, applicant repeated its request for declara- 
tion of an interference with the cited reference. 


On June 12, 1953 the examiner advised applicant that its mark would 
be published in the Official Gazette on July 7, 1953. On June 16, 1953 
applicant requested that its application ‘‘be immediately placed in Inter- 
ference with the cited registration,’’ pointing out that on or after July 13, 
1953 the registrant of the reference registration could execute and file 
an affidavit under Section 15 of the statute and thereby acquire the incon- 
testable right to use, in which event applicant would not be entitled to an 
interference. Applicant contended that Rule 19.2, requiring that one of 
the marks must have been published prior to the declaration of an inter- 
ference, had been complied with since the mark shown in Reg. No. 111,055 
had been published prior to registration in 1916 and again on July 13, 
1948, and therefore the interference should be declared without further 
delay (and without publication of its mark). 


On July 3, 1953, four days before publication of applicant’s mark, the 
examiner forwarded to the Examiner of Interferences a notice of inter- 
ference, and on July 8, the day after publication, the notice was mailed 
to the registrant of No. 111,055. The five-year period within which a 
petition to cancel the reference could have been filed expired seven days 
later. 


Since applicant had actual notice of the cited registration at least as 
early as July 11, 1952, when the examiner refused registration on the 
reference, it had its remedy by way of a petition to cancel, and it is not 
clear (1) why such a petition was not filed, and (2) why the Patent Office 
undertook to expedite the matter in the light of all the facts. 


Upon institution of the proceedings, applicant filed a motion to add 
two registrations of sUNKIST which it owned; Reg. No. 72,087 (issued 
January 5, 1909 for oranges), and Reg. No. 85,069 (issued June 30, 1912 
for lemons). The motion also requested that the burden of proof be shifted, 
and asked for summary judgment on the ground that neither the filing 
date nor the claimed date of first use of the mark shown in the reference 
was prior to the earlier registrations sought to be added. 
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Registrant of No. 111,055 moved to dissolve on the ground that no 
interference in fact existed and on the further ground that the interference 
was improperly declared. 

The Examiner of Trade Marks properly denied the motion to add on 
the ground that the result would be to create an interference between 
registrations not provided by statute. The motion to dissolve was denied 
upon a finding that, in the examiner’s opinion, confusion was likely and 
a further finding that there was no impropriety in declaring and insti- 
tuting the interference. 

Both parties petitioned the Commissioner under Rule 27.1 and after 
a careful study of the facts disclosed in the file, and order to show cause 
why the interference should not be dissolved was issued. 

Applicant’s response to the order clearly defines its position which 
may be summarized as follows: 

1. The sole issue in an interference is one of priority and applicant 
has an absolute right to a determination of that issue. 

2. The test of registrability under the confusion in trade clause of the 
Act of 1905 was different from (and apparently applicant contends broader 
than) that applied under the Act of 1946. 

3. Expiration of the five-year period for instituting cancellation pro- 
ceedings does not prevent cancellation in an interference proceeding. 

4. Likelihood of confusion is obvious, and the Patent Office is without 
authority to issue registrations of the same mark to more than one person 
where confusion is likely, particularly when a registration is prima facie 
evidence of the exclusive right to use. 

The finding of the examiner that the interference was properly insti- 
tuted will be considered first. The registrant contended that the Patent 
Office had deprived it of the right to file its affidavit under Section 15 by 
declaring and instituting the interference before expiration of the opposi- 
tion period. The examiner held that the rights of the registrant were 
unaffected by institution of the proceeding, since a request for an inter- 
ference with a reference registration amounts to a proceeding pending in 
the Patent Office within the meaning of Section 15(2) of the statute. This 
holding was error. A proceeding is not pending in the Patent Office until 
it has been instituted by forwarding notice to the involved parties. When 
an interference has been requested by an applicant with a previously 
issued registration, it is the regular practice to institute the proceeding 
only after expiration of the opposition period. The departure from this 
practice in this case, in the light of all the facts, was unjustified. Certainly, 
the proceeding was irregularly, if not improperly, instituted. It is my 
opinion that the interference should not have been declared under all the 
circumstances present. 

Applicant’s contentions summarized above will be considered seriatim. 

1. The issue in an interference proceeding is the same as in other 
inter partes proceedings, namely, the determination of the rights of the 
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parties and rectification of the register, where necessary, to reflect those 
rights. There is no ‘‘absolute right’’ to a finding as to priority, but even 
though it is conceded that this applicant was first to use SUNKIST on lemons 
and oranges (as indicated by Office records), it does not necessarily follow 
that rectification of the register would be necessary. 

2. The test of registrability under the 1946 Act, in so far as confusion 
in trade is concerned, is not substantively changed from that which existed 
under 1905 Act decisional law. The confusion in trade provisions of the 
Act of 1946 were in the nature of a codification of existing law. 

3. A finding that a registration is subject to cancelation in an inter- 
ference irrespective of the expiration of the period within which a petition 
to cancel may be filed would result in doing indirectly that which cannot 
be done directly. The statute should not be interpreted to permit such 
a finding. The Act was carefully drafted to provide remedies to prevent 
the violation of legal rights, but its provisions should not be construed in 
such a technical manner as to provide an advantage to one party to the 
disadvantage to the other when the result would be inequitable. This 
applicant had available a remedy under the 1905 Act from 1916 to 1947, 
and one under the 1946 Act from 1947 to July 13, 1953, during which 
time it could have sought directly and in accordance with statutory pro- 
visions to have its rights regularly determined in a proceeding which would 
clearly have defined the issues. The indirect method sought to be employed 
by applicant in this proceeding will not be sanctioned by the Patent Office. 

4. It is true that a registration on the principal register is prima 
facie evidence of the exclusive right to use, but only on the goods recited 
in the certificate. It is also true that the Patent Office is without authority 
to issue registrations of the same mark to more than one person if it is 
determined that confusion, mistake or deception is likely to result from 
continued use of the marks. [If likelihood of confusion is obvious, as con- 
tended by applicant, it is reasonable to assume that during the past 38 
years of contemporaneous use by the parties it would have become an 
actuality and thereby removed from the realm of likelihood. If it had 
become an actuality, it is reasonable to assume that some action would 
have been taken to prevent further confusion by proceeding against further 
use. Since no such action has been taken, it is reasonable to assume that 
no confusion has developed; and if it has not developed in the 38 year 
period since registrant obtained its registration, a strong presumption is 
created against its development in the future. 

Applicant owns the following registrations of sunKist; No. 72,087 
(1909) for oranges; No. 85,069 (1912) for lemons; No. 117,107 (1917) 
for citrus fruits; No. 267,936 (1930) for citric oils and citric acid; No. 
268,616 (1930) for citrus oils and citric acid; and No. 268,741 (1930) for 
pectin. It seeks by the present application to register for fresh citrus 
fruits, frozen and unfrozen citrus juices, citric oils, citric acid and pectin. 
If the prior marks had been published in accordance with Section 12(c), 
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as they could have been, applicant would have everything it seeks here 
(plus an earlier filing date), except a registration for citrus juices. The 
addition of citrus juices to its ‘‘line’’ is a normal and natural extension 
of business, and since neither party has challenged the right of the other 
to use SUNKIST on the respective products, and each has acquiesced in the 
maintenance of the other’s registration on the register during their many 
years of co-existence, the normal expansion of applicant’s citrus fruit 
business to include citrus juices is not likely to change the status quo and 
suddenly bring about confusion, mistake or deception of purchasers. 

There is, in my opinion, no interference in fact. The interference is 
dissolved ; and applicant is entitled to the registration sought. 





EX PARTE ATHLETIC SHOE COMPANY 


Commissioner of Patents — August 27, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—COLOR MARKS 

While trademarks may consist of colored figures which may be of any color 
contrasting with the background, registration must be refused because no colot 
is identified and applicant is not entitled to a registration covering broadly all 
colors contrasting with background. 

It may be that through long and exclusive use, the design in a specific color 
may acquire trademark significance and thus be registrable, but registrable rights 
in a stripe on the outer side of an athletic shoe, even if it is in a specific color, 
may not be acquired in fifteen days. 

REGISTRATION PROCEDURE—PLEADING AND PRACTICE 

Applicant must bear burden of showing mark is registrable—Examiner need 
not show it is unregistrable. 

Application for trademark registration by The Athletic Shoe Com- 
pany, Serial No. 602,184 filed August 15, 1950. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 
Wright, Brown, Quinby & May, of Boston, Massachusetts for applicant. 
LeeEps, Assistant Commissioner. 

Application has been filed to register as a trade mark on the Principal 
Register ‘‘a stripe or band of substantially uniform width extending from 
toe to heel on the outside of the upper portion of a shoe’’ for athletic shoes. 
Use is claimed since August 1, 1950. 

Registration has been refused on the ground that the stripe is incapable 
of distinguishing applicant’s goods in commerce in view of the common 
usage of stripes as an ornamentation on athletic shoes. Applicant has 
appealed. 

The specimens submitted with the application are photographs of 
what appears to be a track shoe, dark in color, with a contrasting light 
stripe on the outer side from the sole to the heel reinforcement at the back 
of the shoe. No color is claimed. 

The prosecution of the application has been in the nature of a prosecu- 
tion to obtain a patent rather than a trade mark registration. Upon first 
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refusal to register on the ground that a stripe on the shoes merely consti- 
tutes a common form of ornamentation, applicant responded with an argu- 
ment that it would be useless for the examiner to show decorations for 
shoes which are nowise similar to applicant’s stripe and contended that the 
burden was on the examiner to show that applicant’s type of stripe is com- 
mon practice in the industry. The burden is on an applicant to show that 
a mark is registrable in such a case as this, and not on the examiner to show 
that it is unregistrable. No showing by applicant was even attempted. 

The examiner then referred to the Sears Roebuck catalog for fall and 
winter, 1950, in which bowling shoes having stripes similar to applicant’s 
were shown. An appeal was then filed, and two of the reasons for appeal 
are as follows: 

‘‘The examiner erred in his finding that the prior art shows shoes 
having stripes very similar to the stripe presented in this application. 
‘‘The examiner erred in finding that a functional reinforcing strip 


of material was an anticipation of the trade mark for which registra- 
tion is sought in this case.’ (Emphasis added.) 


‘*Prior art,’’ ‘‘functional reinforcing strip’’ and ‘‘anticipation’’ are ter- 
minology not applicable to the prosecution of trade mark applications, 
although they are common in patent prosecutions. Furthermore, there is 
no mention of a ‘‘functional reinforcing strip’’ either by applicant or by 
the examiner. 

In its brief on appeal, applicant states: ‘‘No prior art was cited except 
an illustration from a Sears Roebuck catalogue. * * * If the best art is the 
Sears shoe, we submit that the examiner is in error in his ruling.’’ In its 
reply brief, it states: ‘‘It is submitted that the Commissioner, giving full 
weight to the prior art cited, that is, the Sears Roebuck shoe, should find 
that it does not anticipate. * * *’’ 

The sole question in this case is: Does a stripe along the outside of an 
athletic shoe, as employed by applicant, perform a trade mark function, 
i.e., does it indicate to potential purchasers that athletic shoes with stripes 
along the outside emanate from applicant and applicant alone? 

The brief contains citations which applicant contends support the 
proposition that ‘‘valid trade marks may consist of colored figures which, 
of course, means that said figures may be of any color contrasting with the 
background.’’ These citations are discussed below. 

Hygienic Products Co. v. Coe, 85 F.2d 264, 29 USPQ 458 (26 TMR 
600) (C.A. D.C., 1936), involved a rectangular yellow panel framed in a 
contrasting dark blue border. The Court found it to be registrable. There 
had been 23 years’ use. 

In Layton Pure Food Co. v. Church & Dwight Co., 182 F. 24 (6 
TMBull 381) (C.A. 8, 1910), the Court recognized trade mark significance 
of colored annular bands. There had been 34 years’ use. 

Bass, Ratcliffe & Gretton v. Feizenspan, 96 F. 206 (D.C. N.J., 1899), 
involved a red triangular symbol. There had been 44 years’ use. 


? 
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Mishawaka Rubber & Woolen Mfg. Co. v. Kresge, 119 F.2d 316, 49 
USPQ 419 (32 TMR 42) (C.A. 6, 1941—aff’d, 316 U.S. 203, 53 USPQ 323 
(32 TMR 42), 1942), involved a red ball design imbedded in a shoe or boot 
heel. There had been 43 years’ use. 

G. H. Mumm Champagne v. Eastern Wine Corp., 142 F.2d 499, 61 
USPQ 337 (34 TMR 196) (C.A. 2, 1944), involved a label with a diagonal 
red stripe bearing a legend. There had been at least 21 years’ use since 
the design was first registered. 

Buck’s Stove & Range Co. v. Kiechle, 76 F. 758 (D.C. Ind., 1896), 
involved a white enamel lining on the oven doors of ranges. There had 
been 27 years’ use. 

In the present case there had been 15 days’ use at the time the appli- 
cation was filed. 

Applicant also cited Smith, Kline & French Co. v. American Drug- 
gists’ Syndicate, 273 F. 84 (C.A. 2, 1921), which involved the question of 
infringement of a red band with the initials sk & F by a red parallelogram 
with the initials aps; Anheuser-Busch Brewing Association v. Clarke, 26 F. 
410 (D.C. Md., 1886), which was a suit for unfair competition involving 
a diagonal red band on a label; and Lufkin Rule Co. v. Master Rule Mfg. 
Co., 40 F.2d 991, 5 USPQ 515 (20 TMR 330) (CCPA, 1930), which 
involved likelihood of confusion between rulers with red ends and rulers 
with blue ends—and the Court found no likelihood of confusion. 

None of the cited cases support applicant’s contention that a holding 
of trade mark significance in a colored figure or design means that said 
figures may be of any color contrasting with the background. Indeed, the 
cases, beginning with A. Leschen & Sons Rope Co. v. Broderick in 1906, 
201 U.S. 166 (2 TMBull 259), down to date support the contrary. In 
Gandy Belting Co. v. Victor-Belata Textile & Belting Co., 215 F. 795 (4 
TMR 506) (D.C. Pa., 1914), and in Dodge Mfg. Co. v. Sewall & Day Cord- 
age Co., 142 F. 288 (D.C. Mass., 1898), the Courts held that a claim of 
rights in any color was too broad. In In re Johns-Manville, Inc., 2 F.2d 
944 (C.A. D.C., 1924) the court stated: 

‘*Inasmuch as appellant’s band is not restricted to any distinctive 
color, it possesses no feature, irrespective of the manner of application, 
which would tend to distinguish the goods or their origin.’’ 
Registration must be refused because no color is identified, and appli- 

cant is not entitled to a registration covering broadly all colors contrasting 
with the rest of the shoe. 

Shoes made of contrasting colors have long been made and sold by 
numerous shoe manufacturers. Spectator pumps and saddle oxfords for 
women and sports shoes in contrasting colors for men are common to the 
shoe trade. In addition, golf shoes, track shoes and other athletic shoes 
have long had trims of contrasting colors. The trim may not be in the 
same position, or of the same shape, or of the same type as applicant’s, but 
that is not the controlling factor. Trade mark registrations do not protect 
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designs as such. They merely mean that an identifying mark has been and 
is being used to distinguish the goods of one peron from those of others, 
and the Patent Office has recognized the rights acquired in the mark not as 
a result of ‘‘conception’’ or ‘‘invention,’’ but as a result of use to identify 
and distinguish. It is not believed that what this applicant seeks to register 
is a ‘‘mark’’ which may be so recognized. 

It may be that through long and exclusive use, the design in a specific 
color may acquire trade mark significance and thus be registrable, but 
acquisition of registrable rights in a stripe on the outer side of an athletic 
shoe, even if it is in a specific color, may not be acquired in fifteen days. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE BLACKMER PUMP CO., INC. 


Commissioner of Patents — August 27, 1954 


TRADE-MARK AcT oFr 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
LIQUID MATERIALS HANDLING for power and hand operated rotary pumps has 
descriptive significance but may be registered on Supplemental Register since it 
is capable of distinguishing applicant’s goods. 

Application for trademark registration by Blackmer Pump Co., Inc., 
Serial No. 621,615 filed November 24, 1951. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 

Arthur A. Smith, of Fort Wayne, Indiana and Lockwood, Galt, Woodard 

& Smith, of Indianapolis, Indiana for applicant. 

LEEDs, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register 
the phrase LIQUID MATERIALS HANDLING for power and hand operated 
rotary pumps. Use is claimed since August, 1949. The final rejection by 
the examiner was based upon the ground that ‘‘the expression LIQUID 
MATERIALS HANDLING as used by applicant is merely a generic phrase 
intended to advise the public that the instant pumps are for handling 
liquid materials.’’ Applicant has appealed. 

The reasoning which led to a conclusion that the phrase is ‘‘generic’’ 
is obscure. ‘‘Generic’’ means ‘‘pertaining to genus.’’ LIQUID MATERIALS 
HANDLING is not a genus—it is not a class of objects divided into several 
subordinate species; nor is it a class, order or kind. It is a phrase which, 
through the processes of reasoning, one might conclude to mean ‘‘For 
handling Liquid Materials.’’ But arrival at that conclusion requires 
analyses and thought. Trade marks for goods are not so analyzed. Ez 
parte The Zip Abrasive Company, 99 USPQ 16 (44 TMR 302) (Com’r., 
1953) ; Reardon Laboratories, Inc. v. B. & B. Exterminators, Inc., 22 
USPQ 22 (23 TMR 375) (C.A. 4, 1934). 

The phrase has a descriptive significance, but descriptive marks may 
be registered on the Supplemental Register if they are found to be capable 
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of distinguishing the applicant’s goods. It is my opinion that the phrase 
has such capabilities, and the registration should therefore issue. 
The decision of the Examiner of Trade Marks is reversed. 


S. C. JOHNSON & SON, INC. v. JANITORIAL SUPPLY COMPANY 
No. 30235 — Commissioner of Patents — August 27, 1954 


TrRaDE-MarK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JANISAN for carnauba wax water emulsion material used for protection and 
preservation of floors and surfaces is confusingly similar to JOHNSON’s for wax 
used for same purpose in view of the phonetic similarity of the marks on identical 
products. 

Opposition proceeding by S. C. Johnson & Son, Inc. v. Janitorial 
Supply Company, application Serial No. 542,768 filed November 29, 1947. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 

Jewett, Mead & Browne, of Washington, D. C. for opposer-appellee. 
E. Gustave Greenwald, of Passaic, New Jersey for applicant-appellant. 
Feperico, Examiner in Chief. 

This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to the registration of its mark. 

The application involved seeks to register the term JANISAN as a trade 
mark for ‘‘carnauba wax water emulsion material used for protection and 
preservation of floors and surfaces,’’ in other words a floor wax, as stated 
on the specimens. The mark is shown in white over an irregularly shaped 
green background. Use since January 1946 is alleged in the application. 

Opposition is based upon opposer’s prior use of JOHNSON’s for wax 
used for protection and preservation of floors and other surfaces, and three 
prior registrations of the opposer have also been pleaded. Registration 
106,108, issued October 12, 1915 and renewed, shows JOHNSON’s as a trade 
mark used for prepared wax and other named products; registration 
176,405, issued November 27, 1923 and renewed, shows the same mark, 
written in slightly different form, and recites the goods as ‘‘prepared wax 
in paste, powdered, and liquid forms for finishing and polishing floors and 
interior woodwork.’’ The third registration is cumulative only and need 
not be mentioned. The notice of opposition also pleads the prior use of 
JOHNSON’S superimposed upon a green background, for a floor wax. 

Both parties took testimony, and the examiner found that applicant 
had failed to prove use prior to opposer’s first use of JOHNSON’S on a green’ 
background for its wax. The examiner stated that ‘‘the goods of the parties 
are to all intents and purposes identical.’’ No issue as to priority or as to 
the identity or substantial similarity of the goods is raised by the appeal, 
and the only questions involved relate to the similarity of the marks. The 
examiner held that confusion in trade would be likely, either in regard to 
the goods themselves or their source of origin, in view of the phonetic sim- 
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ilarity of the respective marks, stating ‘‘applicant’s mark when spoken 
appears to sound too much like that of opposer when spoken.’’ The exam- 
iner cited Celanese Corporation of America v. E. I. Du Pont de Nemours 
& Co.,69 USPQ 69, 154 F.2d 143, in which the Court of Customs and Patent 
Appeals held the marks CLARIFOIL and CLARAPEL confusingly similar because 
of their similarity in sound, and Seven-Up Company v. Balch, 44 USPQ 
171, in which sEVEN-UP and LEMON-UP were held confusingly similar. While 
there may be some element of doubt, this doubt is not sufficiently strong to 
cause a reversal of the examiner’s decision, and I am in agreement with 
the conclusion of the examiner; there would be a reasonable likelihood of 
confusion in the use of the marks on the identical product (this case is only 
concerned with applicant’s use of the mark on floor wax). Applicant is the 
later comer in the field with knowledge of opposer’s use and it would have 
been comparatively easy to select or arrange its mark so as to prevent any 
likelihood of confusion, as for example by using a hyphen and a capital S 
(JANI-SAN) in accordance with applicant’s account of the derivation of the 
mark, to direct pronunciation and emphasis away from the similarity to 
opposer’s mark. 
The decision of the Examiner of Interferences is affirmed. 


THE CREAMETTE COMPANY v. DISPENSERS, INC. 


No. 31357 — Commissioner of Patents — August 30, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

DRIPCUT CREAMETTE for cream and syrup pitcher is opposed by registrant of 
CREAMETTES and CREAMETTE for line of grocery items, macaronis and cigarettes 
and numerous household items distributed by opposer as ‘‘premiums’’. 

Although opposer’s use of marks on premiums has not been technical trade- 
mark use, it has been in the nature of advertising grocery products, and general 
public is not likely to make such fine distinction. Purchasing public will inevitably 
associate trademark CREAMETTE with premium item, whether or not trademark 
appears on it. Purchasers generally are not expected to recognize the distinction 
if use of a mark on or in connection with a product is technical trademark use 
or advertisement; but Patent Office is bound to consider impression which is likely 
to be created upon the purchasing public. 

TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

DRIPCUT CREAMETTE for cream and syrup pitcher is confusingly similar to 
CREAMETTE for line of grocery items, cigarettes and various household items dis- 
tributed as ‘‘premiums’’. 


Opposition proceeding by The Creamette Company v. Dispensers, Inc., 
application Serial No. 598,946 filed June 12, 1950. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 

Whiteley & Caine, of Minneapolis, Minnesota for applicant-appellant. 
Harris, Kiech, Foster & Harris, of Los Angeles, California for opposer- 
appellee. 
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LEeEps, Assistant Commissioner. 

Application has been filed to register the word CREAMETTE, displayed 
in large block letters with the word prircuT in script superimposed upon 
the first four letters, for detachable glass bases with metal handles and 
dispensing closures for serving liquid and viscous food products. Actually, 
the product is a little glass pitcher with a metal handle and top having 
a ‘‘cut-off’’ slide, commonly used by institutional users, such as restaurants 
and hotels, for cream and syrup. Use is claimed since March 31, 1950. 

Registration has been opposed by the registrant of CREAMETTES' for 
macaroni; CREAMETTE” for a line of grocery items; and CREAMETTE® for 
cigarettes. Opposer’s corporate name is THE CREAMETTE COMPANY. The 
opposition is also based upon use of its marks CREAMETTES and CREAMETTE 
since about 1920 in connection with numerous household and other items 
distributed by opposer as ‘‘premiums.’’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s. testimony and exhibits show advertising expenditures in 
excess of $2,700,000 through newspapers, radio, television, poster boards, 
recipe folders, point-of-purchase displays, by means of house-to-house 
sampling and prem’um distribution. Sales have exceeded $28,000,000 and 
currently they amount to approximately $1,200,000 annually. Sales are 
substantially nationwide, in England, Canada and Hawaii. 

The premium distribution is effected chiefly by means of advertising 
by radio, newspapers, direct mail and point-of-purchase displays inviting 
purchasers of opposer’s grocery items to send box tops or package fronts 
with a small amount of money to opposer in return for which the adver- 
tised item is delivered to such purchasers. The trade mark, or marks of 
opposer appears in some manner on or in connection with each of the 
premiums so distributed. Premiums have included flour sifters, tea sets 
(including cream pitchers), coffee carafes, double boilers, salad fork and 
spoon sets, salt and pepper sets, can openers, paring knives, salad tongs, 
basters, cooking pots and pans, silver flatware, chinaware, steak knives, 
plastic aprons, baby bibs, food-saver bags, and bowls, plants and bulbs, 
refrigerator deodorizers, cigarette lighters, mechanical pencils and other 
items—fifty in all. Some of the items have been inserted in the package 
containing opposer’s grocery products. During recent years the cost of 
the premiums to opposer has been almost $70,000. 

Applicant took no testimony. 

The position of applicant, as set forth in its brief, seems to be: 


(1) Opposer mentioned specifically oniy the flour sifter in its 
pleading, and the other items, therefore, may not be considered. 
(2) Opposer’s use of its mark(s) on the premiums has not been 


1. Reg. No. 90,907, issued April 1, 1913, renewed and published under Sec. 12(c) 
on May 18, 1948. 

2. Reg. No. 201,880, issued August 11, 1925, renewed, and published under Sec. 
12(¢) on October 12, 1948. 

3. Reg. No. 507, 026, issued February 22, 1849. 
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a trade mark use, and, therefore, it has no rights in the mark(s) other 
than on its grocery items and cigarettes. 

(3) The goods of the parties are sold through different trade 
channels, and, therefore, confusion is unlikely. 
The opposer’s pleading asserts, ‘‘that beginning on or about the year 


1920 it commenced selling or distributing in connection with its macaroni 
products various items having utility in the household and defined by the 
trade as ‘premiums’ * * *’’ ‘‘and that each of the goods has affixed to it 
opposer’s trade mark ‘Creamettes’ * * *’’ The proofs are in support of 
this broad assertion, and all ‘‘items having utility in the household’’ are 
properly in the record for consideration. This finding is not in conflict 
with the cases cited by applicant. In those cases there was no such broad 
assertion in the pleading. The facts here are comparable to those set out 
in The DoAll Company v. Buckens, 101 USPQ 256 (44 TMR 963) (Com’r., 
1954). 

It is true that opposer’s use of its mark(s) on the premiums has not 
been technical trade mark use. It has been in the nature of advertising 
the grocery products, but the general purchasing public is not likely to 
make such a fine distinction. The public buys CRAAMETTE macaroni, for 
example. It is invited to send a box top and a small sum of money to 
The Creamette Company, and receive from The Creamette Company a 
double boiler, or a tea set, or one of the other items, and a tag is attached 
thereto urging further purchases of CREAMETTE products. Under such 
circumstances, the trade mark CREAMETTE will inevitably be associated with 
the premium item by the customers, whether or not the mark appears on 
it as a trade mark. Lawyers may know the technical differences between 
technical trade mark use and advertising use, but in arriving at conclu- 
sions in cases involving trade marks, we are bound to consider the impres- 
sion which is likely to be created upon the purchasing public. Purchasers 
generally are not expected to recognize the distinction, nor are they ex- 
pected to care whether the use of a mark on or in connection, with a 
product is a technical trade mark use or an advertisement. The program 
of premium distribution carried on by this opposer is such as to create a 
direct association between its trade mark and the household items dis- 
tributed as premiums. 

It is pointed out that opposer’s record shows that applicant’s goods are 
sold through restaurant and hotel supply houses, and opposer’s flour sifters 
and other items are distributed through the mail by box top subscription 
in connection with the sale of macaroni. The record also shows that op- 
poser’s products are sold to wholesalers who supply hotels and restaurants. 
It may be that the wholesalers, who purchase directly from the manufac- 
turer, i.e., applicant and opposer, would not be confused. But if advertis- 
ing has any value, and we think it must, since opposer has spent almost 
570,000 for premiums during the past few years, the ultimate users of the 
grocery items are, in my opinion, likely to believe that the cream and syrup 
pitcher bearing the DRIPCUT CREAMETTE mark emanates from opposer. 
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The question of confusion is, at least in some measure, removed from 
the realm of conjecture. During the pendency of this proceeding, opposer 
received, in due course of business, a letter inquiring about the CREAMETTE 
cream dispenser and requesting price lists. 

The facts presented lead to a conclusion that confusion would be 
inevitable. 

The decision of the Examiner of Interferences is affirmed. 





THE MAY DEPARTMENT STORES COMPANY v. 
SCHLOSS BROS. & CO. INC. 


No. 5948 — Commissioner of Patents — August 30, 1954 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
EFFECT OF REGISTRATION—CANCELLATION RESTRICTIONS 
In a cancellation proceeding involving marks which are not the same, and 
goods which are not the same, petitioner has the burden of proving facts sufficient 
to overcome the respondent’s prima facie showing, as evidenced by its registration, 
of ownership of the mark, validity of the registration, and of the exelusive right 
to use the mark on the recited goods, and to prove that respondent’s registration 
is inconsistent with superior right of the petitioner, thereby resulting in damage 
to petitioner. Petitioner has not discharged its burden and therefore deeision of 

Examiner of Interferences is reversed. 

Cancellation proceeding by The May Department Stores Company v. 
Schloss Bros. & Co., Inc., Registration No. 530,091 issued September 5, 
1950. Registrant appeals from decision of Examiner of Interferences sus- 
taining petition. Reversed. 

‘Theodore W. Miller, of Chicago, Illinois for registrant-appellant. 

-Jacobit & Jacobi, of Washington, D. C. for petitioner-appellee. 

reps, Assistant Commissioner. 
A petition has been filed by the registrant of DUROSHEEN’ for men’s 
1. Reg. No. 262,704, issued October 22, 1929, renewed, and published under Sec. 


12(¢) on December 20, 1949. ; : 
dress and work shirts to cancel the registration of DURO-STYLE FABRICS* 


2. Reg. No. 530,091, issued September 5, 1950. ings 
for men’s suits and topcoats (STYLE and FABRICS are disclaimed). The 


Examiner of Interferences sustained the petition and recommended ean- 
cellation. Respondent has appealed. 

There is no record other than the pleadings, the registrations of the 
parties and copies of some 35 registrations embodying the syllables puro 
which were introduced by respondent under rule 282. It is observed that 
all of the registrations are for items in the field of apparel, and 13 of them 
antedate petitioner’s registration date. 

In The May Department Stores Company v. Kenya Corp., 102 USPQ 
404 (44 TMR 1452) (Com’r., 1954) this petitioner sought to cancel the 
registration of ARISTOSHEEN on the basis of certain of its registrations 
including DUROSHEEN. In that case, petitioner introduced its registrations 
and rested. It was held: 
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**Since respondent’s registration, as well as petitioner’s is prima 
facie evidence of validity of the registration, ownership of the mark, 
and of respondent’s exclusive right to use the mark on rayon fabrics 
in the piece, petitioner had the burden of overcoming such evidence 
by competent proof.’’ 

(See also: I. C. Isaacs & Co. v. Popst, 102 USPQ 403 (44 TMR 1451) 


[Com’r., 1954]). 

In a cancellation proceeding involving marks which are not the same, 
and goods which are not the same, as is the case here, a petitioner has the 
burden of proving facts sufficient to overcome the respondent’s prima facie 
showing, as evidenced by its registration, of ownership of the mark, validity 
of the registration, and of the exclusive right to use the mark on the recited 
goods, and to prove that respondent’s registration is inconsistent with a 
superior right of the petitioner, thereby resulting in damage to petitioner. 
This petitioner has not discharged its burden. 

The decision of the Examiner of Interferences is reversed. 


MURPHY, BRILL AND SAHNER, INC. v. 
NEW JERSEY RUBBER COMPANY 


No. 31778 — Commissioner of Patents — August 30, 1954 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


TOPFLIGHT, as applied to shoe soles has some descriptive qualities but it is not 
merely descriptive, is opposed by FLITE Top for hosiery. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


TOPFLIGHT for shoe soles and FLITE ToP for hosiery are not likely to be believed 
by purchasers to be products in a line of a single distributor. 

Opposition proceeding by Murphy, Brill and Sahner, Inc. v. New 
Jersey Rubber Company, application Serial No. 618,551 filed September 8, 
1951. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Jacobi & Jacobi, of Washington, D. C. for opposer-appellant. 
Thomson & Thomson, of Boston, Massachusetts for applicant-appellee. 
LEEpDs, Assistant Commissioner. 

Application has been filed to register TopFLITE for shoe soles of rubber 

or composition. Use is claimed since August 17, 1951. Registration has 


been opposed by the registrant of ruire Top for hosiery.* The Examiner 
* Reg. No. 371,941, issued October 17, 1949, published under Sec. 12(¢) on Novem- 

ber 1, 1949. 

of Interferences dismissed the opposition, and opposer has appealed. 


The record consists of the application, the pleadings, a copy of op- 
poser’s registration and a number of registrations issued to persons other 
than the parties here. It is observed that these registrations include FLIGHT 
or TOP, or both, as a component, and many of them issued for items which 
would be irrelevant and immaterial here. They are not helpful. 

TOP and FLIGHT are common, ordinary English words having a familiar 
and well-known meaning. TOPFLIGHT also is a recognized adjective mean- 
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ing or connoting ‘‘among the foremost in ability or excellence.’’ It has 
some descriptive significance as applied to shoe soles, but it is not ‘‘merely 
descriptive. ”’ 

FLITE TOP has no meaning, but as applied to hosiery, it may suggest 
that there is something different about the top of the sock or stocking. 

The marks are alike only in that they are reverse combinations of the 
same words. It is not believed that purchasers would be likely to believe 
that FLITE Top hosiery and TOPFLITE shoe soles are products in a line of 
a single distributor. 

There is no evidence that shoe soles and hosiery are sold in the same 
places, and it is doubted that the average purchaser would associate the 
two in any way. 

The decision of the Examiner of Interferences is affirmed. 





EX PARTE STERLING BREWERS, INC. 


Commissioner of Patents — August 30, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
STERLING for beer and ale has a descriptive connotation but is not merely 
descriptive; it is merely descriptive only when used to identify objects made of 
sterling silver. 

Application for trademark registration by Sterling Brewers, Inc., 
Serial No. 616,144 filed July 5, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

Jewett, Mead, Browne & Schuyler, of Washington, D. C. for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register steRLING for beer and ale. Use 
is claimed by applicant since 1933 on beer and since 1934 on ale, and by 
applicant’s predecessors in business since as early as 1894. The Examiner 
of Trade Marks refused registration on the ground that sTERLING is merely 
descriptive of the goods within the meaning of Section 2(e) of the Trade 
Mark Act of 1946. Applicant has appealed. 

In Sterling Breweries, Inc. v. Cold Spring Brewing Corp., 90 USPQ 
242, 245 (42 TMR 106), the Court held: 

‘‘# * * its STERLING mark has become and is distinctive of the 
plaintiff’s goods in commerce, has acquired public recognition and 
ae as indicative of the plaintiff and its beer and 

e P 

Section 2(f) of the statute states: 

‘*Except as expressly excluded in paragraphs (a), (b), (c), and 
(d) of this section, nothing herein shall prevent the registration of a 
mark used by the applicant which has become distinctive of the appli- 
cant’s goods in commerce * * *.’’ 

There is no doubt but that applicant’s mark is registrable. 


Unquestionably, the word sTERLING has a somewhat descriptive con- 
notation of excellence, but it is not, in my opinion, ‘‘merely descriptive’’ 
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of beer and ale. It is merely descriptive when used to identify objects 
made of sterling silver, but that is not the case before us. 

The decision of the Examiner of Trade Marks is reversed, and the 
mark should be published for opposition purposes. 


SUE ANN FOOD PRODUCTS CORPORATION v. FISHER DAIRY 
AND CHEESE COMPANY, doing business as 
KONETA FOODS COMPANY 


No. 31459 — Commissioner of Patents — August 30, 1954 


TRADE-MakK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
CHEF’S DELIGHT, and COCKTAIL DELIGHT for cheese and cheese spreads are 
sufficiently different in sound, appearance and connotation as to obviate likelihood 
of confusion. 

Opposition proceeding by Sue Ann Food Products Corporation v. 
Fisher Dairy and Cheese Company, doing business as Koneta Foods Com- 
pany, application Serial No. 597,674 filed May 18, 1950. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Schneider & Dressler, of Chicago, Illinois for opposer-appellant. 
J. B. Dickman, Jr. and Lloyd W. Patch, of Washington, D. C. and 

Robert J. Patch, of New York, N. Y. for applicant-appellee. 

LzEpDs, Assistant Commissioner. 

Application has been filed to register CHEF’s DELIGHT, displayed in a 
panel with a kind of caricature of a chef’s head and hand, for cheese. 
Use is claimed since March 7, 1950. Registration has been opposed by the 
registrant of CocKTAIL DELIGHT for cheese, cheese food, and cheese spread ;* 
and salad dressing.** The Examiner of Interferences dismissed the oppo- 
sition, and opposer has appealed. 

Opposer’s testimony of its general manager shows that it has used its 
trade mark COCKTAIL DELIGHT since 1947 on various kinds of cheese, cheese 
products, including welsh rarebit, cheese spreads, and on salad dressings; 
the products are sold nationwide. Approximately $70,000 have been spent 
in advertising the products under the mark through catalogs sent to stores, 
in newspapers and trade periodicals, on radio and television and by 
demonstrations. 

Applicant presented the testimony of an operator of a food and liquor 
shop which sells opposer’s products; a chemist employed by opposer; the 
publisher of ‘‘Telefood’’ magazine; and a jobber of food products sold to 
groceries, delicatessens and restaurants. Each of these witnesses testified 
to the high quality of opposer’s products, which is not in issue; and they 
gave their opinions as to likelihood of confusion between CHEF’sS DELIGHT 
cheese products and COCKTAIL DELIGHT cheese products. 

* Reg. No. 509,861, issued May 17, 1949 on the Principal Register. 


** Reg. No. 558,074, issued April 22, 1952, one week before the opposition was 
filed. 
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Applicant makes a salad dressing commonly known as ‘‘chef’s dress- 
ing’’ upon which CocKTAIL DELIGHT is used; but this fact is not helpful 
in arriving at a determination. 

DELIGHT (and its variants) is a word commonly used in connection 
with foods. In fact, the record shows that when opposer’s COCKTAIL 
DELIGHT was involved in an opposition filed by the registrant of HEART’s 
DELIGHT, this opposer, in its answer, took the position that DELIGHT is 
‘‘descriptive, without trade mark significance, and is open to the public.”’ 
This, of course, is true only to the extent that marks having DELIGHT as a 
component must be sufficiently different in their entireties as to avoid like- 
lihood of confusion, mistake or deception. 

It is believed that COCKTAIL DELIGHT and CHEF’S DELIGHT are suffi- 
ciently different in sound, appearance and connotation as to obviate the 
likelihood of confusion. 

The decision of the Examiner of Interferences is affirmed. 





DORIAN-MACKSOUD CORPORATION v. ROSE BROTHERS, INC. 
No. 31863 — Commissioner of Patents — December 1, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DORIAN-SPUN for men’s suits, coats, trousers, overcoats and top coats is not 
confusingly similar to DORIAN for ladies’ nightgowns, negligees, slips, pajamas, 
panties and lounging robes. Even if applicant’s apparel and opposer’s goods were 
sold in the same stores, they would be sold in different departments and normally to 
different customers. The significantly different connotations of the marks leads to 
conclusion that confusion, mistake or deception are unlikely to result. 

Opposition proceeding by Dorian-Macksoud Corporation v. Rose 
Brothers, Inc., application Serial No. 620,274 filed October 20, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

Theodore W. Miller, of Chicago, Illinois for applicant-appellant . 
Mortimer Schwartz, of New York, N. Y. for opposer-appellee. 
LEEDs, Assistant Commissioner. 

Application has been filed to register DORIAN-sPUN for men’s suits, 
coats, trousers, overcoats and top coats. Use is claimed since July 2, 1950. 
Registration has been opposed by one who claims ownership through use of 
DORIAN as a mark for ladies’ nightgowns, negligees, slips, pajamas, panties 
and lounging robes. The Examiner of Interferences sustained the oppo- 
sition, and applicant has appealed. . 

Opposer’s record shows that it was incorporated on September 25, 
1944 under its present name; labels showing STYLED BY DORIAN were ordered 
as early as December 7, 1944, according to properly identified exhibits; all 
garments made and sold since 1944 by opposer have borne the label 
STYLED BY DORIAN; opposer’s apparel is sold to ‘‘better stores throughout 
the country,’’ such as Lord & Taylor, Best & Company, Marshall Field & 
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Company, Nieman-Marcus, I. Magnin, Bullock’s, Rich’s, Woodward & 
Lothrop, and Garfinkel’s; more than two hundred thousand dollars were 
spent by opposer in the years 1944-1950, inclusive, in advertising its 
items in fashion magazines, including Vogue, American Lingerie, Harper’s 
Bazaar, Mademoiselle, Glamour, Good Housekeeping, Bride’s Magazine and 
Cosmopolitan; and sales by opposer under the mark for the years 1950- 
1952, inclusive, have exceeded a value of six million dollars. Typical 
advertisements in evidence feature DESIGNED BY DORIAN, STYLED BY DORIAN, 
DORIAN—STYLES—A ROBE, and DESIGNED . . . IN TRUE DORIAN FASHION. 

Applicant took no testimony, but its application file is in evidence, and 
the specimens submitted with the application show DORIAN-SPUN—TAILORED 
BY ROSE BROTHERS. 

Opposer’s mark, as used, has the significance of identifying a per- 
sonality, ie., a designer, whereas applicant’s mark has inherent in it the 
suggestion of a fabric from which the finished garments are made. 

The Examiner of Interferences held that ‘‘the goods are closely related 
and the marks are confusingly similar to such an extent that confusion in 
trade as to origin would be likely to result from the contemporaneous 
use of the marks of the parties on their respective goods.’’ This holding 
seems to overlook the fact that there is nothing in the record which sug- 
gests either that men’s outer wearing apparel and women’s lingerie, sleep- 
wear, robes and negligees are ordinarily produced and sold by a single 
producer, or that ordinary purchasers of applicant’s goods are likely to 
believe that they emanate from opposer, or that these diversified items 
ordinarily have common purchasers. 

It is common knowledge that even if applicant’s apparel and opposer’s 
goods were sold in the same stores, they would be sold in different depart- 
ments and normally to different customers. It is also a commonly recog- 
nized fact that in the garment manufacturing trade, producers of women’s 
lingerie do not normally produce men’s suits and coats. This, coupled 
with the significantly different connotations of the marks as used, leads to 
a conclusion that confusion, mistake or deception of purchasers, as con- 
templated by the statute, is unlikely to result from continued use of the 
marks by the parties. Applicant is, therefore, entitled to the registration 
sought. 

The decision of the Examiner of Interferences is reversed. 


KIEKHAEFER CORPORATION v. CORPORATE PRODUCTS INC. 
(GENERAL MOTORS CORPORATION, assignee, substituted) 


No. 4813 — Commissioner of Patents — December 1, 1954 
TRADE-MarRK AcT or 1946—REGISTRABILITY 


Application to register ROCKET for outboard motors claiming use since 1941, 
declared in interference with Reg. No. 415,799 rocket for gasoline motors issued 
August 14, 1945. Mark and registration assigned November 8, 1948 and recorded 
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in Patent Office. Registrant took no testimony since recordation of assignment is 
prima facie evidence of its execution and registration is prima facie evidence of 
ownership of mark by assignee, validity of registration and of assignee’s exclusive 
right to use mark on gasoline motors. Issue is whether applicants’ record rebuts 
prima facie showing. 

Evidence show sales of Mercury ROCKET outboard motors in 1941, accompanied 
by instruction book and parts list for ROCKET motor inside carton, which qualifies 
as trademark use. 

TRADE-MARK AcT oF 1946—REGISTRABILITY—TITLE—ABANDONMENT 


Fact that applicant made no sales of outboard motors under mark ROCKET from 
1942-1945 does not constitute abandonment since it is common knowledge that 
outboard motors were not made during war, therefore applicants’ non-use was 
excusable and prima facie showing of registrant is rebutted and its registration 
should be cancelled. 

Interference proceeding between Kiekhaefer Corporation, application 
Serial No. 565,940 filed September 27, 1948 and Corporate Products, Inc. 
(General Motors Corporation, assignee, substituted), Registration No. 
415,799 issued August 14, 1945. General Motors appeals from decision of 
Examiner of Interferences. Affirmed. 

Andrus & Sceales, of Milwaukee, Wisconsin for applicant-appellee. 
Willits, Helmig & Baillio, of Detroit, Michigan for registrant-appellant. 
LEEps, Assistant Commissioner. 

Application was filed on September 27, 1948 to register rocket for 
outboard motors and parts thereof. Use is claimed since May 8, 1941. 

An interference was declared to exist between the application and 
Registration No. 415,799, rocket for gasoline motors, issued August 14, 
1945 from an application filed January 30, 1945 by a predecessor of the 
registrant-interferant. The mark and registration were assigned on 
November 8, 1948, and the assignment was recorded in the Patent Office 
on November 13, 1948. 

The Examiner of Interferences decided adversely to the registrant, and 
registrant has appealed. 

Registrant took no testimony. The recordation of the assignment is 
prima facie evidence of its execution; and the registration is prima facie 
evidence of ownership of the mark by the assignee, validity of the registra- 
tion and of the assignee’s exclusive right to use the mark on gasoline 
motors. The sole question for determination is whether or not applicant’s 
record rebuts this prima facie showing. If it does then the registration 
should be canceled, and a registration should issue to applicant. If it 
does not, applicant is not entitled to the registration which it seeks. 

As was stated in Kiekhaefer Corporation v. Willys-Overland Motors, 
Inc., 103 USPQ 148, 149 (Com’r., 1954) : 


‘*Kiekhaefer is a well-known manufacturer of outboard motors 
and parts therefor. Its house mark is KIEKHAEFER, and its primary 
trade mark is MERCURY. The various models of motors are identified 
by letter and number combinations and by names, such as COMET, 
ROCKET, THUNDERBOLT and HURRICANE. 


/ 





Vol. 45 T. M. R. KIEKHAEFER CORP. v. CORPORATE PROD. 125 


This statement is equally applicable here except that this record shows 
the ‘‘Mercury Line’’ was featuring COMET, STREAMLINER, TORPEDO and 
ROCKET as motor model names in 1941, the year of applicant’s claimed first 
use. 

Registrant’s contentions may be summarized as follows: (1) applicant 
has not shown trade mark use of rocKET for its outboard motors prior to 
January 30, 1945, registrant’s filing date; and (2) even if such use were 
shown, applicant abandoned RocKET prior to January 30, 1945. 

As for the first contention, the record clearly shows that a General 
Instructions Parts and Price List featuring rocket Alternate Firing Twin 
Cylinder Outboard Motor—Model No. KB-4 and KB-5 was placed from 
about May, 1941 in all cartons or crates containing the particular model of 
Mereury outboard motor. According to the testimony, the motors were 
placed in the cartons upright and the booklets were put in just before the 
cartons were closed; and many times they were tied on the drive shaft 
housing of the motors with string. There is in the record an advertising bro- 
chure featuring ‘‘Have More Fun in ’41 with a Mercury outboard motor,’’ 
and the models pictured therein include the MERCURY ROCKET. Advertise- 
ments appearing in 1941 in ‘‘Motor Boat,’’ ‘‘Sports Afield’’ and ‘‘ Hard- 
ings’ ’’ Magazines show ROCKET as one of the MERCURY motors then available. 
The Vice-President and General Manager of applicant who was first 
employed in 1942, testified that he has had custody of the records of the 
Production Control Department since 1949, and at that time he received 
the records from his predecessor. He identified photocopies from the 
record books showing Journal entries of sales of KB-4 Standard rocket 
motors from May 8, 1941 through April 4, 1942. The entries show serial 
numbers of the motors shipped, the identification of the person to whom 
shipment was made, and the date of shipment. While it is true that the 
entries were not made under the supervision of the witness, they are 
identified as having been received by him from his predecessor as records 
maintained in the ordinary course of business. 

Considering all exhibits together, it is apparent that in 1941 mercury 
ROCKET motors were advertised and offered for sale, they were sold and 
shipped, and as they were shipped they were accompanied by an instruc- 
tion book and parts price list identifying the motor as a ROCKET, the book 
being stuck in or tied to the motor inside the shipping carton. Under this 
combination of circumstances, the use by applicant of rocKeET is found to 
qualify technically as a trade mark use within the meaning of the statute. 

In support of its second contention registrant argues that the record 
shows that there were no sales of outboard motors under the RocKET mark 
from early 1942 until late 1945. The testimony shows that from the early 
part of 1942 until December of 1945 no motors were shipped on account 
of shortage of material during World War II. Registrant disagrees with 
the examiner’s findings of ‘‘excusable non-use’’ during those years based 
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upon his taking judicial notice of the fact that the Government strictly 
allocated steel, iron, ete. during and after the war years, and states: ‘‘It 
does not necessarily follow that such allocations would have any effect on 
junior party’s [applicant’s] business.’’ It is common knowledge that 
outboard motors were not manufactured and sold during the war years. 
Furthermore, judicial notice may be taken of the Federal Register publica- 
tion of War Production Board Order L-80,* issued March 28, 1942 order- 
ing discontinuance of manufacture of outboard motors. The order was not 
revoked until May 15, 1945. Under these circumstances, applicant’s non- 
use of the mark was excusable, and there was no abandonment of the mark 
within the meaning of the statute. This is particularly true since produc- 
tion and sale of motors under the mark were resumed in December of 
1945 and have since continued which is not denied by registrant. 

Viewing applicant’s record as a whole, it is my opinion that the prima 
facie showing resulting from registrant’s registration is rebutted. 

The decision of the Examiner of Interferences is affirmed; the appli- 
cant is entitled to the registration sought; and Registration No. 415,799 
should be canceled. 


* Federal Register, March 28, 1942, page 2393; amended Federal Register, May 5, 
1942, page 3320; amended Federal Register, September 1, 1944, page 13252; revoked 
Federal Register, May 15, 1945, page 5507. 
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